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The Best Outfits 
At No Extra Cost 


Corporate name 
engraved in 24K Gold 
on Spine of all Books 


STANDARD 
3-ring binder (illustrated) 
page Capacity 
Outfit No. 4 
with 75 blank sheets $25.25 
Outfit No. 4A 
with printed minutes 
fs and by-laws *$27.00 
The STANDARD binder 

also available in Black 
please specify 
Other Complete 
Be Green Gem Outtits With 
9 Matching Vinyl Slipcase 
HEAVY DUTY 
3-ring metal hinge binder 
200 page capacity 
Outfit No. 2 
with 100 blank sheets $33.25 
Outfit No. 2A 
with printed minutes 
1nd by-laws “$35.00 
DELUXE 


3 round-posts binder 
UO page wacity 
Outfit No. 3 
with 100 blank sheets $36.75 
Outfit No. 3A 


with onnted minutes 


iby laws *$38.50 


SPECIAL 
Self-Encased 
Corporate Outfit 
3-D ning binder 

360 page capacity 
pcase not needed) 
Outfit No 4 

ink sheets $28.00 
Outfit No. 4A 
with orinted minutes 
ind by-laws °$29.75 


The SPEC 


wilh 


AL binder 
Available in Browr 


please specify 


SPECIAL FORMS SECTION — 
Provided with all outfits and 
ncludes Sub-Chapter 
election not to be taxed as 
orporation). Executive 
Meaical and Dental 
Reimbursement Plan 
Forms for annual meetings of 
sharenolders and directors 


; Individual items available — 
write for catalog. 


Unique Pocket for 
Fold-Away Seal. Permanently 
Attached to inside front cover. 


Green. 


STANDARD 


THE QUALITY 
CORPORATE OUTFIT 


The Original All-in-One Volume Corporate 
Outfit Including Seal 


EVERY GREEN GEM* CONSISTS OF: 


BINDER—Handsomely gold tooled. Bound in durable Fabricoid 
over heavy binder's board for long lasting use 

STOCK CERTIFICATES — 20 —imprinted and numbered. Additional 
certificates 20¢ each. Extra charge for special clauses depending 
on copy. TRANSFER LEDGER. INDEXES — Mylar reinforced 

PRINTED MINUTES AND BY-LAWS include IRC Plan 1244 plus — 
CORPEXPEDITER — for quick completion of minutes 

(Blank sheets and title page instead of above.) 

PROFESSIONAL + NOT-FOR-PROFIT and MODEL CORPORATION 

ACT MINUTES available 


Removable Separate 
Carrying Case for Seal. 


ard the of tha peed fiers, 
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Cy Me holder forisen by 


pol of Mor 


herd bat 
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Handsome Stock Certificates lithographed on high quality 


heavy rag bond paper with that “BIG BOARD” look 


Over-all size of all outfits 4-3, 4" high x 10-1 4" deep x 2-1/4" wide 


Coroex 


Banknote Company, Inc. 
24 Hudson Street 

New York, NY 10013 

(212) 964-7454 

Cable “Corpexnote NY” 


Orders shipped 
within 24 hours 


* 
MONEY BACK 
GUARANTEE 
Serving the Legal 
Profession since 1927 


Use this order form for your convenience 


CORPORATE NAME Print name exactly as on Certificate of Incorporation 


State of 

Date of Incorporation 
Total Authorized Issue 
No of Shares Par Value S 
Or ___ Shares without par value 
Certificates signed byPresand 


“When ordering Minutes & By-Laws specify Single 


* *Remarks 


_O Multiple Incorporators. 


_Signotue 


Corpex, 21 Hudson St. New York, NY 10013 


Ship to 

Street Address 

City, State. and Zip Code 

Attention of 


Ship Outfit No Check Enclosed 


Check Must Accompany Order Payable to Corpex 


Add $1.00 shipping charge for continental US all others $400. 
| | 


Charge to American Express; | | | | | | | | | 
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A Challenging Year Ahead 


These are turbulent times for the legal 
profession. We need only to pick up our 
daily newspaper and find columnist Jack 
Anderson, or Michael Novak, or Williaiz 
Raspberry or Nicholas Von Hoffman 
initiating a frontal attack on our 
profession. These columnists are 
frequently joined in their assault by 
politicians. As a matter of fact, a new 
recruit just joined this army by the name 
of James Earl Carter, Jr. 054321! 

Each of these people have reasons for 
what they are doing. What they are 
doesn’t interest me. What does interest 
me is how well in fact the legal profession 
is performing nationwide and 
particularly in Florida. Not how well 
columnists and politicians think we are 
doing, but how well do the people think 
we are doing. 

Does your golf or tennis game go sour 
once in a while? Do you find that all of a 
sudden you can’t keep the ball on the 
fairway or inside the back line? What do 
you do to correct these problems? Nine 
out of ten of us return to the basic 
fundamentals of the game—head down, 
eye on the ball, smooth stroke and a good 
follow through. My belief is that we in the 
legal profession need to return and 
concentrate on our “basic fundamentals” 
and by doing this we will not need to 
mount a vitriolic counterattack on our 
accusers; we will have the public on our 
side. The frontal attacks will then be seen 
for what they are, unjust, unfounded and 
statements by the uninformed which will 
blow away as a feather in the breeze. But 
my, what a challenge to accomplish this. 

What are these basic fundamentals? 
Mr. Justice Glenn Terrell believed in the 
integrated bar concept when he and the 
Supreme Court of Florida authored the 
integration opinion in 1949. He believed 
the legal profession could best assume its 
public responsibilities in this form of 
organization. He believed it was 
important that “every member of the bar 
(be) given an opportunity to do his part in 
performing the public service expected 
of him, and by which each member is 
obliged to bear his portion of 
responsibility.” The court subsequently 
went on to adopt an “Integration Rule” 
itself in 1950. 

In the “Preamble” the court set out our 
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“basic fundamentals.” It said: “To 
inculcate in its members the principles of 
duty and service to the public, to 
improve the administration of justice, 
and to advance the science of 
jurisprudence, the following principles 
are expressly adopted by this court:” 

This is what we are about. Now for 
nearly three decades the membership of 
The Florida Bar has worked assiduously 
to make these principles come alive in so 
many ways. Millions of voluntary 
manhours have been spent chasing these 
stars in the form of service in the 
disciplinary, legal aid, client security, 
continuing legal education, public law 
education, lawyer referral and public 
information programs. These are our 
defenses. If, in fact, we care about the 
public; if, in fact, we do a superior job 
insuring for the public only persons 
worthy to be called “lawyer” even if it 
costs us another 13.7 cents a day; if, in 
fact, we believe in these fundamentals 
and do something to see that they 
become realities and not just nice 
sounding phrases, the legal profession 
will survive. If we don’t we'll die. 

We have everything going for us in this 
new administrative year. President Floyd 
told the membership at the annual 
convention that he was ready to get back 
to our basic fundamentals by avoiding 
the new and glamorous bar programs 
that are so tantalizing to any incoming 
bar president in favor of an aggressive 
campaign to achieve the highest quality 
and superior performance in our proven, 
existing bar programs. He needs the help 
of all 22, 793 of us. He needs us working in 
bar programs. He needs us more 
importantly, to individually serve our 
clients fairly, promptly, courteously, 
diligently and every day make a personal 
effort to improve the quality of all these 
services so that every client can walk out 
of our offices with a feeling of pride and 
good fortune that he or she has a Florida 
lawyer as a legal counselor. These are not 
easily attained goals. To achieve them, it 
takes personal discipline, time and 
sacrifice. They can be reached. 

Mr. Justice Terrell believed we could 
do it. I do too. 


MarSHALL R. CassEpy 
Executive Director 
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RCUIT COURT FOR 
COUNTY, FLORIDA PROBATE DIVISION 
File Number 


IN RE: ESTATE OF 


_BECAUSE THEY Order iiss Elective Share TITLES FOR 


Upon the petition of QUICK IDEN 


for an Order determining the elective share of the surviving spouse in the above estate, and the Court finding that P ROFESSIONA 
PRESENTATIO 


all interested persons have been served proper notice of this hearing or have waived notice thereof; that the material 


allegations of the petition are truc, that 


_ is the surviving spouse of the decedent, who died a resident of 
County, Florida on 


, and that on 


sciiabaandise , being within the time prescribed by law, the surviving spouse filed 


an election to take the elective share in accordance with the laws of the State of Florida, it is thereupon 
ADJUDGED, that the amount of the elective share to which the surviving spouse is entitled is 


ADJUDGED FURTHER, that the personal representative of the estate is directed on or before 
to distribute to 


4 , the surviving spouse of 


the decedent, the following assets of the estate in satisfaction of the elective share: 


ORDERED this ON BOTTOM 
RIGHT CORN 
FOR EASY 
LOCATION IN 


ORDER DETERMINING ELECTIVE SHARE 
AP-048 
here Applicable) 
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appearance of all Excelsior 
outfits plus a contemporary 
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exclusive features: luxurious 
padded cover, leather grained 
vinyl in mahogany brown, 
corporate name embossed in 
24K gold, plus a unique dust 
proof design (see illustration). 


Impressively self contained, 
Ex Libris gives you a totally 
complete outfit providina 
everything you need for an 
incorporation right at your 
fingertips. Exclusively from 
Excelsior — the Legal Supply 
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$28.25 and $29.95 


Customized Seal: Zipper 
pouch for quick, easy 
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® Stock Certificates: (20) 


numbered. Bound-in sepa- 
rate section with full page 
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There is in some men a dispassionate 
neutrality of mind, which, though it 
generally passes for good temper can 
neither gratify nor warm us; it must 
indeed be granted that these men can 
only negatively offend; but then it 
should also be remembered that they 
cannot positively please. 

- - - -Greville. 


The Annual Meeting (conven- 
tion) for 1978 ended on good note. 


Committees and _ sections met, 
seminars were held, awards 
presented, prizes given, ideas 


exchanged, friendships renewed, 
nostalgia engaged in, entertainment 
provided, breakfasts, luncheons 
and dinners enjoyed — but, most 
important of all, honest differences 
were settled. They were settled 
after full and complete floor debate 
among our brothers and sisters of 
The Florida Bar, pursuant to long 
established provisions of the 
Integration Rule, and chaired with 
total impartiality by President 
Russell Troutman. 

A person elected or appointed to 
office is never as popular as that 
moment immediately following the 
lowering of the hand after taking his 
or her oath of office. A judge who 
has never yet had to judge; a 
legislator who has never yet had to 
legislate; a president who has never 
yet had to make a decision affecting 
others. The office may never again 
be as succulent and enriched with 
flavor as that fleeting time. 
Accounting is in the future. 

Therefore, since accounting 
cannot be postponed, it is 
incumbent upon every elected 
official of the Bar to begin the 
accounting now. We, individually 
and collectively, recognize our 
bounden duty and responsibility to 
account to the lawyers of Florida 
and the public. Let us then, first, 
take inventory of where we are and 
where, with prudence, we are 
going. 


Establishing a Closer Relationship 
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The distasteful, but necessary, 
dues increase was adopted. It was 
no secret that the writer personally 
campaigned in every section of 
Florida for over two months 
endeavoring to persuade Florida 
lawyers why it should be adopted 
and personally represented to the 
Supreme Court exactly the avenue 
to which the majority (94.8%) of it 
would be devoted. Those 
engagements, serving and 
providing an _ opportunity for 
mutual eyeballing with my 
colleagues active practice, 
convinced me of a_ tangential 
problem within the integrated Bar 
— that is, that, although we have 
always had and probably always 
will have a public relations or 
“image” problem with the public, 
we have a deep-seated public 
relations problem within our own 
ranks. At every meeting the 
atmosphere, while for the most part 
courteous, was frought with a 
concern not so much about what the 
Bar was and is going to do for the 
practicing lawyer, but what it was 
and is going to do to them. Justified 
or not, this attitude must be 
dissipated and closer relations 
established between your elected 
officials (the members of the Board 
of Governors and officers) and the 
practicing lawyer. This will not bea 
one-way street. Lawyers must be 
ready to receive information as well 
as convey criticism. Having once 
received information about that 
which may be contemplated, a 
person, and especially a_ legal 
trained mind, will be hard put to say 
“surprise” much later. 


We recognize that much needs to 
be done, but this is not to say that 
much is not now, and for some time 
last past, being done. It has long 
been the practice for staff to mail 
Board agendas to your local bar 
association presidents or executive 
directors at the same time they go to 


PRESIDENT PAGE 


Board members. Minutes of the 


Board meetings are likewise 
mailed. For starters, why not let 
your local circuit Board members 
know your feelings and positions on 
matters appearing thereon? If you 
are in doubt about a particular area, 
why not call toll-free (1-800-342- 
8060) to the Bar Center in 
Tallahassee and inquire of the 
appropriate staff personnel or 
executive director? That is one of 
the reasons they are there. 
Membership, or at least executive 
committee, meetings of your local 
bar can be called to discuss issues of 
interest scheduled on the agenda 
already received, positions taken 
thereon and communicated to your 
local Board member(s) or all the 
Board members. There is no 
medium or mind-reader on the 
Board. They cannot guess at your 
position. Their lot is to exercise their 
own best judgment, and, while they 
may not always agree in every 
instance, it would be of material 
assistance to them to have the 
benefit of your input and not place 
them, like a monk, in a cloistered 
cell. 

On a personal note—we want to 
take this opportunity to express to 
you our thanks on behalf of ourself 
and our family for your many 
expressions of concern about Rose 
Marie, who had to be taken to the 
hospital the morning before our 
installation. As of this writing (June 
25th) she is still hospitalized, but, 
while weak, resting comfortably. 
The doctor reports that the cultures 
are sterile now, the fever and chills 
absent and that if everything goes 
well, she will be discharged later 
this month (June). Needless to say 
that, after accompanying us to 
every Board meeting but one 
during the past ten years, she 
missed you very much. 


Rosert F. FLoyp 
President 


CALENDAR 


1978 


July 19-Aug. 3—Russia/Scandinavia Tour, The Florida Bar. 


July 25-26—Florida Bar Examination, Parts I, II, Il], Miami Beach Convention 
Center. 


July 26-29—Florida Public Defender Association Annual Summer Conference and 
Training Seminar, Frank Wolfe’s Beachside Hotel, Cocoa Beach. 

August 3-10—ABA Annual Meeting, New York City. 

August 13-August 30—The Florida Bar European Charter Flight. 


September 8-9—Florida Bar Local Bar Leaders’ Conference, The Florida Bar 
Center, Tallahassee. 


September 14-16—Florida Defense Lawyers Annual Convention, Sawgrass, Ponte 
Vedra Beach. 


September 14-16—The Florida Bar Board of Governors, The Breakers, Palm 
Beach. 


October 13-October 26—The Florida Bar Eastern Mediterranean Cruise. 
October 24—Florida Bar Examination, Parts I, III, Jacksonville Civic Auditorium. 


October 27,28—U of M Institute on Condominium and Cluster Housing, Eden Roc 
Hotel, Miami Beach. 


October 30-November 1—33rd Annual Florida Workmen’s Compensation 
Educational Conference, Dutch Inn, Lake Buena Vista. 


November 2-4—Academy of Florida Trial Lawyers Annual Convention, Doral 
Country Club, Miami. 


November 16-18—Florida Bar Board of Governors, Doral on the Beach, Miami 
Beach. 


1979 


January 8-12—13th Annual Institute on Estate Planning, University of Miami Law 
Center, Americana Hotel, Miami Beach. 


January 25-27—Midwinter meeting, American Patent Law Association, Marco 
Island, Florida. 


February 1-3—ABA Section of Patent, Trademark and Copyright Law, 
Beach Hotel, Marco Island. 


Professionally Inspiring 


This month’s profile on Bob Floyd 
was the most personally and 
professionally inspiring piece of 
journalism I have seen in a long time. I 
had the privilege of practicing law with 
President Floyd in my very important 
early years and later to become his 
partner. The wisdom, insight and life 
experiences he readily shared, allowed 
those around him to see more clearly 
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the real purpose of our profession. 
Bob Floyd is a constant reminder to 
those who know him, of where our 
profession has been,-vhere it should be 
going. In a time of continued heavy 
attack on lawyers, | am comforted to 
know that President Floyd will be 
providing leadership to The Florida 
Bar. Hopefully, those in our 
membership who do not know him well 
will have the opportunity to meet this 


man of integrity and accomplishment. 
The Journal message well expressed 
that message. 


Miami IRA LeesrieLp 


Horse Feathers 

RE: “Of Indians, Attorneys Fees, 
Judges, Roses, Horses, “Whats in a 
Name?, Horse Feathers, and High 
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Find yourself (or your clients) at Dale Mabry 
Executive Center. Do it for your customers, your 
suppliers, your out-of-town associates, and 
ultimately for yourself. Because the easier you 
are to find, the easier they are to keep. 

Dale Mabry Executive Center is the Tampa 
Bay area's most accessible office location — 
within 10 minutes of Tampa Airport, downtown 
Tampa and the Tampa Bay bridges. So, you'll be 
very easy to find. And so will parking. There's 
plenty here and it's free. Driving home is a 
breeze with the Interstate System just 30 seconds 
away. And the many fine restaurants within 
walking distance make the hour lunch-hour easy 
for your people. 

There's more than convenience to the Dale 
Mabry Executive Center, though. There's 


Tampa Airport 
Clearwater 


St.Petersburg 


Finders keepers. 


prestige. The architecture is striking. Careful 
maintenance keeps it that way. Interior spaces 
were designed with flexibility — so you can 
customize your office to suit the specific needs of 
your business. 

The Center is 50% 
occupied, and the top floor Dale 
has been reserved for a major 
tenant (10,000 sq, ft). Mea 


For information contact: Executive 
Harold Edwards, Leasing Agent 

3725 Grace Street, Center 
Tampa, Florida 33607, 
Phone: (813) 879-3392 
When access matters 
to your business. 
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Artist’s rendering 
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Insurance Premiums” by Ella Jane P. 
Davis - Vol. No. 5, May 1978 at p. 421- 


My colleagues and I (all members of 
The Florida Bar who approach their 
adjudicating functions with the same 
detached impartiality as do the judges 
of the Industrial Relations 
Commission), were somewhat 
confused by the author’s reference to 
the Florida Public Employees Relations 
Commission in the above-cited article. 

Being members of a de _ facto 
judicially qualified tribunal, which does 
not incorporate the parties litigant into 
our decision-making process, the 
suggestion that our rulings on the law 
may be the result of “interminable 
negotiations” is nothing less than 
startling! The mere suggestion is a 
disservice to reform efforts some 17 
months in duration, which have demon- 
strated to labor and management alike 


that ours is a rule of law, not of men. 
While I cannot speak for the NLRB, I 
can say, with respect to the subject 
article, that PERC will attest to nothing 
of the sort! “Horse Feathers” indeed! 


LEONARD A. CARSON 
Chairman, Public Employees 
Relations Commission 

Tallahassee 


The British Empire 


I enjoyed Susan G. Chopin’s article 
“Legal Education in England.” I would 
like to correct one misstatement she 
makes which I suspect is little more than 
a slip of the pen. 

She states, “Until the early 1800s, 
Oxford and Cambridge were the only 
universities in Great Britain.” What she 
meant to say was that these two 
universities were the only ones in 
England. The trouble is that Ireland 
was, and Scotland still is, part of Great 
Britain. The facts are that in 1800 there 
were seven universities in Great Britain: 
four in Scotland, two in England, one in 
Ireland, and none in Wales. In Scotland, 
the University of St. Andrews was 
founded in 1410; the University of 
Glasgow in 1451; the University of 
Aberdeen in 1495; and the University of 
Edinburgh in 1583. The University of 
Dublin, in Ireland, was founded in 1592. 


Cambridge and Oxford began to 
function in the 1300s. 

As her title indicated, Ms. Chopin’s 
article was intended to be limited to a 
discussion of legal education in 
England. While the situation in Wales is, 
and was, pretty much the same as 
England with regard to the courts, 
lawyers, and legal education, the 
Scottish legal system is very different in 
all regards from that found in England. 
The only safe comparison that one can 
make between the English and the Irish 
is to say they both live on islands. 

The English persist in the conceit (to 
which Ms. Chopin has been subjected 
by inculcation) that the rest of Great 
Britain really doesn’t count. This 
attitude has contributed to the “trouble” 
in Northern Ireland and growing 
nationalism in Scotland, Wales and 
even amongst Cornishmen. 


BENJAMIN K. PHipps 
Tallahassee 


Editor's Note: 


The Journal is pleased to print letters from 
readers (who must be identified) when they 
do not exceed 300 words, when they are of 
general interest, and when they attack issues 
rather than people. Address comments to: 
Letters to the Journal, The Florida Bar 
Journal, Tallahassee 32304. 


LOCATERS 
INTERNATIONAL 
MISSING HEIRS? 


We specialize in locating: 
Heirs to estates, heirs to trusts, beneficiaries, legatees, 
witnesses and missing people, including complete 

genealogical proof; documentation and charts. 


INCORPORATED 


Our method of operation 
complies with 


Florida Bar Professional Ethics Opinion 77-8* 
and is licensed and bonded by 


the State of Florida 
under F.S. Ch. 493 


*Florida Bar News (November 10, 1977) 


Northern Branch 


Corporate Headquarters: 
616 E. Altamonte Drive ¢ Altamonte Springs, Florida 32701 


OFFICES LOCATED THROUGHOUT THE UNITED STATES AND ABROAD 
OVER A DECADE OF EXPERIENCE 


72.N. Main Street ©Concord, N.H. 03301 


(305) 831-2000 
(603) 228-8221 
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How got squeezed out 
the orange business 


Talk about leaving a sour taste in PAG 
your mouth. 
When we got engaged I bought a 
couple of dozen acres of citrus groves 
from her daddy, and began to dream 
of some juicy profits. 
But just when I had all my plans set /< 
on the best orange grove in Florida, my ‘~ 
sweetheart decided she wanted a change 
of scenery. And boyfriends. 
Which wasn’t too hard to take, until 
she showed up some time later with a 
seedy looking guy who claimed that my t it, my 
orange grove belonged to his brand 
new bride. 
“How’s that?” I asked. conveyance, costly losses can occur 
“How’s this?” he answered, show- due to error or fraud. It is our profes- 
ing me a deed for the property that was _ sional responsibility to protect mortgage 
registered in the name of my former lenders and purchasers against losses 
fiancee before I’d even met her. “Her arising from defects in the title as insured. 
daddy didn’t own the land he sold you— And we do. 
he gave it to his daughter long before 
you ever knew her. Ha Ha! Legally,” he 


said,“it’s her land. And so are all the J/\ 
oranges on it.” \ 
And, to make matters worse, 


I didn’t have any title insurance. 


american title 
insurance company 


a subsidiary of The Continental Corporation 


HOME OFFICE 1101 BRICKELL AVENUE, P.O. BOX 01-5002, MIAMI, FLORIDA 33101 (305) 374-4300 


Other members of the American Title family The Title Insurance Corporation ot Pennsylvania, Columbia Real Estate Title Insurance Company, and Texas Title Guaranty Company. inc 
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“Many of you don’t know very much about me, 
so | thought | would use this occasion to introduce 
myself. Despite what some of you think, or might 
be tempted to think, | am not the youngest person 
to serve as Chief justice on the Florida Supreme 
Court. In 1933 Fred Davis, at the age of 39, was 
elected to serve as chief justice of this court. 
Despite what others might think, | am not the 
oldest to serve as Chief justice. In 1866 Justice A. 
E. Maxwell was designated to serve at age 67. 
Others may think that | am the chief justice with the 
shortest tenure on the court, and that is also 
incorrect. It seems that Thomas Balso, in 1853, 
came to the court as chief justice. 

“There are those among you who are also 
misled in another respect — | am not the tallest 
member of the court to ever serve as Chief justice. 
All my predecessors were taller. For those of you 
who think | bring to the chief justiceship the 
greyest hair, you’re wrong — Milton Mayberry, 
who served in 1895 was the greyest chief justice 
we ever had. | am not, with all due apologies to 
anyone who might be offended, the fattest chief 
justice to ever serve, nor am | the most somber. 
There was a time when members of our court 


called, among themselves, each other by the 
affectionate names of the seven dwarves. | am 
neither the sleepiest, nor the grumpiest, nor the 
dopiest.. . 

the one thing | am positive of is that iam, 
without fail, the person who brings to the chief 
justiceship the least experience in the trial court 
system, either as a practitioner or as a member of 
the bench. 

“Now what does that auger for you as members 
of the profession? 

“During my tenure the Bar has filed with the 
court several petitions on a variety of matters. We 
approved, without change, on our court within the 
past three and one-half years, eight of those. We 
approved, with change, another six and rejected 
ten. | suggest that’s sincere, open and honest 
communication. | suggest that is a very healthy 
and cooperative adversary relationship between 
the bench and the Bar.” 


Introduction by Justice Arthur J. England, Jr., 
to an address to The Florida Bar inconvention 
at Hollywood-by-the-Sea, June 17, 1978. 
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Arthur England— 
The New 
Chief Justice 


By Ellen Bradford 


One thing is obvious to anyone who has listened 
to Justice Arthur J. England, Jr., question lawyers 
arguing before the Supreme Court: he is dedicated 
to sincere, open and honest communication. 

On January 17, 1975 Arthur J. England, Jr., 
became a justice on the Supreme Court of Florida. 

On July 1, 1978 Justice England became chief 
justice of that court. 

A teacher, author, tax law specialist, Arthur 
England is a judge intense in the ideals he brings 
to the court, and immersed in the conviction that 
the judicial system is working. 

“Our court system should ‘be there’ and 
function without a great deal of flurry and 
attention,” Justice England explains quietly. And in 
a way, this sums up some of the goals he has set 
for his two-year term as chief justice. 

That could be a less-than-simple aim if TV and 
still cameras are allowed in the courtrooms of 
Florida as aresult of the recent pilot project carried 
on in circuit courts. But again, in his unruffled 
manner, the chief justice points out that cameras 
in the courtroom are “one of those evolving facts 
of life.’ He feels his role as chief justice should be 
“to administer the state’s judicial system tightly 
enough that its operation will be smooth and quiet 
— in the background.” 

In line with this, Justice England contemplates 
no changes in the present administration of the 
state's courts. This, he says, is primarily due to the 
fact that the changes instituted by Justice James 
Adkins and Justice Ben Overton during their terms 
as Chief justice are working — and working well. 

Under Justice Adkins a statewide system of 
court administrators came into being for a 
smoother working of the entire statewide judicial 
system. 

Some of the changes introduced by Justice 
Overton that have helped to streamline and speed 
up appellate processes in the Supreme Court are 
the simultaneous consideration (reading) of cases 
by all seven justices, a speedier system for 
Circulating petitions for certiorari, and accuracy 
checks. One accuracy check explained Justice 
England, is the final reading of cases before 
release — a “refresher” look at each case before 
final disposition. 

“If we had the old system and the present 
number of cases, we would be farther behind than 
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we are now. And we are now in a position where 
we're being criticized for being far behind,” he 
points out of Supreme Court caseloads. 

“Now that we have some experience in 
processing our work more carefully and more 
expeditiously, maybe we can begin work on 
refining the methods,” says Justice England. 

There is one area of the appellate system in 
which the chief justice sees room for 
improvement, however. He feels courts should 
stop considering cases which are “plainly 
frivolous.” 

“The day is coming,” says Justice England, 
“when the courts will have to quit entertaining 
frivolous Cases and act to suspend or fine lawyers 
who continue time after time to bring such cases 
into the courts.” 

In the May 12 opinion filed by The Supreme 
Court of Florida concerning the dues increase 
asked by the Bar, Justice England's specially 
concurring opinion leaves no room for doubt how 
he feels about the court's time being taken up with 
business that should properly be conducted 
elsewhere. 

The opinion, in which Justices Overton and 
Sundberg also concurred, said in part: “The 
concerns of the protestants with ‘fat in the 
budget ' of the Florida Bar, and with misallocation 
of priorities, are arguments properly addressed to 
the board of governors through every Florida 
lawyer's elected representatives in the judicial 
Circuits of the state .... If those delegates do not 
reflect the views of the majority of the governed, 
the electoral process is essentially the only 
available means by which to effect change. 

“The role of the Supreme Court in the budget 
process must be limited not only by the 
procedures we have created for direct control by 
the membership of the Bar, but as well by the 
practicalities of Bar governance ... . the dues 
increase will be allocated to a responsibility which 
this court has persistently urged the Bar to 
undertake more vigorously and more 
expeditiously.” 

Edward J. Atkins, past president of The Florida 
Bar, adds weight to the premise that Justice 
England wiil not tolerate frivolity before the state's 
highest bench when he says: “Justice England 
has an inquiring and incisive attitude toward the 
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Justice Arthur Jay England, Jr., is helped by his wife and daughters during the enrobing ceremony at 


his investiture on the Florida Supreme Court in January 1975. 


cases that come before that bench, and he will not 
let a lawyer do less than his best.” 

Justice England has authored a number of 
works, including “Corporate Income Taxation in 
Florida; Background, Scope and Analysis,” 
“Consumer Affairs in Florida: A Report to 
Governor Reubin O’D. Askew,” in four volumes, 
and a recent (April 1977) article, ‘Quantity 
Discounts in Appellate Justice.” 

In the “Quality Discounts .. .” article which 
appeared in Judicature, Journal of the American 
Judicature Society, Justice England, and his 
research aide Michael McMahon, worked out a 
table that illustrated the justice’s workload in hours 
and minutes. The table gives a total of 3321 hours 
per year spent on court related tasks — or a 14- 
hour day if the justice works each of the 240 
working days each year. And this table did not 
include any time for teaching, which the new chief 
justice did at F.S.U. in the spring of 1978. 

During his tenure on the Supreme Court, one of 
Justice England's most distinct appeals has been 
to judges and lawyers to speak “just plain English” 
in the courtroom. Justice England's example: 
“Coming across a phrase “ex mero motu” in a 
brief, one tends to think it might be ‘‘a Japanese 
freighter sunk in World War II.” 

Justice England was elected chief justice in a 
first open-to-the-public meeting of the justices of 
Florida’s Supreme Court. Does he view this public 
meeting of the justices as a new trend? If the 
legislature passes “sunshine” legislation for 
Florida courts, there will be no choice, but Justice 
England says simply, ‘| don't get excited about it— 
| 'm not outraged by it.” 

Justice England's past service to the legislature, 
the courts and the Governor's office give him an 
impressive number of credits to bring to his judicial 
position. In 1971 and 1972 he served as special 


tax counsel to the Florida House of 
Representatives, and in 1972-73 he was 
consumer advisor and special Counsel to the 
Governor. 

He was the draftsman of the Florida Corporate 
Income Tax Code, enacted into law by the Florida 
Legislature in 1971, and of the 1973 Florida 
Deceptive and Unfair Trade Practices Law. 

As reporter to the Florida Law Revision Council 
he drafted Florida’s Administrative Procedure Act 
of 1974. 

As adjunct professor of law at Florida State 
University’s College of Law in 1971 and 1978 he 
taught classes in appellate practice. He has also 
lectured for the Florida Bankers Association and 
for the continuing legal education program of The 
Florida Bar. 

Arthur England served in Europe with the 
Counterintelligence Corps of the U.S. Army in 
1955-57. He is on the board of directors of the 
American Heart Association's Florida affiliate. He 
is also on the board of trustees of Temple Israel of 
Tallahassee, and the southeastern regional board 
of the Anti-Defamation League of B'nai B’rith. 

Justice England is married to the former Morley 
Tenenbom. They have four 
daughters: Andrea, Pamela, Ellen, and Karen. 

He received his higher education at Wharton 
School of Finance and Commerce of the 
University of Pennsylvania (B.S. in economics), 
the University of Pennsylvania Law School (LL.B.) 
and the University of Miami Law School (LL.M. in 
taxation). 

Justice England has served as chairman of the 
Florida Supreme Court's Judicial Education 
Committee and its Advisory Committee on 
Appellate Rules. He is Florida's representative 
member on the National Center for State Courts. 
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Probate and Trust Law Section 
For Sale by The Florida Bar 


The Florida Bar 
Attention: Peggy Alford 
Tallahassee, Florida 32304 


name 


Enclosed is my check for $____.. (Includes 4% sales tax.) 
Please send the Probate Forms checked below. 


address 


city 


zip 


PRICES 


$10.00 Minimum Order 
$ .50 for 10 copies of any one form. 
All orders add 4% sales tax. 


General Probate Forms 
No. of Sets (10 copies per set) 


1 Petition to Open Safe Deposit Box 

2 Order to Open Safe Deposit Box 

3 Notice to Creditors (Not for Formal 
Administration) 

4 Caveat—Creditor 

5 Caveat—Heir or Devisee 

6 Demand for Notice 

7 Formal Notice by Mail 

8* Proof of Formal Notice by Mail 

9 Formal Notice by Publication 
(No form) 
Notice of Hearing 
Waiver of Priority, Consent to Appoint 
ment of Personal Representative and 
Waiver of Notice and Bond 


Forms for No Administration Pro- 
ceedings 


—P-13 SI it for Disp 1 of Personal 
Property Without Administration 
—P-14 (No form) 


Forms for Summary Administration 
—P-15 Petition for Summary Administration - 
Testate 

Petition for Summary Administration - 
intestate 

Order of Summary Administration 


—P-16 
—P-17 
Forms for Family Administration 
—P-18 Petition for Family Administration - 
Testate 

Petition for Family Administration - 


Intestate 
Order of Family Administration 


_P-19 
_P-20 
Forms for Formal Administration 


—P-21 Petition for Administration - Testate— 
Florida Resident 

—P-22 Petition for Administration - Intestate— 
Florida Resident 


“Revised June 1978 and designed to comply with provisions of the new Probate Code 


No. of Sets (10 copies per set) 


__P-23 Petition for Administration - Testate— 
Nonresident 
_P-24 Petition for Administration - Intestate— 
Nonresident 
_P-25* Oath of Witness to Will 
__P-26* Application for Appointment of Com- 
missioner to Prove Will 
__P-27 Commission to Prove Will and Oath of 
Witness 
__P-28* Order Admitting Will to Probate 
__P-29 Order Appointing Personal Represen- 
tative and Setting Bond 
__P-30 Petition to Waive Bond 
__P-30A Waiver 
__P-31 Bond of Personal Representative 
__P-32 Oath of Personal Representative 
Designation of Resident Agent, and 
Acceptance by Resident Agent 
Oath of Corporate Personal Represen- 
tative 
—P-34 Letters of Administration 
_P-35 Notice of Administration 
—P-36 *Proof of Service of Notice of Admin- 
istration 
__P-37* Inventory 
—P-38 Petition for Allocation of Spouse's 
Share —Intestate Estate 
Order Allocating Spouse’s Share 
Petition to Set Aside Exempt Property 
Order Setting Aside Exempt Property 
Petition for Family Allowance 
Order Authorizing Family Allowance 
Petition to Set Aside Homestead Real 
Property 
Order Setting Aside Homestead Real 
Estate 
Claim of Elective Share by Spouse 
Petition for Determination of Elective 
Share 
Proof of Claim by Personal Represen- 
tative 
__P-50* Statement of Claim 
—P-51 Objection of Claim 
—P-52* Release of Claim 
—P-53 Petition to Extend Time for Filing Final 
Accounting and Petition for Discharge 
—P-54 Order Extending Time to File Final 
Accounting and Petition for Discharge 
—P-55A Final Accounting 
_P-55B%*Final Accounting, continuation 
—P-55C Final Accounting, conclusion 
__P-56* Petition for Discharge 
—P-57 Notice of Final Accounting and 
Petition for Discharge 
—P-59* Receipt of Beneficiary 
__P-60* Report of Distribution and Disposition 
of Claims 
—P-61* Order of Discharge 


—P-33 


_P-39 
_P-40 
_P-41 
_P-42 
_P-43 
__P-44 


—P-45 


_P-46 
_P-47 


_p-49 


VOLUME 52, NUMBER 7, JULY /AUGUST 1978 


Developed by the Rea 
by The Florida Bar. 


The Florida Bar 
Attention: Peggy Alford 
Tallahassee, Florida 32304 


Enclosed is my check for $ 


. (Includes 4% sales tax.) 


Please send the Guardianship Forms checked below. 


name 


address 


city. 


PRICES 

$10.00 Minimum Order 

$ .50 for 10 copies of any one form. 
All orders add 4% sales tax. 


Commencement 
No. of Sets (10 copies per set) 


—G-1.010 Petition for Appointment 
Guardian; single patitioner 
Petition for Appointment 
Guardian; multiple petitioners 
Formal Notice 

Proof of Formal Notice 

Notice of Hearing 

Waiver and Consent to Appoint- 
ment of Guardian 

Order Appointing Guardian 

Oath of Individual Guardian 
Designation of Resident Agent 
and Acceptance 

Oath of Corporate Guardian 
Bond of Guardian 

Letters of Guardianship of Person 
Letters of Guardianship of 
Property 

Letters of Guardianship of Person 
and Property 

Inventory of Guardian 

Petition for Appointment of 
Appraisers 

Order Appointing Appraisers 
—G-1.120 Report of Appraiser (Single) 
—G-1.121 Report of Appraisers (Multiple) 


Administration 
No. of Sets (10 copies per set) 


—G-2.050 Petition for Order Authorizing 

Periodic Payments to Guardian 

of Person 

Order Authorizing Periodic 

Payments to Guardian of 
rson 


—G-1.011 


—G-1.020 
—P-8 

—G-1.021 
—G-1.030 


__G-1.040 
—G-1.050 


—G-1.051 
—G-1.060 
—G-1.070 
—G-1.071 


—G-1.072 


—G-1.090 
—G-1.100 


—G-1.110 


—G-2.060 


—G-2.070 Petition for Order Authorizing 
Payment for Assistance of Ward's 
Dependent 

Petition for Order Determining 
Whether Payments Should Be 
Made for Assistance of Ward's 
Dependent (Guardian of 
Property as Petitioner) 

Order Authorizing Payment for 
Wards Dependent 

Order Authorizing Payment for 
Ward's Dependent (On Petition 
of Guardian of Property) 

Petition for Order Declaring 
Annual U y 
Order Declaring Annual Examin- 
ation Unnecessary 

Annual Report of Guardian of 
Person 

Petition to Waive Annual 
App of Guard 

Order Waiving Annual Appear- 
ance of Guardian 

Return of Guardian of Property 
- First Page 

Return of Guardian of Property 
- Interior Page 

Return of Guardian of Property 
- Final Page 


—G-2.071 


zip. 
Return of Guardian of Property 
- First Page (First Alternate) 
Return of Guardian of Property 
- Interior Page (First Alternate) 
Return of Guardian of Property 
- Final Page (First Alternate) 
Return of Guardian of Property 
- First Page (Second Alternate) 
Return of Guardian of Property 
- Schedule A (Second Alternate) 
Return of Guardian of Property - 
Schedule A (Second Alternate) 
Return of Guardian of Property 
- Schedule C (Second Alternate) 
Order Approving Return of 


—G-2.143 
—G-2.144 
—G-2.145 
—G-2.146 © 
—G-2.147 
—G-2.148 
—G-2.149 


—G-2.150 


Guardian of Property 
Certificate of Annual 
a 1G 


—G-2.160 


Petition for Order Authorizing 
Payment of Attorney's Fee 
Order Authorizing Payment of 
Attorney's Fee 
Petition for Order Authorizing 
Payment of Compensation to 
Guardian 
Order Authorizing Payment of 
p to Guard 
_-G-3.010  Resig ot Guardi 
Petition for Discharge 
Order Accepting Resignation of 
Guardian 
Petition for 
Guardian 
Receipt of Personal 
Representative, Approval of 
Accounting, Waiver of Notice 
and Consent to Discharge of 
Guardian 
Receipt of Ward, Approval of 
Accounting, Waiver of Notice 
and Consent to Discharge of 
Guardian 
Notice of Hearing on 
on Petition for Discharge 
Order of Final Discharge of 
Guardian 


Special Proceedings 
No. of Sets (10 copies per set) 


_G-4.010 Petition for Order Requiring 
Return and Demand for Service 
ot Copy of Annual Return 

Order Requiring Guardian to 
File Annual Return 

Petition for Order Designating 
Depository tor Assets, and 
Acceptance 
Order Desig g Dep 
Depository's Receipt for Assets 
Petition of Foreign Guardian to 
Manage Property of Non-Resident 
Ward 

Order Authorizing Foreign 
Guardian to Manage Property 
ot Non-Resident Ward 

Petition for Voluntary Guardian- 
ship 

Order Appointing Guardian 
upon Petition for Voluntary 
Guardianship 

Petition to Remove Guardian 
Order Removing Guardian 


—G-2.170 
—G-2.180 


—G-2.190 


—G-2.200 


and 
—G-3.020 
—G-3.030 Discharge of 


—G-3.040 


—G-3.050 


—G-3.060 


—G-4.020 


—G-4.030 


—G-4.040 
—G-4.050 
—G-4.060 


—G-4.070 


—G-4.080 


—G-4.090 


—G-4.100 
—G-4.110 
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The Copyright Revision Act ot 
1976,! effective January 1, 1978, 
made broad changes in most 
substantive areas of copyright law. 
The purpose of this article is to 
acquaint the general practitioner 
with these changes. 


Distinction Between Common 
Law and Statutory Copyright 
Abolished 


Under the Act of 1909, the 
statutory copyright became 
effective at the time the work was 
published with the requisite 
statutory notice affixed to the 
work.” Accordingly, there came to 
be recognized a form of protection 
known as the “common law 
copyright” for works which have 
been created but have not been 
published, irrespective of whether 
the formal statutory notice had 
been affixed to the work.’ This 
concept of common law copyright 
was a specific right to privacy, 
recognizing the right of an 
individual author to maintain in an 
unpublished condition those works 
which the author had created. 

As will be discussed in greater 
detail below, under the Revision 
Statute of 1976 the statutory 
copyright comes into existence at 
the time the work is created, 


irrespective of the time of 
publication. The effect of this 
change is to abolish the distinction 
previously made between common 
law copyrights and __ statutory 
copyrights. Section 301 of the 
revised statute provides for this 
exclusivity, but specifically 
preserves common law rights 
accruing prior to January 1, 1978, 
and further preserves those 
intangible rights otherwise 
incapable of statutory copyright 
protection. Thus, recent decisions 
by the Supreme Court in the 
Zacchini case* and the Southern 
District of New York in the “Elvis 
Presley” case® will continue to be 
significant although the revision 
statute is now in effect. 


Creation of Copyright and 
Requisite Notice 


Under the 1909 statute, the 
statutory copyright comes into 
existence at the time of publication, 
but only if the statutory notice was 
fixed to the work in the form and 
manner prescribed by the statute.’ 
While the 1909 statute made a broad 
provision for excusing omission of 
the notice caused by accident or 
mistake,* decisions treating the 
failure to comply with the letter of 
the statute dealt rather strictly with 


Copuright Revision 


the copyright claimant where the 
notice was improperly placed,’ 
defective’ or affixed to the work 
after a first publication.'! In those 
cases where the statutory notice 
was not complied with, the works 
were held to fall in the public 
domain to be freely copied by 
anyone. The stringent requirements 
under the 1909 statute frequently 
served a hardship on “budding” 
authors and artists who were 
unfamiliar with the intricacies of 
that statute. 


Accordingly, the revision statute - 


specifically provides that the 
omission of the copyright notice 
does not invalidate the copyright if: 
(1) the notice has been omitted 
from only a small number of 
distributed copies; or (2) the formal 
registration is filed with the 
Copyright Office within five years 
after the date of publication 
without notice and a reasonable 
effort is made to add the notice to 
the previously distributed copies 
without notice; or (3) the notice has 
been omitted in violation of an 
express written requirement by the 
copyright owner (for example, an 
authorization to publish).!2 Any 
innocent infringer of a copyrighted 
work not having the appropriate 
notice affixed thereto is not subject 
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to liability for actual or statutory 
damages for any infringing acts 
committed before receiving actual 
notice of the registration of the 
copyrighted work. The revision 
statute does not speak to the effect 
of omission for works created prior 
to January 1, 1978, but for which a 
cause of action accrued after the 
effective date of the statute. 

Likewise, errors in the name of 
the copyright proprietor do not 
affect the validity and ownership of 
the copyright. An error in the date 
used in the copyright notice does 
not affect the validity of the 
copyright if the date is earlier than 
the actual year in which the work 
was published. Affixation of a year 
later than the date of publication is 
treated as an omission of the 
copyright notice, and is governed 
by the three alternative subsequent 
conditions related above.’ It was 
the intent of the revisers of the 
statute that these amendments 
relieve the public from the effect of 
the strict statutory formalities 
contained in the 1909 statute. 

The formal statutory notice 
required on copyrighted works has 
been maintained substantially 
unchanged in the revision statute. 
That is, the notice appearing on the 
copyrighted work must consist of 
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Act of 1976 


By Herbert L. Allen 


the following three elements: 


l. The “encircled C” (©), or the 
word “Copyright,” or the 
abbreviation “Copr.”; and 

2. The year of the first 
publication of the work; and 

3. The name of the owner of the 
copyright.!4 


The revision statute provides 
that, as to the name of the owner, a 
recognized abbreviation or 
alternative designation is sufficient 
for purposes of adequate notice. 
While the 1909 statute specified the 
location of the notice for certain 
types of works,'> the revised statute 
generally provides that the notice 
shall be affixed to the copyrighted 
work in such a manner and at a 
location as is sufficient to give 
reasonable notice of the claim of 
copyright. The revised statute 
further invests the Register of 
Copyright with the responsibility 
for prescribing regulations for 
specific methods of affixation and 
positions of the notice sufficient to 
satisfy this requirement. 


The 1909 statute did not 
recognize an exclusive right to 
copyrighted musical recordings, 
but provided for the compulsory 
licensing of such works.!§ 
Ostensibly, the license was granted 


for the same work as performed by 
another artist; however, the 
compulsory licensing provision was 
somewhat less than specific in this 
regard. Accordingly, so-called 
“tape pirates” took advantage of the 
compulsory license to copy the 
original works of the proprietor.!” 

In 1971, Congress passed 
legislation closing this “loophole” 
by providing that the copyright 
proprietor could exclude copying 
of the genuine goods if a 
phonorecording notice was affixed. 
This notice consists of the 
“encircled P” (@®), the year of 
publication and the name of the 
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patents, trademarks, 
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B.E.E. and J.D. 
degrees from the University of Florida and 
an LL.M. in trade regulation from New York 
University. He is registered to practice 
before the United States Patent and 
Trademark Office. 


523 


| 
| 
| 
| | 
| 


Copvuright Revision 
Act of 1976 


proprietor.!* 

Because the Revision Statute of 
1976 maintains the compulsory 
license for recorded musical works, 
the phonorecord copying provision 
is likewise maintained. Thus, it is 
still essential that a manufacturer of 
musical recordings in any form 
should affix both % 2 “encircled C” 
and “encircled P” notices, coupled 
with the year of publication, and 
the name of the copyright 
proprietor. 


Duration of Copyright 


Under the 1909 statute, the 
copyright subsisted for an original 
period of 28 years, and was 
renewable for an additional 28 
years provided that registration was 
secured during the first 28 years and 
the renewal application was filed 
within the one-year term prior to 
the expiration of the first 28-year 
period.'® As to duration, no 
distinction was made under the 
earlier statute between copyrights 
owned by the original author and 
so-called “works made for hire.” 

The revision statute contains 
complex provisions that draw a 
distinction between _ individuai 
works, joint works, anonymous and 
pseudonymous works, and works 
made for hire.2° Superimposed on 
these distinctions is the problem 
relating to the status of works 
published prior to the effective date 
of the revision statute, as well as 
works created but unpublished at 
the effective date of the revision 
statute. In order to clearly 
understand all of these distinctions, 
each is considered next. 


e Individual Works. Copyright in a 
work created on or after January 1, 
1978, subsists from its creation and 
thereafter for the life of the author 
plus 50 years. 


« Joint Works. Where the 
copyrighted work was the effort of 
two or more authors who did not 
work for hire, the copyright 
endures for a term beginning at the 
creation of the work and subsisting 
for the life of the last surviving 
author plus 50 years. Left 
unanswered by the terms of the 
statute is the question of the 
duration in a situation where one of 
the joint authors performed the 
work for hire. 
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« Anonymous and Pseudo- 
nymous Works, and Works for 
Hire. Copyrights for these types of 
work subsist for the term of 75 years 
from the date of first publication or 
for 100 years after creation, 
whichever expires first. If the 
identity of one or more of the 
authors of an anonymous or 
pseudonymous work subse- 
quently revealed in an application 
for registration, then the work 
reverts to the status of an individual 
or joint work, and the duration of 
the copyright is as set forth above. 


« Copyrighted Works Published 
Before January 1, 1978. As noted 
above, the 1909 statute provided 
that a copyright existed for 28 years 
after publication and was 
renewable for an additional 28 
years, provided the original and 
renewal registrations were filed 
within the first 28-year period. 


The revision statute provides that 
works published and in the original 
term on January 1, 1978, shall 
endure for the original 28-year 
period specified in the 1909 statute, 
and further provides that the 
copyright is renewable for an 
additional term of 47 years from the 
renewal year. This has the effect of 
adding an additional 19 years of 
copyright protection for any work 
published between the years 1950 
and 1977. 


For those works in the renewal 
term or for which a_ renewal 
registration has been secured prior 
to January 1, 1978, the copyright is 
extended for a period of 75 years 
from the original date of 
publication. This likewise has an 
effect of extending the total period 
of copyright protection for an 
additional 19 years. 


e Works Created, But Not 
Published Before January 1, 
1978. The duration of works 
created but not published prior to 
the effective date of the revision 
statute subsist for a_ period 
dependent upon the original status 
of the work. That is, if an individual 
or joint work, the copyright exists 
for the life of the author, or 
surviving author, plus 50 years. The 
duration for anonymous works, 
pseudonymous works and works 
made for hire is for a period of 75 
years from the date of first 
publication or for 100 years after 
the date of creation, whichever 
expires first. 


The 1909 statute provided that 
the application for registration must 
be “promptly” deposited following 
the publication of the work with the 
notice atfixed.?! Decisions treating 
this portion of the 1909 statute held 
that the “prompt deposit” 
requirement was a_ condition 
precedent to the right to bring an 
infringement action, and not a 
condition subsequent which, if not 
satisfied, would render the 
copyright void.?2 However, the 
1909 statute further provided that, 
in the event the Register of 
Copyrights had actual notice of a 
claim to copyright for which a 
registration had not been filed, then 
the Register of Copyrights could 
demand the requisite deposit of 
copies of the work and_ the 
application—and in the event the 
copyright proprietor failed to 
comply within three months, the 
copyright became void and the 
proprietor subject to fine.% 
Further, it was clear under the 1909 
statute that the failure to file an 
application for renewal registration 
during the original 28-year period 
would result in a termination of the 
copyright at the end of the first 28- 
year period.*4 

The revision statute specifically 
provides that the filing of an 
application for registration as a 
published or unpublished work is 
permissive; provided, however, 
that registration is a prerequisite to 
bringing an action for infringe- 
ment. Thus, the revision statute 
appears to relieve the tension 
between the decisions treating the 
prompt deposit requirement and 
the enforcement of §14 of the 1909 
Act by the Copyright Office, to the 
extent of the inconsistency of its 
effect on the validity of the 
copyright. 

But the revision statute does 
contain a separate “deposit” 
provision, wherein two copies of 
the work must be deposited with 
the Copyright Office within three 
months following publication.” 
This provision in the revision statute 
specifically states that the deposit 
requirement is not a condition of 
copyright protection. However, 
further provision is made for the 
Register of Copyrights to make a 
written demand upon the copyright 
claimant for compliance with the 
deposit requirement, and failure to 
comply subjects the claimant to 
liability for (1) a fine of $250, and 
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(2) the retail price of the required 
copies. Repeated refusal to comply 
may also subject the claimant to an 
additional fine of $2,500. The 
purpose of this provision is, of 
course, to ensure acquisition of 
newly published works for the 
Library of Congress. Therefore, it is 
believed that the Copyright Office 
will selectively enforce this 
provision in cases where there is a 
need to provide material for the 
Library of Congress." 

If compliance with the deposit 
requirement is made without the 
filing of an application for 
registration and the requisite fee, 
then the subsequent filing of an 
application must be supported by 
additional deposit copies.” 


s COPy 
nit Ric. 


Limitations on Exclusivity under 
the Revision Statute 

The Copyright Act of 1909 
contained only one significant 
limitation on the otherwise 


exclusive rights of the copyright 
proprietor. This limitation was the 
compulsory license for musical 


compositions which have been 
rendered in a phonorecord form, as 
discussed above. 

Notwithstanding the absence of 
such limitations in the 1909 statute, 
several important limitations were 
created by decisional law. These 
limitations included the “doctrine 
of fair use;’?® the library 
photocopying exemption;*° the 
CATV exemption;*! and the 
limitation on performing rights for 
musical works contained on a 
phonorecord.*? 

The Revision Statute of 1976 
clarifies the limitations on 
exclusivity. Each of the specific 
limitations set forth in the revision 
statutes will be considered next. 

Fair Use. As mentioned 
above, the doctrine of fair use was 
developed by decisional law. This 
doctrine recognizes the right of the 
public to use a copyrighted work 
without infringement liability 
under certain limited  circum- 
stances. Generally, fair use is 
available as a defense to a charge of 
infringement if the use employs 
substantially less than all of the 
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work, and is not commercially 
competitive with the copyright 
proprietor or his licenses. Examples 
of fair use include parody and 
satire, critical review, quotations 
for educational and _ literary 
purposes and similar uses.*? The 
Williams and Wilkins decision 
rendered by the Court of Claims 
likewise recognized as a “fair use” 
the copying by a government- 
related health library of single 
copies of the entire copyrighted 
work.*4 This decision has been 
codified in the revision statute, as 
described below. 

Section 107 of the revision statute 
codifies the earlier decisions 
recognizing fair use. This section of 
the statute provides four 
considerations for determining 
whether fair use shall apply. These 
four considerations are essentially 
the same as had been previously 
utilized in the decisions recognizing 
fair use, and include: 

(1) the purpose and character 
of the use (is it commercial?); 

(2) nature of the copied work; 

(3) amount of portion used in 
relation to copyrighted work; and 

(4) effect of use on value of or 
market for copyrighted work. 

Library Exemption. As noted 
above, the Williams and Wilkins 
decision of the Court of Claims has 
now been codified in §108 of the 
revision statute. This section 
provides that single photocopies of 
a copyrighted work distributed by 
a library to a researcher or to a 
corresponding library shall not 
create infringement liability, and 
further provides that a library or its 
employees shall not be liable for 
infringement activities of a third 
party utilizing a photocopying 
machine on the premises of the 
library where the photocopying 


equipment displays a notice that the 
making of copies may subject the 
copier to infringement liability 
under the copyright law. This §108 
likewise includes other specific 
provisions that relate to library 
photocopying. 

Limitations on Performing 
Rights. Section 110 of the revision 
statute exempts nine specific types 
of performances of copyrighted 
works. These include: perform- 
ances or displays by teachers and 
others in instructional activities; 
performances in the course of a 
service of a religious assembly; 
communication of a transmission 
embodying a performance on a 
receiving apparatus (radio or TV 
set) used in a private home; 
performances by a governmental 
body or a nonprofit agricultural or 
horticultural organization in the 
course of an annual fair or 
exhibition; performance of a 
musical work where there is no 
admission charge and the 
performance is to promote the 
retail sale of copies (as a record 
shop); performances of a 
nondramatic literary work during a 
transmission specifically designed 
for the blind or other handicapped 
persons where made through the 
facilities of a governmental or 
public broadcast system; and the 
single performance of a dramatic 
literary work published 10 years 
prior to the date of actual 
performance, where the trans- 
mission of the performance is 
designed for the blind or 
handicapped. Generally, all of 
these limitations further require 
that the transmission or 
performance be of a_non- 
commercial nature. 

e Common Antenna and CATV 
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Systems. In its Buck v. Jewell- 
Lasalle decision,*® the Supreme 
Court interpreted the performing 
rights of a musical work under the 
1909 statute to include the right to 
prevent the secondary transmission 
to individual rooms of a radio signal 
received on the common antenna of 
a hotel. The rationale for this 
interpretation rested on the concept 
that an indirect charge was being 
made by the hotel proprietor for the 
service being rendered in 
connection with the secondary 
transmission. However, the value of 
this decision has been questioned 
through the years, since in the Buck 
case, the radio station broadcasting 
the transmission was likewise not 
licensed under the performing 
rights of the copyright proprietor. 
Subsequently, in its Aiken 
decision®” the Supreme Court 
expressly found that, where the 
original broadcaster has a 
performing rights license, then 
subsequent secondary trans- 
missions of the musical work are 
likewise covered by that license. 
Section 111 of the revision statute 
now specifically provides for the 
exemption from infringement 
liability of a secondary transmission 
by the management of a _ hotel, 
apartment house or _ similar 
establishment where there is no 
direct charge to see or hear the 
secondary transmission. 


In the Fortnightly line’ of 
decisions, the Supreme Court also 
ruled on the infringement liability 
of CATV systems.** The Court 
itself noted that its decisions did not 
constitute workable solutions in 
every case, and made a plea to 
Congress to solve this difficult area 
through legislation. 


In the revision statute, Congress 
has met the challenge. Section 111 
of the revision statute includes 
complex provisions which 
specifically define the areas of 
infringement liability for 
community antenna television 
operators, making the distinction 
earlier made by the Supreme Court 
between “local signals” and “distant 
signals” as well as the distinction 
between simultaneous and 
nonsimultaneous transmissions. 
The intricacies of this portion of the 
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statute are too detailed to consider 
here, but should be consulted 
carefully when appropriate. 

Ephemeral Recordings. 
Section 112 of the revision statute 
contains a provision not dealt with 
in the 1909 statute, but which is the 
subject of provisions in several 
foreign statutes and in the 1948 
Brussels revision of the Berne 
Copyright Convention. Speci- 
fically, this section of the statute 
provides that if a broadcaster who 
otherwise has the privilege or 
exemption of performing or 
displaying a copyrighted work, 
then the broadcaster has the 
additional privilege of recording 
the performance to facilitate its 
subsequent transmission. Again, 
this section includes specific rules 
governing this exemption, 
dependent upon the type of 
copyrighted work involved. 


Gramophone. Meyers Lexikon 


Copyrights for Useful 
Articles. In its Mazer v. Stein 
decision,*® the Supreme Court ruled 
that the aesthetic features of a lamp 
base coupled with the otherwise 
functional features of the lamp 
itself, are capable of copyright 
protection. However, the 
Copyright Office has treated the 
Mazer v. Stein decision narrowly, 
refusing registration for some 
functional works such as 
automobile bodies. 

Section 113 of the revision statute 
does not change the law in this 
regard, but specifically provides 
that the revision statute does not 
give any greater or lesser rights with 
respect to the making, distribution 
or display of a useful article. Thus, 
the rationale of the Mazer v. Stein 
decision remains undisturbed. 

Sound Recordings. As noted 
above, the 1909 statute recognized a 
limitation on the exclusive right of 
the copyright proprietor of works 


which had been rendered on a 
phonorecord. This limitation is 
continued in the revision statute, 
with several important changes. An 
examination of the revisions to the 
copyright laws relating to musical 
works, as well as the _ public 
performances of such works is 
addressed elsewhere in this issue. 
However it is important to note that 
the fee structure under the 
compulsory license has been 
modified to require the payment of 
higher royalties, and the 
distribution of royalties is governed 
by a new administrative court 
established under the _ revision 
statute. This court, known as the 
“Copyright Royalty Tribunal,” has 
authority to settle claims relating to 
infringement liability for sound 
recordings and public perfor- 
mances of musical works. 

Public Broadcasting. Sec- 
tion 118 of the revision statute 
contains a licensing format by 
which copyright proprietors and 
public broadcasting stations may 
enter into a licensing arrangement, 
the terms of which will be subject to 
a schedule of rates to be published 
by the Copyright Royalty Tribunal. 
The mechanics of the licensing 
arrangement are yet to be 
promulgated, and the tribunal itself 
is presently being staffed by the 
President, with the advice and 
consent of the , Senate. The 
effectiveness of this type of 
discretionary licensing scheme 
remains an open question. 

e Other Changes. The Copy- 
right Revision Statute of 1976 
contains several other significant 
modifications, including a change 
in the manufacturing provisions to 
phase out the requirement to print 
certain copyrighted works in the 
United States.*° Further, there are 
certain changes in the remedies for 
infringement.*! 

The creation of the Copyright 
Royalty Tribunal as well as the 
specific codification of certain 
limitations of the exclusive rights of 
the copyright are examples of the 
tremendous change represented by 
this revision statute. It would, 
therefore, be extremely important 
to those working in the copyright 
field to carefully monitor all 
communications from the Register 
of Copyrights in the coming 
months. as well as to analyze the 
decisions and advisory opinions 
issued by the Copyright Royalty 
Tribunal. 
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Intellectual Property Protection By Carroll Palmer 


Many more items are copyrightable 
under the new Copyright law. The 
basic definition is: “Original works of 
authorship fixed in any tangible 
medium of expression, now known or 
later developed, from which they can 
be perceived, reproduced, or otherwise 
communicated, either directly or with 
the aid of a machine or device.” The 
two key parts are “original works of 
authorship,” which is intentionally not 
defined, and “fixed,” which is defined. 
“A work is ‘fixed’ in a tangible medium 
of expression when its embodiment ina 
copy or phonorecord, by or under 
authority of the author, is sufficiently 
permanent or stable to permit it to be 
perceived, reproduced or otherwise 
communicated for a period of more 
than transitory duration.” Hence, data 
momentarily stored in the memory core 
of a computer is not “fixed.” However, 
there is a further definition: “A work 
consisting of sounds, images, or both, 
that are being transmitted, is ‘fixed’ ...if 
a fixation of the work is being made 
simultaneously with its transmission.” 
Thus, a live TV show that is taped as it is 
broadcast is “fixed,” but if it is not 
taped, it is not “fixed.” In brief, the new 
copyright law greatly expands the 
works of authorship and the medium in 
which they appear as compared with 
the old law. 


Limitations on Exclusive Rights 


Another area where a_ general 
attorney may be questioned about 
copyrights concerns copying without 
infringement. The new law makes 
specific provisions for “Fair Use.” The 
fair use of a copyrighted work, 
including use by reproduction in copies 
or phonorecords or by any other means 
for purposes such as criticism, 
comment, news reporting, teaching, 
scholarship or research, is not an 
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infringement of copyright. 


In evaluating fair use, factors to be 
considered include: purpose and 
character of use, nature of the work, 
amount and substance of portion used 
relative to the whole and effect of use 
upon the market for or value of the 
copyrighted work. Single or multiple 
copying by teachers is permitted under 
certain guidelines at the instance and 
inspiration of an individual teacher and 
not as a substitute for purchase of 
books, reprints or periodicals. 
Reproduction by libraries and archives 
is allowed if not made for direct or 
indirect commercial advantage and 
under certain other conditions. Sale or 
other disposal of copies of works 
lawfully produced can be made 
without infringement. 


Further, there are limitations on the 
copyright protection as to cable 
transmissions and other secondary 
transmissions of the performance or 
display of a copyrighted work, for coin- 
operated phonorecord players and 
operation of computers and _ similar 
information systems. 


Preemption Provisions 


The new law specifically preempts 
as of January 1, 1978, all state laws 
equivalent to copyright and substitutes 
a single federal system in all 
copyrighted works from their creation. 
However, works not covered by the act 
are not preempted. For example, a tape 
recording made in a night club without 
the author’s permission is not covered 
by the new law, but would be protected 
under state laws where they exist. 
Causes of action arising before January 
1, 1978 are not preempted. Activities 
violating legal or equitable rights that 
are not equivalent to any of the 
exclusive rights within the general 
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scope of copyright are not preempted. 
As the general lawyer will appreciate, 
this preemption provision can generate 
serious issues in borderline situations in 
the years to come. 


Copyright Royalty Tribunal 


The Copyright Royalty Tribunal is 
entirely new. It is an independent 
administrative agency in the legislative 
branch composed of five commis- 
sioners appointed by the President with 
the advice and consent of the Senate for 
a term of seven years. The Tribunal will 
adopt its own procedures and methods 
of operation. The Library of Congress 
will provide necessary administrative 
services to be paid for from the funds of 
the Tribunal. The Tribunal will review 
and adjust statutory license fees in four 
areas: (a) cable television, (b) sound 
recordings, (c) jukeboxes and (d) 
public broadcasting. It will be subject 
to the Federal Administrative 
Procedure Act. Final decisions of the 
Tribunal may be reviewed on a full 
record by the United States Court of 
Appeals. 

The Tribunal portion, like other 
innovative features of the new 
copyright law will surely experience a 
period of testing. Oo 


Carroll F. Palmer 
received a B.S. 
degree in chemistry 
from U. of Mary- 
land, M.S. from U. 
of Pennsylvania and 
J.D. from George 
Washington Univ. 
He recently came to 
Florida from Wash- 
ington, D.C., and 
now practices law at 
Vero Beach. 

These comments are exerpts froma longer 
article written by Carroll F. Palmer. 


527 


In your law practice, do you 
photocopy, reference, or take 
excerpts from copyrighted 
materials such as legal periodicals, 
BNA or CCH reporters and 
advance sheets, West case law 
reporters with headnotes, legal 
newsletters and the like? Do you 
have a law library and a photocopy 
machine? Do you regularly route 
copies or extracts of copyrighted 
materials to office personnel, other 
lawyers, judges or clients? Does 
your library lend photocopies of 
originals from its collection or 
request photocopies from the 
collections of other libraries? Most 
lawyers and law firms in Florida 
would answer “yes” to some or all 
of these questions. If you are in that 
category and have not taken 
measures to protect against 
copyright infringement, I suggest 
that you read on. 

Under current copyright law, 
such activities may infringe the 
rights of copyright owners, and you 
or your law firm may be liable for 
retribution or compensation. The 
new Copyright Act! clarifies and 
strengthens rights of copyright 
owners, and you should know 
whether the Act applies to various 
activities that take place in your law 
practice so you can identify and 
alleviate risks inherent in copyright 
infringement. 


Why Comply? 

In analyzing the cost of 
compliance with the new Act, some 
lawyers will be guided by practical 
considerations. What is the risk that 
West Publishing Company, BNA or 
other legal publishers would sue an 
attorney for photocopying? 
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Practically speaking, it would be 
impossible to police some 
violations, and in many cases 
publishers and authors benefit from 
circulation of their works or are 
reluctant to bite the hand that feeds 
them. However, publishers and 
authors foughi long and hard to 
achieve an enhanced status under 
the Copyright Act, and there are 
handsome rewards for those who 
are willing to fight for their rights. 
Also, copyright royalty payments 
from users may be lost if the rights 
are not enforced by copyright 
owners. The availability of legal 
services through contingent fees 
would facilitate action by copyright 
holders desiring to enforce the law. 


Since compliance with the 
Copyright Act is relatively 
inexpensive, from a_ practical 


standpoint the effort to comply 
may be well worth the decrease in 
risk for some firms. Lawyers should 
at least take measures to comply in 
cases where infringement is clear 
and efforts to alleviate the risk of 
infringement are relatively simple 
and inexpensive. For example, 
placing warnings on unsupervised 
photocopy machines will give rise 
to immediate, inexpensive 
protection for some law libraries.? 


While practical considerations 
guide some lawyers, others are 
concerned with ethical ramifi- 
cations of violating federal laws and 
infringing the constitutional rights 
of authors. Most lawyers would 
agree that plagiarism is a serious 
matter that should be remedied if 
intentionally done and harmful to 
the original author. Should not the 
same principles apply to 
photocopying major portions of a 


work without the author's 
permission? From an ethical 
standpoint, lawyers are obligated to 
make themselves aware of the 
scope of the Copyright Act and 
what constitutes a copyright 
infringement under current law— 
and to comply with the law.’ 

This article is not intended to be 
an exhaustive exposition of the new 
Copyright Act or what is legal or 
illegal under the Act. Instead, it 
outlines the effect of the Copyright 
Act on lawyers and their law 
practice from an administrative 
standpoint, comments upon the 
impact of the Act on the operation 
of private law libraries, and 
provides guidance and suggestions 
as to how to determine when the use 
of copyrighted materials is an 
infringement and when it is “fair 
use.” Further, the article sets out a 
program of action for law firms so 
they can take measures to conform 
their activities to the Copyright Act 
and gain access to information that 
will assist them in placing the Act 
into legal and practical perspective. 


Background 


In order to be able to comply 
with current copyright law, it is 
essential to understand the 
background surrounding the 
Copyright Act. The new Act was 
the first major revision of copyright 
law in the United States in nearly 70 
years and the product of two 
decades of controversy and 
ultimate compromise between 
competing factions. Publishers and 
copyright owners were pitted 
against educators, librarians, and 
others interested in the public’s 
need for informational access. We 
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live in an era of quick and efficient 
reproduction of the printed and 
spoken word. It became essential 
for legislators to update copyright 
law in light of current technology 
and provide constitutionally 
mandated protection for copyright 
owners.’ However, the new Act has 
much broader implications than the 
mere recognition of the impact of 
recent technological innovations in 
reproduction on copyright law. It 
describes, to an extent never done 
in previous legislation, the rights of 
copyright owners and limitations 
on those rights. Under the new Act 
the rights of authors and publishers 
have been strengthened in many 
respects. 


The new Copyright Act, as the 
product of controversy and 
compromise and the subject of 
continuing conflict, is not a stable 
exposition of copyright law. 
Though the Act purportedly 
codifies some common law 
concerning copyrights, the issues 
concerning interpretation of the 
statute and relevant common law 
are complex; regulations and 
procedures, especially in the area of 
photocopying of written works, 
have not yet been written; and 
developments in the next few years 
will undoubtedly prove to be as 
significant as the Act itself. The new 
Copyright Act is still the subject of 
heated debate between publishers 
and authors on the one hand and 
researchers, scholars, and librarians 
on the other. The Commission on 
New Technological Uses of 
Copyrighted Works (CONTU) has 
served as a mediator between these 
competing factions and provided 
valuable data and_ information 
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concerning photocopying under 
the new Act. The Register of 
Copyrights is to study, and report to 
Congress in 1983 regarding the 
extent to which library photo- 
copying provisions have achieved 
statutory goals of balancing the 
rights of creators with the needs of 
users.® Thus, copyright law is in a 
state of flux despite the passage of a 
comprehensive federal _ statute. 
Few experts are willing to predict 
the development of the law in this 
area. Yet the new Act is currently 
operational, noncompliance is a 
violation of federal law, and 
lawyers are obligated to lead the 
way in striving to understand and 
comply with the law. 


Rights Affected by the New Act 


The copyright owner has a 
“bundle” of rights, including the 
right to control reproduction, 
derivative works, distribution of 
the work, and public performance 
and display of the work.’ This 
monopoly power over the creation, 
which can be sold or licensed in 
whole or in part, is subject to certain 
limitations. First, an author or 
copyright owner cannot copyright 
ideas or concepts because of the 
strong public interest in the free 
flow of information and ideas. The 
judicial doctrine of “fair use,” 
which balances the copyright 
owner's right to the full market 
value of the work against the free 
flow of information in the 
marketplace, has been codified in 
§107 of the new Act.’ In addition to 
the fair use doctrine, certain 
statutory exceptions to the rights of 
copyright holders have been 
established under the new Act, 


including provisions for certain 
libraries to accomplish photo- 
copying functions.° 


Fair Use Doctrine 


Fair use continues to be a flexible 
doctrine under the new Act. Four 
factors are considered in 
determining whether the 
unauthorized use of a copyrighted 
work is fair, including: whether the 
use is commercial or nonprofit; the 
nature of the work; the amount and 
substantiality of the portion used as 
related to the work as a whole; and 
the effect of the use on the potential 
market value of the copyrighted 
work.'® The draftsmen intended to 
leave the common law fair use 
doctrine intact according to the 
legislative history of the Copyright 
Act.!! 

The fair use doctrine’s 
application to copying by law firms 
is unclear, mainly because the 
effect of the new Act on common 
law fair use has not yet been 
determined. Specific grants of, or 
limits on, rights of copyright 
owners in the new Act presumably 
preempt some prior legal 
developments in case law. Areas 
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not specifically covered in the new 
Act would seem to be open for 
further judicial development. 
Photocopying of materials for legal 
or medical research or use in law or 
medical practice is not specifically 
covered in the fair use portion of the 
new Act, except to the extent that 
the four factors are applicable. 
However, there are certain 
characteristics of the legal context 
that are germane to fair use analysis. 
The public interest in knowledge of 
the current state of the law is highly 
regarded. It is similar to the free 
flow of medical ideas for the public 
good and welfare, which has been 
given deference in past fair use 
analysis.!? Furthermore, as experts 
in legal development and analysis, 
lawyers should be able to pass on 
information they receive and 
identify significant legal 
developments for clients or the 
public in general. On the other 
hand, lawyers benefit com- 
mercially from the service they 
provide clients, and copying a 
commentary on a new case could 
reduce the time and expense a 
lawyer might expend on analysis or 
recording of analysis for the client. 


As always, there should be a 
balancing of the rights of the 
copyright owner with the need to 
pass on information. Where a 
copyrighted article is a mere 
synopsis or reproduction of a case, 
it is arguable that the information is 
in the public domain and should not 
be subject to strict copyright 
protection. There is a strong public 
policy favoring wide and rapid 
dissemination of case decisions. On 
the other hand, the author might 
argue that a legal newsletter 
analyzing a case would provide the 
lawyer with sufficient information 
to locate the source and develop the 
lawyer’s own analysis for the client. 


In any event, since ideas are not 
subject to copyright, the lawyer 
should be able to extract ideas or 
concepts from copyrighted works 
and pass them on to clients or other 
lawyers without infringement, so 
long as the lawyer acknowledges 
the source if acknowledgement is 
appropriate. 

In general, lawyers are at least 
mildly surprised to learn that 
official case law reporters are 
copyrighted. Legal publishers have 
a strong proprietary interest in the 
protection of work product such as 
a legal index system, as evidenced 
by West Publishing Company’s 
efforts in other contexts to protect 
its interest in its key number system. 
However, the actual wording of 
cases as written by judges 
performing a governmental 
function is arguably not subject to 
copyright. One line of argument is 
that the wording of the case is in the 
public domain and not capable of 
copyright, and photocopying of the 
text of cases without key numbers 
or other author or _ publisher 
creations is fair use. Furthermore, 
since ideas or concepts are not 
capable of copyright and _ the 
expression in case law is not original 


with the copyright owner, taking by 
the public without compensation is 


arguably faizy use because the 
proprietor himself can claim no 
property right in that which he did 
not create. This issue has apparently 
not been litigated to date and 
probably will not be litigated. 
However, if extensive copying of 
cases and headnotes is required, the 
user can contact the publisher and 
should be granted a license to copy 
so long as the purpose of the 
copying is not for commercial 
advantage or contrary to the 
pecuniary interests of the publisher. 
Governmental publications and 
documents generally are not 
copyrighted; access to and 
unrestricted copying use of 
governmental documents are 
privileges common to all. 
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The unlicensed systematic or 
routine photocopying of substantial 
parts or entire issues of copyrighted 
works, such as periodicals or law 
letters, as a means of regularly 
circulating the materials to lawyers 
within a law firm is unlawful. This is 
especially true of copyrighted law 
newsletters as illustrated by the 
following excerpt from the House 
Report commentary on §107: 


Whether the copying of portions of a 
newsletter is an act of infringement or a fair 
use will necessarily turn on the facts of the 
individual case. However, as a general 
principle, it seems clear that the scope of the 
fair use doctrine should be considerably 
narrower in the case of newsletters than in 
that of either mass-circulation periodicals or 
scientific journals. The commercial nature of 
the user is a significant factor in such cases: 
Copying by a profit-making user of even a 
small portion of a newsletter may have a 
significant impact on the commercial market 
for the work.'’ 


However, the well-informed law 
firm can take advantage of the 
breadth of “fair use” to accomplish 
the purpose of distributing 
information to lawyers. Copying 
and circulating less significant 
portions of the work, such as the 
table of contents may be fair use.'4 
The librarian or a lawyer might 
extract and circulate the key ideas 
and concepts of the work, 
referencing the source of 
information. Finally, the law firm 
can develop alternative methods of 
disseminating the contents of 
copyrighted materials, such as 
obtaining multiple-copy sub- 
scriptions at reduced cost, seeking 
license to copy from the publisher, 
or placing the original work on 
display in a reading carrel available 
to all. 

The new Act presents some real 
limitations on the ability of law 
firms to reproduce copyrighted 
materials for circulation in the firm 
or among clients and other lawyers. 
Of primary concern is protection of 
the market value of copyrighted 
work. Many law journals and legal 
publications benefit from increased 
exposure created when articles or 
portions of the publication are 
circulated, and license to duplicate 
is often freely given by certain 
publishers. However, it is not likely 
that the author of a limited 
circulation legal newsletter or the 
publisher of a mass circulated case 
and analysis update service such as 
BNA or CCH would give wholesale 
permission to reproduce. Instead, 
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those copyright owners would 
prefer selling duplicate issues to 
lawyers or receiving royalty 
payments for copying directly from 
law firms and libraries or through a 
clearing house for such payment. 
All of these factors are relevant in 
analyzing the approach a law firm 
or law library should take 
concerning duplication. 

Fortunately, the legislature 
recognized a need for lawyers and 
researchers to be able to obtain a 
single copy of portions of original 
works in a library collection for 
purposes of individual research. 
Not all studying and research can 
be done in libraries, and students, 
professors and lawyers have 
become accustomed to being able 
to locate relevant materials or cases 
in the library and take them home 
or to the office for further analysis 
in the form of a photocopy. This 
procedure, which on its face is now 
not an infringement, makes the 
original source available to other 
users sooner and makes the library 
more available in general by 
decreasing traffic and adminis- 
trative burdens in the form of 
library loans. Legislators wisely 
established further exceptions for 
photocopying by libraries to assist 
in the free flow of information. 


Library Photocopying 


Section 108 of the new Act 
concerns photocopying by libraries 
and establishes specific exceptions 
to the rights of copyright owners 
cumulative to the fair use 
exception. Section 108(a) sets out 
requirements for determining 
which libraries may claim the right 
to exercise privileges concerning 
the reproduction of copyrighted 
material found in the remainder of 
§108. Libraries that are open to the 
public or to persons doing research 
in a specialized field (other than 
researchers affiliated with the 
library or the firm of which it is a 
part) may reproduce and distribute 
copies of portions of their works 
without infringing copyrights so 
long as the reproduction or 
distribution is made without 
““commercial advantage.’”!5 
“Commercial advantage” reters to 
the immediate commercial 
motivation in making the copy itself 
and not the ultimate profit-making 
goals of the law firm in which the 
library is located,'® and law libraries 
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in for-profit firms or corporations 
may reproduce a single copy and 
distribute it to an employee or 
partner for use in their work or for 
research, or for other purposes. 
Thus, law libraries open to the 
public or to lawyers and legal 
researchers other than those 
affiliated with the firm would 
presumably be able to make copies 
subject to the limitations of § 108(a) 
noted above and _ additional 
requirements that only a single 
copy may be reproduced, and the 
copy must include a notice of 
copyright.'7 However, the 
requirements of §108(a) are merely 
threshold qualifying requirements 
for libraries, and there are 
additional limitations. For example, 
the privileges of §108 would not 
extend to multiple copies, copies 
for clients for which a fee is 
charged, or systematic copying, 
including copying done for 


distribution among the firm’s 
lawyers.!8 
Basically, qualifying libraries 


under certain conditions can make 
single copies for library purposes, 
such replacement of _ lost, 
damaged, deteriorated or stolen 


works not available at a reasonable 
price.'® Qualifying libraries can 
reproduce single copies for library 
users or other libraries subject to 
specified limitations, including the 
following: (1) a “warning of 
copyright” must be prominently 
displayed at the copy order desk;2° 
(2) the library must have no notice 
that the copy will be used for other 
than private study, scholarship, or 
research;?! and (3) the copy must 
become the property of the user. A 
copy of an entire work will fall 
under these provisions only if anew 
or used copy is not reasonably 
available.22, To protect the 
commercial interests of publishers 
and authors and to protect the 
market for subscriptions to 
periodicals, the new Act forbids 
systematic copying and limits the 
number of copies that can be 
distributed to a particular user from 
the same periodical or copyrighted 
work.?3 Law libraries that 
systematically copy subscriptions 
to legal newsletters, journals or 
other services to circulate them 
among the firm’s lawyers or clients 
would not benefit the 
protection of §108. In effect, such 
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copying removes a need for 
additional subscriptions. However, 
some copying not protected under 
§108 may be fair use of the 
copyrighted material, or users and 
libraries may obtain permission or 
license to duplicate. 

In addition to prohibiting 
systematic copying, §108(g) limits 
the numbers of requests for a 
particular journal or book that may 
be made by a single user, thereby 
creating record-keeping require- 
ments for libraries. Guidelines have 
been established in this area that are 
acceptable to library, author and 
publisher organizations.24 A user 
may not request more than five 
photocopies per calendar year of an 
article or articles published in the 
same periodical (not the same issue 
of a periodical) published within 
five years prior to the date of the 
request. Thus, if during 1978 a 
library requests five different 
articles from five different issues of 
the Duke Law Journal printed in 
various years between 1974 and 
1978, and another article from that 
time period is requested in 1978, 
under the “rule of five” the library 
must subscribe to Duke Law 
Journal, purchase the issue, 
purchase or obtain a license to 
photocopy, or give up requests for 
interlibrary loans. Requests for 
articles from copyrighted materials 
published more than five years 
prior to the request are presumably 
similarly restricted to five copies 
per calendar year. The guidelines 
require that requesting libraries 
keep records of requests made and 
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filled until the end of the third 
complete calendar year after the 
end of the calendar year in which 
the requests are made, and all 
requests must include a 
representation that the guidelines 
have been followed. 

The staff of qualified libraries 
may be relieved of liability for 
copyright infringement resulting 
from the use of unsupervised 
photocopying equipment through 
the placement of a notice of 
copyright prominently on_ the 
equipment.?° The immunity would 
not extend, however, to employees 
or partners of the law firm that use 
the equipment for copyright 
infringement.2”7. Thus, if a law 
partner directs the librarian to make 
illegal copies on equipment 
displaying the sign, the librarian’s 
immunity does not protect the 
partner or the law firm. 


Copyright Clearance 


Law firms and libraries that wish 
to make copies in excess of lawful 
limits may request permission of 
the copyright owner with or 
without paying a fee or obtain 
permission and pay a fee through a 
centralized copy service. Publishers 
willing to have their materials 
widely circulated for educational 
purposes may grant blanket 
permission to duplicate in advance. 
In other cases, the user may have to 
request permission of the copyright 
owner to make a certain number of 
copies for specified purposes. 
Centralized copy services may be 
an effective alternative when 
photocopying beyond lawful limits 
is frequent, but law firms should 
ensure that they are fully exercising 
the rights granted by §§107 and 108 
before becoming involved with a 
fee-paying copyright clearance 
arrangement. In many cases less 
expensive alternatives are available 
or the photocopying is lawful or fair 
use, and permission of the 
copyright owner or use of a 
clearance center is not required. 


Compliance with the New Act 


In determining whether the 
activities of a particular law firm 
are copyright infringements, the 
protection of §§107 and 108 should 
be considered. If for some reason 
reproduction and distribution are 
not covered by the library 
exceptions set out in §108, it should 


be determined whether §107 fair 
use is present on the facts at hand. 
Sections 107 and 108 provide a 
considerable amount of leeway for 
copying and using copyrighted 
legal works. 

Compliance with the new Act is 
not difficult or excessively 
expensive, except that law firms 
must take the time to learn about 
the copyright law, develop a 
program of action, and keep up 
with the law as it evolves. Effected 
law firms should implement a 
program of action, including an 
examination of photocopying 
practices within the law firm and 
the current state of the law, which, 
if followed, would be a major step 
towards good faith compliance 
with the law. Until more definitive 
guidelines are available from bar 
associations or experts in copyright 
law, law firms should seek legal 
counsel concerning copyright law 
or attempt to comply with the new 
Act by developing their own 
expertise and program of action. 


Intraoffice Program of Action 


The new Copyright Act will 
affect each lawyer, law firm, or 
corporation differently because of 
the variety of photocopying needs 
and activities among various law 
firms and because of differing 
levels of commitment to 
compliance from a_ policy 
standpoint. A suggested systematic 
approach to achieve compliance is 
as follows: 

el. Develop copyright 
policy—Define the level of 
commitment for the firm in the 
copyright area. For example, a law 
firm may enunciate a policy to be 
aware of the scope of the Copyright 
Act, not to knowingly violate the 
Copyright Act, and to take all 
measures necessary not to infringe 
any copyright. 

@2. Give a lawyer or employee 
the responsibility of learning about 
the new Act and carrying out a 
program of action. Elsewhere in 
this article is a list of resources 
concerning the new Act and 
copyright law in general. 

e3. Examine firm procedures— 
Determine uses of copyrighted 
materials and photocopying taking 
place within the firm. 

e4. Conform procedures to be 
in compliance with the new Act— 
Determine the procedures that are 
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clear infringements, those that are 
arguably fair use or within 
privileged exceptions, and those 
that are clearly fair use, privileged, 
or not infringements. For the clear 
infringements: change the 
procedure so as to be in 
compliance; obtain permission 
from the copyright holder; pay a 
collection service for copying use; 
or cease photocopying and use 
another procedure. For procedures 
that are only arguably fair use or 
arguably within an exception, take 
measures to protect against infringe- 
ment and reevaluate procedures to 
determine if less risky procedures are 
available. Be mindful of the 
potential costs of copyright 
litigation, and use _ alternative 
methods that are more clearly fair 
use or obtain permission of 
copyright owners if necessary or 
convenient. Make a good faith 
effort to comply with the law and 
seek legal guidance if necessary. 


ed. Inform office personnel 
concerning copyright —policy— 
Place a clear statement of copyright 
policy in the firm office manual or 
otherwise disseminate it to lawyer 
and nonlawyer personnel. Place 
warning placards on copy machines 
and where copies are ordered. 
Educate personnel as to the new 
law to the extent necessary for 
compliance by the firm, and 
enforce a policy of compliance with 
the copyright laws. 

26. Identify and provide 
record-keeping required by the 
new Act. 

e7. Make your library available 
to researchers from outside the 
firm. This is one of the threshold 
requirements to make $108 
photocopying privileges available 
to your library. 

e8. Monitor the law for future 
developments. 

e9. Encourage bar associations 
and similar organizations to publish 
guidelines for lawyers for 
economical compliance with the 
Copyright Act. Since few law firms 
and lawyers possess expertise in the 
copyright area, it would be a great 
service to lawyers for bar 
associations or bar sections or other 
organizations with the expertise or 
interest in copyright law or law 
office economics to provide 
guidance for the legal community 
concerning copyright infringement 
and monitor and report on the law 
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in this area. There has been a dearth 
of practical guidance in this area to 
date, presumably because of the 
unsettled state of the law in the 
photocopying area. 


Remedies Under the New 
Copyright Act 

Most day-to-day photocopying 
by law firms and law libraries is 
immune from the Act because of 
§108 privileges, because it is fair 
use, or by virtue of sheer 
anonymity. Nevertheless, the new 
Act contains a potent scheme of 
enforcement with civil and punitive 
sanctions.2> Aggrieved copyright 
owners may claim damages, 
including actual damages and 
profits, or statutory damages 
ranging from a minimum of $100 
for innocent infringements to 
$50,000 for willful violations.29 
Courts have the discretion under 
the new Act to award attorneys’ 
fees,°° adding some incentive to 
litigate in cases where an 
infringement gives rise to 
insubstantial damages. The threat 
of litigation itself should be 
motivation enough to stay within 
the law, but the addition of 
potential statutory damages and 
attorneys’ fees create a substantial 
threat of civil liability in this area. 
Criminal sanctions are available in 
cases of willful infringement for 
commercial advantage or private 
financial advantage.*! 


Conclusion 


The new Copyright Act will 
undoubtedly be modified and 
changed, construed by the courts, 
and subjected to further guidelines 
and regulations. Parts of the Act 
may prove to be inapplicable or 


unworkable in the context of law 
practice. However, the new Act 
exists and is currently in full force, 
and law firms are faced right now 
with the decision as to what to do 
about the new law. Few would 
argue with the proposition that 
authors are entitled to some 
protection of the market value of 
their work. However, the public 
interest in the dissemination of 
information concerning the results 
of legislative, judicial, and 
administrative action as well as 
commentary on such action would 
dictate flexible fair use standards 
for the legal profession. In the 
absence of explicit judicial and 
legislative guidelines in this area, 
law firms must react to the law and 
identify their own standards and 
levels of commitment to the 
copyright law. Common law and 
statutory fair use provide some 
flexibility concerning these matters, 
and each case must be analyzed on 
its own facts. In any event, every 
law firm should address the 
question of how the new Copyright 
Act affects their practice and take 
action based on ethical and legal 
considerations to protect against 
infringement of the copyright 
ownership of others. Oo 


' Copyright Act of 1976, P.L. 94-553 (90 
Stat. 2541); 17 U.S.C.A. §101 et. seq. 
(effective January 1, 1978). 

217 U.S.C.A. §108. Display warnings 
adaptable for use by law libraries are set 
forth in this article and are also available 
commercially. 

3 See OF PROFESSIONAL RESPONSI- 
BILITY, Canon 1, EC 1-5, and DR 1-102 (As 
adopted by the Supreme Court of Florida). 
Ethical Consideration 1-5 reads: 


A lawyer should maintain high standards of 
professional conduct and should encourage 
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Impact of Act on 
Photocopying 


fellow lawyers to do likewise. He should be 
temperate and dignified, and he should 
refrain from all illegal and morally 
reprehensible conduct. Because of his 
position in society, even minor violations of 
law by a lawyer may tend to lessen public 
confidence in the legal profession. 
Obedience to law exemplifies respect for 
law. To lawyers especially, respect for the 


4 U.S. Consr., Art. I. §8, cl. 8 Congress is 
granted the power to “promote the progress 
of science and useful arts, by securing for 
limited times to authors and inventors the 
exclusive right to their respective writings 
and discoveries.” 

5 This issue goes to press on the eve of an 
announcement by CONTU concerning 
guidelines negotiated between the 
competing factions. See the caption entitled 
“CONTU Guidelines” as appendix 3 to this 
article. 

617 U.S.C.A. §108(i). The Register of 
Copyrights is to assess the adequacy of the 
new Act and recommend solutions to 


law should be more than a platitude. problems resulting from any inadequacy. 


7 Id. §106. 


Figure 1: Display Warning of Copyright 


NOTICE 
WARNING CONCERNING 
COPYRIGHT RESTRICTIONS 
The copyright law of the United States 
(Title 17, United States Code) governs 
the making of photocopies or other 
reproduction of copyrighted material. 


Under certain conditions specified in 
the law, libraries and archives are 
authorized to furnish a photocopy or 
other reproduction. One of these 
specified conditions is that the 
photocopy or reproduction is not to be 
“used for any purpose other than private 
study, scholarship, and research.” If a 
user makes a request for, or later uses, a 
photocopy for purposes in excess of 
“fair use,” that user may be liable for 
copyright infringement. 


This institution reserves the right to 
refuse to accept a copying order if, in its 
judgment, fulfillment of the order would 
involve violation of copyright law. 


This warning is to be displayed on heavy paper or other durable material in 
type at least 18 points in size prominently in the vicinity where orders are 
accepted. The illustration above is set in 18 point type and may be copied for 
law library usage. See C.F.R. §201.14 
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8 Id. §107. A discussion of the 
development of the doctrine of fair use is 
found in Herbert Allen’s article on the 1976 
Act elsewhere in this issue. 

9 Td. §108. 

10 Td. §107. 

REPORT OF THE HousE COMMITTEE ON 
THE Jupiciary, 94th Cong., 2d sess., 1976, 
H.R. Rept. No. 94-1476 at p.66 (hereinafter 
referred to as the “1976 House Report’). 

12 See Williams & Wilkins v. United States, 
487 F.2d 1345, 1356-59 (Ct. Cl. 1973), aff'd 
per curiam by an equally divided court, 420 
U.S. 376 (1975). 

13.1976 HousE Report at 73-74. 

417 US.C.A. §404(a). See Treece, 
Library Photocopying 24 U.C.L.A. L. REv. 
1025, 1066 (1977). 

15 17 U.S.C.A. §108(a). an entire work can 
be reproduced for the library or for library 
users under more limited circumstances. Id. 
§108(c), (e). 

'6 1976 House Report at 75. 

17 17 U.S.C.A. §108 (a). 

18 Td. §108(g). 

19 Td. §108(c). 

20 Td. §§108(d)(2), (e)(2). 

21 Td. §§108(d)(1), (e)(1). 

22 Id. §108(e); 1976 House Report at 
76. 

U.S.C.A. §108(g). 

24 SENATE-HousE CONFERENCE REPORT ON 
THE New Copyricut Law, 94th Cong., 2d 
sess., 1976, H.R. Rept. No. 94-1733 at 72-75. 

3 Id. at 72-73. 

26 17 U.S.C.A. §108(f)(1). 

27 Id. §108(f) (2). 

8 Id. §501 et seq. 

29 Td. §504. 

30 Td. §505. 

31 Td. §506. 


Appendix 1 


Nonexclusive List of Photocopying 
References and Materials 


J. M. Treece, Library 
Photocopying, 24 U.C.L.A. L. REv. 
1025 (1977). 

A. H. Seidel, Commercial Fair 
Use of Copyrighted Works, 2 ALI- 
ABA Course MarteriAts J. 113 
(April 1978). 

D. F. JouNston, CopyricHT 
Hanpsook (R. R. Bowker Co. 
1978). 

Librarian's Copyright Kit - 
Materials to aid librarians in 
complying with New Copyright 
Act. Available for $7 from Order 
Dep’t, American Library 
Association, 50 East Huron St., 
Chicago, Ill. 60611. Use ISBN No. 
()-8389-3209-6. 

Librarians Guide to the New 
Copyright Law—Pamphlet 
available from American Library 
Association as part of the Copyright 
Kit or separately for $2. Use ISBN 
No. 0-8389-3197-9 and the address 
specified above. 
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A copy of the new Act and a 
series of pamphlets on the 
operation of the new Act are 
available from the Register of 
Copyrights, Library of Congress, 
Washington, D.C. 20559. 

Circular R21 - Reproduction of 
Copyrighted Works by Educators 
and Librarians—Booklet published 
by the Copyright Office that 
contains the text of some of the 
most important legislative 
provisions and related documents 
dealing with photocopying. The 
booklet includes the text of the new 
Act, relevant legislative history, and 
current Copyright Office 
Regulations concerning §108. 


Appendix 2 


Library Compliance with the New 
Act 


In order for a private law library 
to comply with and enjoy the 
photocopying privileges of §108 of 
the new Act, the following actions 
are recommended: 


e@ Generally e Do not make 
photocopies for financial 
advantage. e Make the library 
available to visiting legal 
researchers. e Affix a notice of 
copyright to all materials that are 
dispensed. e If a notice of copyright 
does not appear on the first page of 
copied materials, manually affix the 
required notice substantially in the 
following form: “Copyright 1978 
by John Doe.” e Display a notice of 
copyright on unsupervised 
photocopying equipment. 

e@ In-house borrowing e Do not 
copy more than one article of a 
copyrighted issue or collection, and 
provide only one copy. e The copy 
must become the property of the 
user, and the library must not have 
notice of use other than research, 
scholarship, or private study. e Post 
a warning of copyright where 
requestsare made and on order 
forms. 

e Interlibrary loans e Keep 
required records of materials 
loaned and requested for three 
years. e Affix a notice of copyright 
on copies provided to users and an 
indication of compliance with the 
guidelines in requests sent to other 
libraries. e Do not violate the “rule 
of five” concerning loans and 
requests. 


VOLUME 52, NUMBER 7, JULY /AUGUST 1978 


Figure 2: Notice for Unsupervised Reproducing Equipment 


NOTICE 


The copyright law of the United States 
(Title 17, U.S. Code) governs the making 
of photocopies or other reproduction of 
copyrighted material. A person using 
this equipment is liable for any 
infringement. 


Figure 3: Notice of Copyright 


NOTICE 


This material may be protected by 
copyright law (Title 17, U.S. Code) 


Libraries may choose to stamp the notice of copyright or attach a sticker 
bearing the notice on the first piece of each item photocopied, to attach it to 
the glass on the photocopy machine so that it is transferred to each sheet, or to 
otherwise affix it to all reproductions. Stickers and transparencies bearing the 
message are commercially available, as are cards displaying the Display 
Warning of Copyright and Notice for Unsupervised Reproducing 
Equipment. A Copyright Kit containing these items may be obtained for 
$4.25 (order no 7560) from Gaylord Bros., Inc., Box 61, Syracuse, N.Y. 13201, 
or the display signs and warnings in this issue of the Journal may be copied 
and used (all are set in 18 point type). Note: The Notice of Copyright and 
Notice for Unsupervised Reproducing Equipment contain language 


suggested by the American Library Association, September 1977. ISBN 
0-9389-5537-1. 


Draft Report indicated that §107 of 
the new Act should be changed to 
reflect a need for guidance 
concerning commercial copying 
organizations (organizations in the 
business of making copies). Further 
recommendations in the Draft 
Report indicated that publishers 
should exert every effort to 
facilitate the ascertainment by users 
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CONTU Guidelines 


The National Commission on 
New Technological Use of 
Copyrighted Works (CONTU) is 
expected to release a report on the 
new Act in July of 1978. The Draft 
Report of the Subcommittee on 


Photocopying dated March 15, 
1978, contained detailed comment, 
analysis, and recommendations 
concerning the new Act. It is not 
expected that the subcommittee 
will recommend extensive, 
immediate changes in the new Act 
because it has apparently not 
uncovered persuasive evidence that 
the provisions of the Act are 
inadequate to reward the creators 
of, and facilitate access of the 
public to, works of authorship. The 


of the copyright status of their 
publications. 

CONTU provides a_ valued 
service as mediator between 
publishers and authors on the one 
hand and _ libraries, educational 
institutions, and those interested in 
access of information to the public 
on the other. Anyone interested in 
assessing the current status and 
impact of the new Act should study 
and keep abreast of CONTU 
releases and guidelines. 


Copuright 
Law 


By Jack C. Goldstein 


After 20 years of study, public 
hearings, and debate, the new 
federal copyright law was enacted 
in 1976! and became effective on 
January 1, 1978.2? The 1976 Act was 
the first general revision of the 
United States copyright law since 
the Copyright Act of 1909.3 Long 
before it was superseded, the 1909 
Act had become outmoded as a 
result of numerous technological 
advances which had had a 
profound impact various 
classes of copyrighted works, 
including musical compositions. 

Many developments and 
refinements—such as those in the 
sound recording, jukebox, radio, 
and television industries—had 
spawned vast enterprises 
which not only thrived on the use of 
copyrighted music but also shifted 
the songwriter’s economic interests. 
By 1976, royalties based upon the 
public performance of music had 
become a major source of income 
for the songwriter; royalties on 
sound recordings had remained 
limited because of statutory 
compulsory licensing at 2¢ per 
sound recording; and royalties on 
the sale of sheet music had become 
insignificant. 

The nondramatic performing 
rights in essentially all copyrighted 
music have been in the past, and are 
today, licensed in the United States 
through three organizations, each 
of which offers a_ different 
collection of music. The oldest of 
these licensing organizations, the 
American Society of Composers, 
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Questions and Answers 


About the Performance of Music 
Under the New 


Authors & Publishers, known by the 
acronym “ASCAP,” was formed in 
1914. Broadcast Music, Inc., known 


by its initials, “BMI,” was not 
formed until 1941 but is today the 
largest of the three licensing 
organizations. BMI and ASCAP are 
nonprofit organizations in that all of 
the license fees which they receive, 
less operating expenses and reserve, 
are distributed to affiliated 
songwriters and music publishers. 
The third organization, SESAC, 
Inc., formerly the Society of 
European Stage Authors & 
Composers, licenses a_ small 
collection of music compared with 
the collections licensed by either 
BMI or ASCAP. 

Since BMI and ASCAP license 
around 60-65 percent and 35-40 
percent, respectively, of the top 100 
songs, according to the trade 
journals, most establishments must 
be licensed by both BMI and 
ASCAP to avoid wholesale 


copyright infringement. BMI and 
ASCAP grant nondiscriminatory 
licenses at modest fees which 
depend on such things as the 
licensee’s annual entertainment 
costs, the room capacity, the 
number of days (or nights) per 
week that the establishment is open, 
and whether there is a cover charge. 
The typical BMI and ASCAP 
license provides that, upon the 
payment of an annual fee, the 
licensee is given permission to make 
an unlimited number of 
nondramatic performances of the 
licensing organization’s music. 
Thus, BMI and ASCAP serve as 
conduits between the masses of 
songwriters and music users for the 
exchange of performing rights an 
license fees. These licens 
organizations are clearingh- 
which make it feasible 

the typical music 

permission to peri 

copyrighted mus’ 
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actually uses but also for the typical 
songwriter to deal with the 
multitude of places where his or her 
music is being used. 

If a music user refuses to take a 
license from either BMI or ASCAP, 
the music user will be “logged,” or 
monitored, to garner reliable, 
accessible, and admissible evidence 
that infringing performances are 
occurring. An infringing music user 
may be sued in federal court‘ and 
subjected to substantial liability in 
the form of statutory damages,® 
which may be far greater than the 
license fees would have been.® 
BMI’s and ASCAP’s vigorous 
copyright policing and enforce- 
ment procedures provide an 
incentive for music users to become 
licensed. 

It is by this system that the typical 
songwriter makes a_ substantial 
portion of his or her living from 
performance royalties—and has 
done so for many years. It was in 
this context that Congress passed 
the 1976 Act, which expanded the 
copyright owner’s public 
performance right with respect to 
copyrighted music in the following 
three ways: 

(1) by expressly defining 
“perform” and “perform publicly” 
more broadly than those terms had 
previously been construed by the 
courts,’ 

(2) by eliminating the limitation 
that the public performance must 
be “for profit,”® and 

(3) by eliminating the so-called 
“jukebox exemption.” In addition, 


VOLUME 52, NUMBER 7, JULY /AUGUST 1978 


the duration of copyright 
protection was enlarged from a 28- 
year initial term plus a 28-year 
renewal term to life of the author 
plus 50 years as a general rule.!® 

In view of the new copyright law, 
the following questions and 
answers may be helpful to attorneys 
who represent music users. 


In what Kinds of Places Does the 
Performance of Copyrighted 
Music, Without the Copyright 
Owner's Permission, Constitute an 
Infringement? 


Under the 1909 Act, the owner of 
the copyright in a musical 
composition was granted the 
exclusive right to perform the 
musical composition “publicly for 
profit.”"! In other words, under the 
old law, the public performance for 
profit of copyrighted music—if 
done without a license (that is, 
without the copyright owner's 
permission)—constituted an 
infringement. However, since the 
1909 Act did not expressly define 
“for profit,” the courts frequently 
had to construe that limitation in 
deciding what was, and what was 
not, a copyright infringement under 
the old law. 

In 1917, two cases involving the 
unlicensed performance of 
copyrighted music were simul- 
taneously decided in a_ single 
opinion by the Supreme Court.!2 
Live musical performances in those 
cases took place in a restaurant and 
in a hotel dining room. The 
proprietors of the restaurant and 


hotel argued that the performances 
were not “for profit” because there 
had been no charge for admission to 
hear the music. The Supreme Court 
rejected that argument, noting that 
the music was part of a total price 
which the public paid through 
increased prices of the food, and 
that the proprietor’s purpose in 
employing the music was profit. 
Subsequent to the restaurant and 
hotel dining room cases, copyright 
infringement suits were ~success- 
fully maintained on the basis of 
musical performances at theaters,'® 
dance pavilions,'* dance _halls,'® 
roller skating rinks,'® night clubs,'” 
cabarets,'® and raceways.!® 
Eventually, it became well 
established, even under the old law, 
that unlicensed performance of 
copyrighted music at virtually any 


Jack C. Goldstein 
practices law with 
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from Purdue Uni- 
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from George Wash- 
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professor of copyright law at the South 
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Naval Research, and a law clerk with the 
U.S. Court of Customs and Patent Appeals. 
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Music Performance 
Under Copyright Law 


kind of place of business 
constituted an infringement. 

Since the courts practically wrote 
the “for profit” limitation out of the 
1909 Act,2° the 1976 Act eliminated 
the “for profit” limitation in favor of 
a limited list of exempt 
performances.2! Thus, under the 
new law, any public performance 
of copyrighted music, except one 
that has been either specifically 
exempted by the statute or licensed, 
constitutes an infringement. And, as 
will be explained below, “public” 
really means “semipublic.” 


Are “Private” Clubs and Other 
Places Which are Not Open to the 
Public at Large Exempt from the 
Copyright Law? 


No, semipublic places are not 
exempt from the copyright law. To 
the contrary, the new law makes it 
perfectly clear that performances at 
clubs, lodges, factories, summer 
camps, schools, and the like are 
clearly subject to copyright control. 

As previously mentioned, the 
1909 Act granted the exclusive right 
to perform copyrighted music 
“publicly for profit.”22 Since the 
term “publicly” (like “for profit”) 
was not expressly defined in the 
1909 Act, the courts also had to 
construe that term in the context of 
copyright infringement cases. With 
respect to so-called “private” clubs, 
the courts uniformly held that 
musical performances in a club 
might be “public” performances 
insofar as the federal copyright law 
was concerned even though the 
club was considered “private” for 
other purposes (such as state liquor 
laws). Thus, even under the 1909 
Act, “public” performances of 
copyrighted music were held to 
have occurred in so-called “private” 
clubs in Massachusetts,?* Texas,24 
Minnesota,» and Oklahoma.”6 

An even broader scope of 


protection exists under the new law. 
The 1976 Act grants to the 
copyright owner the exclusive right 
to perform copyrighted music 
publicly;?’ and an express definition 
in the statute makes it clear that a 
performance is considered to be 
public for purposes of the 
copyright law if the performance 
occurs “at a place open to the public 
or at any place where a substantial 
number of persons outside of a 
normal circle of a family and its 
social acquaintances is gathered.”** 
Moreover, the relevant legislative 
history of the 1976 Act is expressed 
in both the Senate and House 
reports as follows: “One of the 
principal purposes of the definition 
was to make [it] clear that .. . 
performances in ‘semipublic’ 
places, such as clubs, lodges, 
factories, summer camps and 
schools, are ‘public performances’ 
subject to copyright control.”?° 
Thus, the 1976 Act extends to 
musical performances at some 
“semipublic” places which may 
have been outside the 1909 Act. 


Can Copyrighted Music be 
Infringed If It is Not Performed 
Live? If So, What Manner of 
Performance Will Constitute an 
Infringement? 

The early cases did involve only 
live performances, but that was 
because recorded music was of 
such poor quality that it was not 
used commercially and because 
jukeboxes, radios, and televisions 
were not then in existence. 

As various mechanical means for 
performing music came into 
widespread commercial use, 
copyright infringement suits were 
successfully maintained under the 
old law on the basis of unlicensed 
musical performances by means of 
player pianos,*° phonographs,*! 
master radio sets for receiving and 
retransmitting radio broadcasts 
through amplifiers and multiple 
loudspeakers,®2, music services 
provided over telephone wires, 
and jukeboxes.*4 


The 1976 Act includes the 
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following all-encompassing 
definition: “To ‘perform’ a work 
means to recite, render, play, 
dance, or act it, either directly or by 
means of any device or process 
= Thus, the public 
performance of copyrighted music 
by virtually any means is subject to 
the new copyright law.** 


Aren't Jukeboxes Exempt from the 
Copyright Law? 


No. Jukeboxes were never 
wholly exempt from the copyright 
law, even under the old law. In any 
event, the limited “jukebox 
exemption” of the 1909 Act was 
eliminated by the 1976 Act. 

In 1909, there were no jukeboxes 
as we know them today. However, 
some penny arcades used _ to 
provide earphones through which 
patrons might, by inserting coins in 
slots, hear something that 
resembled music. Since that 
practice was more of a novelty than 
a viable commercial use of music, 
the copyright owners of the 1909 
era were not concerned that the 
1909 Act included a_ limited 
exemption for the rendition of 
music by means of “coin-operated 
machines.”37 It was not until later, 
when the jukebox became a major 
factor in the music industry, that 
that provision became known as the 
“jukebox exemption.” so- 
called “jukebox exemption” was 
limited: it was inapplicable if the 
jukebox was located in a place 
where an admission fee was 
charged** or wired to be activated 
without the use of a coin.°® 

Thus, the 1976 Copyright Act 
merely rectified a historical 
accident by eliminating the limited 
“jukebox exemption.” For most 
circumstances, however, the new 
law provides for an inexpensive 
compulsory license which the 
jukebox operator may obtain by an 
appropriate filing in the Copyright 
Office.*° Nevertheless, if one does 
not obtain a compulsory license 
certificate through the Copyright 
Office or license(s) from some 
other licensor(s), the public 
performance of copyrighted music 
by means of a jukebox constitutes 
an infringement under the new 
law. 

Under some _ conditions, the 
jukebox operator must obtain 
licenses from the performing rights 
licensing organizations (or from the 
individual copyright owners) to 
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avoid liability for the public 
performance of copyrighted music 
by means of the jukebox. Under 
any one or more of the following 
circumstances, the statutory 
compulsory license is not 
available:* 

(1) the jukebox is not activated 
by the insertion of coins, currency, 
or other monetary units; 

(2) a direct or 
admissions made; 

(3) a list of the music is not 
affixed to the jukebox or posted 
where the list can be readily 
examined by the public; or 

(4) the patrons are not 
permitted to make the choices as to 
the music to be played. 


In any event, jukeboxes are no 
longer exempt from the copyright 
law; and a public performance of 
copyrighted music by means of a 
jukebox, if not licensed, constitutes 
an infringement. 


indirect 


If the Musicians are Independent 
Contractors over whom the 
Proprietor has No Control, Is the 
Proprietor of the Place of Business 
Nevertheless Liable for the 
Musicians’ Performance of 
Copyrighted Music? 

Yes. The proprietor of a place of 
business must bear the legal 
responsibility for the unlicensed 
performance of copyrighted music 
by musicians hired by the 
proprietor, even if the musicians are 
independent contractors.* As one 
court observed, there is good 
reason for the rule: “The proprietor 
of a public establishment operated 
for a profit could otherwise reap the 
benefits of countless violations by 
orchestras, . . . by merely claiming 
ignorance that any violation 
would take 

In addition, when the proprietor 
of an establishment rents the 
establishment with knowledge that 
music is to be played, the proprietor 
is liable for the unlicensed 
performance of copyrighted music 
by musicians hired by the renter if 
the proprietor has a_ financial 
interest, direct or indirect, which is 
related to, or contingent upon, the 
event at which the music is played. 
In one case, a catering hall and 
night club proprietor had: (1) 
rented its ballroom with knowledge 
that it was to be used for a dinner 
dance and show featuring Italian 
music and (2) supplied the food and 
liquor which was served by the 
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proprietors employees. Based 
upon those facts, the proprietor was 
held liable for copyright 
infringement arising the 
unlicensed performance of 
copyrighted music by musicians 
hired by the renter. In another older 
case*® a corporation which had 
merely rented its premises for a 
fixed amount was held not liable for 
the unlicensed performance of 
copyrighted music by the renter’s 
musician. However, the court 
indicated that the situation would 
be quite different if the corporation 
had received or derived a profit 
from the performance. 


\ 


If the Proprietor of a Place of 
Business Instructs the Musicians 
Not to Play Certain Music, Is the 
Proprietor Liable if the Musicians 
Nevertheless Play the Music? 


Yes. The proprietor of a place of 
business may be held liable for 
copyright infringement even 
though the musicians performed 
the copyrighted music against the 
proprietor’s orders.” In one case,** 
the proprietor of a night club in 
Louisiana had written contracts 
with orchestra leaders who had 
agreed, at the proprietor’s request, 
not to play certain music. 


Moreover, the proprietor had 
prominently posted notices stating 
that he objected to certain music 
being played. In another case,‘ suit 
was brought against the proprietors 
of a South Carolina night club; 
similarly, the band had _ been 
instructed not to play certain music. 
In both of these cases, the 
proprietors were held liable for 
copyright infringement when the 
musicians played the copyrighted 
songs against the proprietors’ 
orders. 


If the Proprietor of the Place of 
Business Does Not Pay the 
Musicians, But Rather Merely 
Allows the Musicians to Come In, 
Play, and Collect Tips, Is the 
Proprietor Nevertheless Liable? 


Yes. Several cases have held the 
proprietor of a place of business 
liable for copyright infringement 
even though the proprietor did not 
pay the musicians, but merely 
allowed them to come in, play, and 
collect tips.°° 

In the first reported case*! (which 
later cases followed), the proprietor 
of a barbecue stand in Missouri was 
sued for infringement. The 
proprietor’s defense was that the 
musicians had not been employed 
or paid by the proprietor, although 
he had permitted the musicians to 
come to his place of business, 
furnished them witha place to play, 
and permitted them to collect tips 
from his customers. The court 
rejected the defense, concluding: 
(1) that the proprietor had allowed 
the musicians to play with the view 
that his business would be 
benefited; (2) that the performance 
had been advantageous to the 
proprietor; and (3) that the 
proprietor had paid the musicians 
indirectly by furnishing them space 
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in his place of business. 


If Musicians Play from Sheet Music 
on Which a Royalty Has Been Paid 
or If Music is Performed by Means 
of a Recording on Which a Royalty 
Has Been Paid, Doesn't Such a 
Royalty Payment Exhaust the 
Copyright Owner's Right? 

No. As applied to musical 
composition copyrights, the law 
grants different kinds of protection 
in three separate and distinct areas, 
namely: (1) sheet music; (2) sound 
recordings; and (3) public 
performances. When one purchases 
sheet music or a sound recording, 
the purchaser certainly may use the 
sheet music or sound recording to 
render either a performance which 
is not public or a performance 
which is specifically exempted 
under the new law. However, the 
very modest sheet music royalty or 
sound recording royalty which may 
find its way from the purchaser to 
the song writer does not entitle the 
purchaser to render an otherwise 
infringing public performance.*2 


What Sanctions May Be Imposed 
Against a Copyright Infringer? 

A copyright infringer is subject to 
a civil action in federal court®? for 
an injunction®‘ and the copyright 
owner’s actual damages,®> the 
infringer’s profits,5® or statutory 
damages*’ — plus court costs®** and 
attorneys’ fees.5® 


In copyright infringement cases 
involving the performance of 
music, the copyright owner will 
generally obtain a judgment for 
statutory damages, rather than 
actual damages or profits. Statutory 
damages will ordinarily be not less 
than $250 or more than $10,000 for 
each copyrighted song performed 
publicly without a license.*! The 
1976 Act doubled the maximum 
statutory damages from the $5,000 
upper limit of the 1909 Act.® 

Damages for copyright 
infringement are not measured by 
the modest amount which the 
infringer might have paid under a 
performing rights license. A 
copyright infringement suit simply 
is not a suit for breach of a license 
agreement which the copyright 
infringer refused to accept when it 


540 


was offered. If the license fees were 
the sole measure of damages for 
copyright infringement, there 
would be little or no incentive for 
any music user to take a license 
since it would not cost any more to 
infringe than to take a license. 

In addition to civil liability for 
copyright infringement, the 
copyright law provides for criminal 
infringement as follows: “Any 


person who infringes a copyright 
willfully and for purposes of 


May an Individual Who Controls 
the Affairs of a Corporation Be 
Held Personally Liable for 
Copyright Infringements Occur- 
ring at a Place of Business Owned 
and Operated by that Cerporation? 


Yes, the individual may be held 
personally liable. There are many 
circumstances under which an 
individual will not be shielded from 
personal liability by the existence of 
a corporation which the individual 
controls, manages and operates. 
For example, if an officer, director 
or stockholder of a corporation 
participates in the actual 
infringement of a copyright, then 
that person is subject to liability 
along with the  corporation.® 
Similarly, an officer and principal 
stockholder of a corporation, who is 
the dominant influence in and who 
determines the policy of the 
corporation, is equally liable with 
the corporation for its infringe- 


Conclusion 


Our forefathers regarded the 
encouragement of the work of 
authors to be so important that the 
original Constitution specifically 
provided for copyrights. Indeed, 
as stated by the Supreme Court: 
The economic philosophy behind the 
[constitutional] clause empowering 


Congress to grant patents and copyrights is 
the conviction that encouragement of 


individual effort by personal gain is the best 
way to advance public welfare through the 
talents of authors and inventors... . 
Sacrificial days devoted to such creative 
activities deserve rewards commensurate 

with the services rendered.® 
The songwriter must eat, as well 
as make music. The copyright 
system is the legal mechanism 
which enables the songwriter to 
make out of his or her creativity and 
genius. Music is not “free as the 
air.” To the contrary, music users 
must pay for their use of the 
songwriter’s only product — music. 


' Act of Oct. 19, 1976, Pub. L. No. 94-553, 
§101, 90 Stat. 2541, which amended 17 
U.S.C. in its entirety. The new copyright 
code will be cited hereinafter as “17 U.S.C. 
app. § (1976).” 

2 Act of Oct. 19, 1976, Pub. L. No. 94-553, 
$102, 90 Stat. 2541, 2598-99. 

3 Act of Mar. 4, 1909, ch. 320, 35 Stat. 1075 
(as amended, codified in 17 U.S.C., which 
was enacted into positive law by Act of July 
30, 1947, ch. 391, §1, 61 Stat. 652). The old 
copyright code will be cited hereinafter as 
1976).” 
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financial gain shall be fined not 
more than $10,000 or imprisoned 
| for not more than one year, or both 
| 
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institution; (2) certain systematic 
instructional broadcasting or telecasting 
activities of a governmental body or a 
nonprofit educational institution; (3) 
religious services; (4) certain nonprofit 
performances as to which the performers, 
promoters and organizers are not 
compensated; (5) the mere public reception 
of a broadcast or telecast on a home-type 
receiver; (6) agricultural or horticultural fairs 
under certain circumstances; and (7) the 
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What 
General Lawver 


Should Know 
About Patents 


By Stefan M. Stein 


Here are some fundamentals to get 
you by if a client walks into your 
office and asks you.about patents. 

A patent is a grant from the federal 
government. It lasts for 17 years. It is 
not renewable. The grant is for 
disclosing to the public a useful 
invention. Our constitutional 


forebears! were of the belief that by 


granting a right to exclude others for 
a period of 17 years, more inventors 
would come forward and reveal their 
creations rather than hide them. Asa 
result, disclosures of inventions that 
build on preceding inventions 
occur, thus advancing science. To 
date over four millions patents have 
been granted. Notwithstanding, the 


' advanced state of science today, the 


U.S. Patent and Trademark Office is 
granting more patents at a faster rate 
than ever before. 

To obtain the patent, the idea 
disclosed must be new, useful and 
inventive. “New” has been defined as 
never known before.? “Useful” has 
been defined as operative.? For 
example, a perpetual motion 
machine is inoperative. Therefore it 
can’t be patented. However, even the 
slightest usefulness, such as that of an 
imperfect or inefficient solar heater, 
is patentable. “Inventive” has been 
defined by the Supreme Court‘ as 
something beyond the skill of an 
ordinary skilled person in the field of 
the idea. 

The Patent Act of 1952.5 under 
which we are operating, limits 
patentable subject matter® to the 
following classes: (1) article, (2) 


machine, (3) process, (4) 
composition of matter, (5) 
ornamental design and (6) a plant. 
There are tricks in fitting into these 
classes. For example, the new use of 
an old article or composition of 
matter may be patentable as a 
process. 

With the foregoing in mind, when 
a client walks into your office and 
says, “Mr. Lawyer, I have an 
invention, how do I get a patent?,” 
you ought to at least review silently in 
your mind if the idea is new, useful 
and inventive. Then you should 
decide if it fits into one of the classes 
of patentable subject matter. 

If you ask, “How can I decide 
whether something is new or 
inventive?” the answer is simple— 
you can't generally. Even patent 
attorneys can’t. The way they and 
you determine newness is to first 
review with the inventor if he’s ever 
seen his invention in the marketplace 
or in technical literature. If neither he 
nor you recollect seeing it before, it 
might just be new. 

With respect to being inventive, 
that takes judgment. Your first 
inquiry should be, “Is the difference 
over what is known obvious?” If it is, 
then it’s not an invention. 

However, to be more professional 
about newness and inventiveness, 
you should make or have a patent 
search made. A good search can be 
properly done only in Washington 
D.C., where the U.S. Patent and 
Trademark Office maintains all 
patents ever issued classified 
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according to subject matter. 

Can you as a general lawyer 
perform a search? Sure you can. But 
is it the most expeditious use of your 
time? And, are you technically able 
to understand the invention as well as 
the prior art you will be searching? 
You'd be better off to refer the 
matter to a_ registered patent 
attorney. 

Must you refer the matter to a 
Washington, D.C., patent attorney? 
Surprisingly, not all patent attorneys 
are in Washington, D.C., nor need 
they be. Most travel there quite 
frequently. In my opinion, the “give 
and take” on a first-hand basis 
between the inventor and the local 
patent attorney accomplishes a much 
better search than one ordered 
through the mail from a Washington 
D.C., patent attorney. 

You'll note I emphasized 
“registered patent attorney.” By 
“registered” I am referring to the 
registration of qualified patent 
attorneys by the Commissioner of 
Patents and Trademarks. To get 
qualified, one must first prove that he 
can be trusted. He must also prove 
that he has the proper engineering or 
scientific background to understand 
technical matters. These charac- 
teristics are thoroughly investigated 
by the Commissioner. Then, the 
candidate must pass a_ patent 
bar examination. Thereafter, the 
registered patent attorney’s conduct 
and work is regulated by the 
Commissioner.’ Thus, by referring 
the matter to a “registered patent 
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attorney,” you are assured, for your 
client, that able work will generally 
be performed and that there will be 
no unethical conduct in the handling 
of the invention. 

In performing a search, the patent 
attorney “flips” through those 
patents that pertain to the subject of 
the idea. He selects patents which he 
feels are pertinent, and _ orders 
printed copies. He then takes them 
back to his office where he studies 
the patents in detail and then writes a 
patentability opinion. In _ that 
opinion, he will indicate whether the 
idea is patentable and, if he is any 
good, he will usually advise as to the 
scope of coverage he believes is 
possible. 

I might indicate how many ideas 
are patentable by stating that my 
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What Every General 
Lawver Should Know 
About Patents 


office generally finds that 70 to 80 
percent of the ideas that come in are 
old. But, if the idea is patentable, 
then the inventor must decide if he 
should file a patent application. 


Territorial Scope of Patents 


Since many questions have been 
asked concerning the territorial 
scope of a patent, this might be a 
good place to digress and discuss 
them. Let me start with the fact that 
there currently is no such thing as an 
international patent. 

Your inventor client to get 
protection must first file the 
application in the United States. If he 
desires protection in foreign 
countries, he must then file a 
counterpart application in each such 
country. 


There have been many 
discussions, conferences and 
conventions, by the Department of 
State with various countries, 
chambers of commerce, trade 
delegations and the like but thus far, 
there is no international patent. 
Occasionally, a few countries—such 
as the Benelux countries and the 
Nordic countries—have united for 
expansive patent protection. 
However, the best such conferences 
have been able to accomplish are 
treaties*’ wherein filing of a 
counterpart application within one 
year of filing the U. S. application 
causes the counterpart application to 
receive the same effective filing date. 
Thus, any intervening statutory bars 
to the grant of a valid patent, such as 
public use, are avoided. 


As of January 1, 1978, a number 
of European nations have entered 
into treaty for a European 
community patent. This treaty has 
yet to be interpreted. The first 
filings thereunder shall begin July 1, 
1978. 

As to the amount of foreign filing 
that should be done, it has been my 
policy to discourage foreign filing by 
individual inventors. Many 
individual inventors, at the height of 
their enthusiasm for an invention, 
will want to file broadly in many 
countries. But, subsequent 
prosecution and maintenance of 
foreign patents become so expensive 
to the individual inventor that he may 
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drop even his U. S. application in 
disgust. 


Companies, especially those of 
international scope, are a different 
story. But still lrecommend judicious 
foreign filing much for the same 
reasons—it just gets too burdensome 
in cost and attention. Unlike the 
United States, most foreign patents 
require maintenance, which means 
the payment of annual upwardly 
graduated taxes and renewal fees, 
and working of the invention in that 
country. 


The Application Process 


The normal costs associated witha 
United States patent application 
covering the usual invention include 
the legal fee for drafting the 
application, charges for necessary 
drawings, and the $35 filing fee. 

Occasionally a client will want to 
do the drawing himself. However, 
what usually happens is the client, 
unskilled in making patent drawings, 
does his own with so many formal 
errors (such as shading) that they 
must be corrected. And since neither 
the patent application nor the 
drawings are ever returned, the U. S. 
Patent and Trademark Office insists 
on making and charging for 
corrections. More is spent in the 
longrun than by having a 
professional patent draftsman do the 
work initially. 

The formal application consists of 
a specification and claims. “Claims” 
are the numbered paragraphs at the 
end of a patent. The claims define the 
invention much like a legal 
description in a deed defines the 
boundaries of land. It should 
therefore be evident that each word 
in a claim is of crucial importance. 
This is where an_ experienced 
registered patent attorney can show 
his real ability. If he is able to obtain 
broad coverage, of course 
dependent on what has been known 
before, then he has done a real 
service to his client. Obviously the 
broader the claim, the more easily it 
can be asserted against an infringer. 
Infringement,® in brief, is the 
making, using or selling of an item 
which fits within the legal boundary 
of the claims of the patent being 
considered. Usually infringers are 
not “copiers.” The infringing item 
generally has changes in it which 
make _ infringement questionable. 
Thus, claim language is critical to a 
good patent. 


Once the patent application is 
filed, it is given a serial number anda 
filing date. It is taken up in turn for 
examination after being assigned toa 
group which handles that particular 
subject matter. The examiner makes 
a search and uncovers patents that he 
feels are anticipatory or suggestive of 
the invention being claimed. He then 
writes an office action. In 90 percent 
of the office actions issued, the 
claims are rejected. Actually, a 
rejection is a good thing—if 
eventually the application is passed 
to issue. It allows the patent attomey 
to rewrite the claims to secure the 
best coverage possible over the 
patents cited by the examiner. 

The applicant may also respond to 
an office action. A response takes the 
form of an amendment of the claims 
to redefine the boundaries of the 
invention over the prior art that the 
examiner has cited in rejecting the 
claims or it can take the form of a 
straight argument against the 
rejection. Psychologically, it is 
obviously better to amend the 
claims, no matter how _ trivial, 
hopefully to satisfy the examiner and 
get an allowance of the claims. 

In arguing for acceptance of the 
amendment or in straight argument, 
statements made can subsequently 
be used against the inventor to his 
detriment. For example, if it is 
contended that the item can only be 
made of plastic, then the invention is 
limited to plastic. Such is known as 
“file wrapper estoppel.” Courts 
frequently rule “no infringement” 
because of such file wrapper 
estoppel. Here again, the skill of an 
experienced registered patent 
attorney, both in prosecution and in 
litigation, comes into play. 

The applicant’s response must be 
filed in accord with current practice 
within three months of the date of the 
office action. If no response is filed 
within the three months, the 
application becomes abandoned. 

There is provision in the Rules of 
Practice of the U.S. Patent and 
Trademark Office for obtaining 
extensions of time to respond. These 
usually involve 30 days. The first 
extension is relatively easy to obtain. 
The second and third extensions are 
very difficult. No extensions are 
granted after six months. 

After the response is filed, the 
examiner who handled the original 
office action again usually takes it 
up, in turn, with “amended” cases. 
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Usually he will take it up within three 
to five months after receipt. Indeed, 
in a majority of instances (about 50 to 
60 percent) the application is again 


rejected, with possibly some 
indication of allowance. In many 
cases the patent attorney can still 
read between the lines to determine 
such allowability and make further 


amendments to get the allowance. 


An aggressive patent attomey will, 
at this stage, generally schedule an 


oral hearing in Washington before 
the examiner. By appearing before 
the examiner, it is obviously easier to 
reach a compromise with him as to 
the allowability of the claims— and, 


the extra expense is well worth it. 


After the application is allowed, 
the examiner sends a notice of 
allowance. It indicates that upon 
payment of an issue fee of $110, the 


application will issue into a patent. 


The issue fee must be paid within 
three months of the date of the notice 
Otherwise, the 
application goes abandoned. An 
issue fee of $10-$30, 
depending upon the amount of 
printing that is involved, may be 
assessed after issuance. If not paid 
within three months, the patent 


of allowance. 


additional 


lapses. 


All told, the usual patent will cost 
about $1,500-$2,000 for all work and 
incidental fees. And it will take about 


two years between the filing of the 
application to the issuance of the 
patent. 

Only when the patent issues does 
the inventor obtain rights that are 
enforceable. These rights are the 
right to exclude others from 
practicing the invention and the right 
to license the invention or assign it 
outright. 


Right to Exclude 


The right to exclude obviously 
involves litigation. You, as the 
general attorney, especially if you 
do trial work, can now put your 
litigating skills to expeditious use at 
this stage. The Fifth Circuit Court 
of Appeals will even help you as 
compared to all other circuits. The 
Fifth Circuit has the best record for 
upholding the validity and ruling 
that there is infringement of patents 
that are litigated - over 40 percent of 
them. 

I would strongly recommend, 
however, that you use a registered 
patent attorney, preferably one 
with some trial experience, as your 
second chair man. Let him do the 
substantive work and you do the 
procedural work. If you do, you 
will put on a show that will be a 
classic in preparation and 
presentation of both technical and 
legal questions. And you will have 
the best chance of winning against 


Patent Cooperation Treaty 
4x113/4”. 


The treaty is now effective. Patent 
attorneys want to prepare their 
documents on A4 size bond paper and 
provide drawings on A4 size drawing 
bristol. A4 size must be used to take 
advantage of the foreign filing 
procedure provided for in the treaty. 
A4 is one of the AO paper system metric 
sizes. 

The AO system of paper sizes is 
currently in use in Great Britain and 
many other nations. It offers 
advantages over our own. In the United 
States there are four paper sizes in use in 
the courts and legal practice. They are 

4x11”, 84x13", 8x14” and 8x13”. 
Under the AO system there is only one 
size. 

The system is based upon the unit AO 
size which is 1 sq. meter (841 x 
1189mm.). Al is : sq. meter in size (594 
x 841 mm.). The size most 
approximating our letter or legal size is 
A4 which is 1/16 of AO size. It measures 
210 x 298mm. or approximately 


AO system. I am not able to find any 
paper mills or merchants that presently 
stock paper or drawing bristol in the 
AO system sizes. Further inquiries 
indicate that mills and merchants do not 
intend to carry A4, or for that matter, 
any AO size in the future. A4 size can 
only be ordered as a special cutting with 
its consequent increase in cost and 
delay in delivery. 


drawing bristol are available from: 


Green Industries, Division of 
Excelsior-Legal Stationery Co., Inc. 
62 White Street, New York 10013 
(212) 431-7000 


only source for stock A4 bond and A4 
drawing bristol in the United States. 


New York, N. Y. 


The United States will not follow the 


A4 bond paper and A4 patent 


As far as I can determine this is the 


Rosert H. BLUMBERG 
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your opponent who treats patents 
as just another purely legal matter. 

After the patent issues — and in 
preparation for litigating the patent 
if it becomes necessary — the 
product that is marketed which 
embodies the invention should 
contain the patent number. By 
applying this number to the 
product, damages begin to run as 
soon as an infringement occurs. 
Otherwise, actual notice by way of 
a letter must be sent to the infringer 
to start the running of damages. It 
should be evident that actual notice 
can only be sent once the 
infringement has been discovered. 
Thus if it isn’t discovered, damages 
do not accrue. To mark the product 
is obviously the most judicious 
thing to do. 

Prior to issuance, all the inventor 
has is a right to place “Patent 
Pending” or “Pat. Pend.” on his or 
his licensee’s product. In essence, 
the notice informs the public that 
the product is the subject of a patent 
application which may issue 
sometime in the future. Many 
inventors are extremely desirous of 
using such notice because, since 
patent applications are kept secret 
until issuance, an infringer cannot 
determine the coverage that may 


eventually be obtained.. Upon 
issuance of the patent, the 
infringer’s efforts to market a 


similar product can be stopped by 
an appropriate temporary 
restraining order or a temporary 
injunction — worse, his inventory 
of infringing items may be 
destroyed by court order. 


Licensing Assignments and 
Royalties 


You, as a general attorney, will 
frequently be asked when_ it 
is possible to license the invention. 
The answer is, at any time, but 
preferably after the patent 
application is filed. Indeed, in most 
instances, manufacturers prefer to 
take a license while the application 
is pending so that amendment of 
the claims is still possible during 
prosecution of the application. 
Thereby, the actual product that is 
marketed is fully and more 
accurately covered and the 
manufacturer is better protected. 

Another question the general 
attorney may be asked is how can 
the inventor gain the most from his 
invention? This is one of the most 
difficult aspects of making and 
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What Every General 
Lawyer Should Know 
About Patents 


marketing an invention. The 
inventor may either himself 
manufacture the invention or 
license it. In the self-manufacture 
situation, the usual practice is for 
the inventor to first interest his 
friends and relatives in making a 
financial investment to manu- 
facture and sell the invention. 
Obviously, their financial 
capabilities come into play. The 
next approach an inventor usually 
takes it to interest a third party. But 
here, obviously, it is not only 
necessary to generate the third 
party’s faith in the inventor and in 
the marketability of the invention, 
but also to generate sufficient 
financial assistance to fully exploit 
the invention. The third approach is 
to interest an independent 
manufacturer who may be willing 
to manufacture the product under a 
license from the inventor. 


Many people believe companies 
are constantly “on the prowl” for 
inventions. Actually, large 
companies rarely accept ideas 
which are presented to them. The 
reasons being: the invention is 
untimely; it doesn’t fit within the 
product scheduling of the 
company; the manufacturer’s 
financial position doesn’t warrant 
taking on a new product; his 
product lines are already 
established and there is no need to 
change; there is already a heavy 
investment in capital equipment for 
an item currently in production; 
plus a host of other reasons. Also, 
the inventor may be very unrealistic 
as to the worth of his invention to 
the manufacturer. Patent attorneys 
frequently hear the phrase, “I 
wouldn't sell my invention for less 
than one million dollars.” 
Realistically, would any good 
businessman pay one_ million 
dollars for an unproven, 
unmarketed product? 


You, as the general attorney, 
more knowledgeable in business 
affairs than your inventor client, 
should intervene for the good of 
your client. Apprise him of the 
realities of the situation. Project the 
possible market share the invention 
may gain if it is accepted by the 
public at areasonable price. A small 
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market, coupled with the capture of 
only a small share of that market, 
should indicate the realities of 
becoming a millionaire as a result of 
the invention. 

You may be asked by your client 
how to seek a license, especially 
where your client has no knowledge 
as to how to begin. The beginning 
point is the public library. Most 
libraries maintain directories of 
manufacturers with listing by class 
of product giving the companies 
that manufacture similar products. 
The inventor can very easily write 
letters, with a copy of his patent 
application, to these companies 
inquiring if they would be 
interested in taking a license. 

Most “invention brokers” do the 
same thing, but usually charge 
$1,000 to $3,000 for this service 
without any audit being possible by 
your inventor client as to the 
number of manufacturers 
contacted, the type of letter or 
contract provided, or the terms of 
any offer. It should be evident that 
invention brokers are, at best, an 
extremely expensive typing service. 
I have always wondered why 
invention brokers never take the 
matter on contingency if the 
invention is so all-fangled unique 
and potentially able to generate 
high profits. 

Licenses may be exclusive and 
nonexclusive. The exclusive license 
gives the licensee substantially all 
rights except bare title to the patent. 
This includes the exclusive right to 
make, use and sell the invention. It 
also gives the licensee the right to 
sue. It is slightly less than a full 
assignment of all rights to the 
invention. Waterman v. Mac- 
Kenzie" is probably the most com- 
prehensive decision on the distinc- 
tion between an assignment and a 
license and is often cited where 
questions as to taxation of royalties, 
indispensable parties to a lawsuit, 
and rights conveyed under a license 
are involved. 

Assignments and exclusive 
licenses should be recorded with 
the Commissioner of Patents and 
Trademarks!! to protect your 
inventor client. Where the patent or 
patent application involves joint 
parties or joint ownership, it is best 
to arrange for one of the parties to 
be the exclusive agent for the other. 
Otherwise, the tenancy in common 
that exists may prevent the grant of 


an exclusive license if the parties 
ultimately disagree as to the manner 
of exploitation. Each party can go 
his own way without liability to the 
other, unless there is an exclusive 
agency relationship established. 

In negotiating for an exclusive 
license, the inventor should ensure 
that the licensee will “work” the 
invention. This can be accom- 
plished by providing for a 
minimum yearly royalty. The 
better approach is to have an 
advance minimum royalty wherein 
the licensee pays the inventor a 
fixed sum at the start of the royalty 
year. It is then deducted from the 
royalties that become due during 
that year. 

The usual royalty is five percent 
of the licensee’s net selling price — 
“net” being the gross sales price less 
discounts and returned goods. To 
use “profits” or any other similar 
gauge is fraught with varying 
interpretations. 

Actually, royalties vary from one 
to ten percent and even more 
depending upon the _ industry 
involved. If the patented item is 
mass produced, the royalty will be 
more like one percent and probably 
even less. Where the item is custom 
produced or produced in small 
quantities, the royalty can approach 
10 percent and even higher. Factors 
that are considered are: (1) selling 
price of the item being replaced 
versus the invention; (2) savings to 
the licensee; (3) profits derived by 
the licensee; (4) acceptance of the 
invention as a marketed product by 
the public; (5) the need for market 
promotion; (6) the stage of 
development of the invention; (7) 
the inventor’s involvement in the 
marketing of the invention; and 
many other factors. 


With respect to the amount of the 
minimum to be set, usually 10-20 
percent of the expected royalties 
for that year is a good gauge. Thus, 
if $100,000 is expected, the 
minimum should be $10,000 to 
$20,000. 


As indicated, the inventor should 
consider his position with respect to 
the licensee. If the licensee is a 
corporation of which he, the 
inventor, or his close relative, owns 
less than 80 percent, §§ 1221 - 1223 
and 1259 of the Internal Revenue 
Code should be considered. Capital 
gain treatment is allowed for 
royalties which are obtained as the 
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result of an exclusive license or an 
assignment. Both the inventor and 
the party who financed the inventor 
are entitled to such capital gain 
treatment. Thus, if the inventor is to 
be the president or vice president of 
the corporation, it might be wise to 
set a high royalty rate and a low 
salary. 

Section 1235 of the Internal 
Revenue Code is also pertinent. It 
provides that any transfer of rights 
to a patent, whether or not it was 
held six months or less, may also be 
taxed at a capital gain rate provided 
the transfer was not to a corporation 
25 percent or more of which was 
owned by the inventor, his 
ancestors, his spouse or his lineal 
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descendents. 


Conclusion 


Inventions, patents and dealings 
in this field should not create any 
great trepidation for the general 
practitioner. They merely 
constitute intangible rights with 
some unique pecularities. With 
some knowledge, the average 
attorney can handle many of these 
pecularities — at least prelimin- 
arily. When they become _ too 
involved, retain a registered patent 
attorney to assist you. You'll find 
patent attorneys are not really the 
strange “book moles” we've been 
cast to be by past generations. 
We're basically lawyers with a 
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"Lawyers? Title Guaranty Fund 


The Florida lawyers’ organization for guaranteeing titles to real estate 


LAWYERS’ TITLE 
GUARANTY 
FUND 


Fund Speaks for Lawyers’ 
Interest on State and 
National Scene 


An organization advocating real 
property lawyers’ interest in 
Tallahassee and Washington, D.C. - this 
is a littke known but important role 
which Florida’s only bar-related title 
insurer plays on the state and national 
level. 

Many times during its 30 years of 
operation The Fund has fought for the 
lawyer in Tallahassee when untenable 
proposed legislation or administrative 
rules threatened. In past years The 
Fund with the cooperative efforts of 
Fund members and the Real Property, 
Probate and Trust Law Section of The 
Florida Bar has successfully resisted all 
legislative proposals which would have 
undermined the Fund concept of a 
lawyer-handled closing in every real 
estate transaction. 

The Fund is also active in the lawyers’ 
behalf on the national scene through the 
National Conference of Bar-Related 
Title Insurers. The National 
Conference is the trade association of 
all 10 bar-related title insurers in the 
nation. It is the only national spokesman 
for the bar-related movement. Other 
organizations speak for the commercial 
title insurance companies including 
their lay agencies but do not represent 
the bar-related title insurers. 

Objectives of the National 
Conference are communication with 
government agencies, Communication 
with the public including trade 
associations of lenders and Realtors, 
and communication among. its 
members to exchange information. The 
National Conference is headquartered 
in Chicago and Douglas E. Miles, an 
Illinois attorney, serves as Executive 
Vice President. Fund President Paul B. 
Comstock is currently serving as 
President of the National Conference. 

To continue development of 
government relations, Comstock, 
Miles, and William T. Margiotta, Jr., 
President of The Fund’s affiliate City 
Title Insurance Company, recently 
visited the headquarters offices of a 
number of government agencies and 
other national organizations in 

Washington, D.C., that affect real 
estate and title insurance. 


At the Department of Housing and 
Urban Development, there were 
meetings with the staff of the general 
counsel, the Home Mortgage branch 
and other officers concerned with 
legislative proposals, RESPA 
regulations and title insurance 
requirements. Title insurance 
requirements and current regulations of 
the Federal National Mortgage 
Association were among the topics 
discussed with the association’s general 
counsel. At the Federal Home Loan 
Mortgage Corporation, talks centered 
around the tighter money situation and 
possible increase in secondary market 
use by lenders. Acceptance as title 
insurers with FHLMC was verified. 


MILES 


COMSTOCK 


Also, there were meetings at the 
Farmers Home Administration, the 
Federal Home Loan Bank Board and 
The Federal Land Bank. Other agencies 
and organizations visited were the 
office of the Comptroller of the 
Currency, the Federal Deposit 
Insurance Corporation and the 
Mortgage Bankers Association. All of 
these offices are concerned with 
governmental guidelines and 
regulations that can affect the role of 
lawyers in real estate transactions. 

The National Conference also hosted 
a luncheon for members of the 


Washington staff of the American Bar 
Association. The Conference’s aim in 
working for legislation and regulations 
compatible with the Fund concept of 
lawyers handling real estate closings 
and issuing title insurance in the course 
of their practice was explained to the 
ABA staff. 

Comstock, in summarizing the visit, 
commented, “‘The National 
Conference is the only organization that 
speaks out in the interest of real 
property lawyers in the nation’s capital. 
I don’t know of anyone else who goes to 
these governmental agencies and other 
organizations in Washington and tells 
them why it is important to have a 
lawyer in every real estate transaction.” 


Witnesses Not Needed on 
Contract To Sel! Homestead 


In a case of first impression, it has 
been held that the 1968 Florida 
Constitution does not require witnesses 
on a contract to sell homestead 
property. The case is Carroll v. 
Dougherty, 355 So. 2d 843 (Fla. 2d DCA 
1978). 

The court decided that deletion in the 
present constitution of the words “duly 
executed” from the former 1885 
Constitution makes contracts to convey 
homestead property no different from 
contracts to convey any other kind of 
real estate. 

The court ruled that Sec. 689.01, F.S.., 
is not applicable to contracts or the 
transfer of real estate. The court said 
this was so even though a person can 
become legally obligated to execute 
a deed by virtue of having signed a 
contract. 

Although this appears to involve a 
constitutional question, The Fund has 
learned that this decision will not be 
appealed to the Supreme Court of 
Florida. 


The Fund is Florida's only lawyer-owned, bar-support title insurer. You can 
strengthen your practice and The Bar by joining The Fund and providing Fund 


protection for your clients. 
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Procedure Act 


By Barrett G. Johnson 


During the closing days of the 
1978 Legislature, Senate Bill 860 
passed without fanfare. Governor 
Askew had until June 27 to act on 
the bill, which was expected to 
become law. It is safe to say that 
Senate Bill 860 made more 
substantial changes than any other 
measure since the inception of the 
APA in 1974, and these changes are 
sweeping enough that Senate Bill 
860 probably constitutes a revision. 

Obviously, the full returns on 
what Senate Bill 860 has wrought 
will not be in for months and years, 
until they have been treated in the 
fires of litigation and agency 
interpretation. However, a number 
of things are clear at the outset. The 
purpose of this article is simply to 
list the major substantive changes, 
with brief commentary where it 
seems indicated, as a timely service 
for members of the Bar. Detailed 
analysis is more properly a subject 
for individual articles. There 
follows a list of 24 changes, which 
are listed in numerical order by 
section number. 

Section 120.52(1) was amended 
to exclude joint electric power 
supply projects from the definition 
of agency, which will take them out 
of the APA entirely. However, this 
definitional exemption appears to 
have no effect on proceedings, such 
as power plant siting, in which the 
project might be a party, which 
would still be conducted under the 
APA. 

Section 120.52(10) was amended 
by Chapter 78.28, Laws of Florida, 
to include within the definition of 
party governmental consumer 
advocates when authorized by a 
county commission resolution 
applicable to a specific proceeding 
and to make clear that prisoners are 
not parties for the purpose of 
obtaining proceedings under 
Sections 120.54(16) or 120.57. 

Section 120.52(13) was amended 
to include the official recom- 
. any other duly 


mendation of “. . 


1978 Revision of the Administrative 
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authorized presiding officer other 
than an agency head or member 
thereof, .. .” Thus, the agency head 
is now bound by the findings of fact 
made by any person conducting a 
Section 120.57 hearing to the same 
extent as if the hearing were 
conducted by a hearing officer 
from the Division of Administrative 
Hearings unless the hearing is held 
before the agency head or member 
of the agency head. It appears that 
the following agencies are 
primarily affected: 

The Public Service Commission; 

The Board of Review- 
Unemployment Compensation 
Appeals; 

Unemployment 
Appeals Referees; 

The Department of Highway 
Safety and Motor Vehicles in 
hearings regarding drivers’ licenses; 

The Department of Health and 
Rehabilitative Service in hearings 
on matters formerly administered 
by the Division of Family Services; 

The Division of Administrative 
Hearings in hearings in which the 
division is a party; 

All educational units in hearings 
involving student disciplinary 
suspensions or expulsions; 

The Public Employee Relations 
Commission in hearings for the 
determination of the appropriate- 
ness of the bargaining unit. 

In addition to those agencies 
listed above whose formal hearings 
are affected, the 120.57(2) informal 
proceedings of all agencies are 
affected if a hearing is held. This 
amendment is one of the most 
sweeping changes since the APA 
was first passed in 1974. 

The rulemaking provisions of 
Section 120.54 were also extensively 
revised. While some of the changes 
made were technical and minor, the 
economic impact requirements 


Compensation 


were considerably changed, which 
will require rethinking rule 
challenges. 

Section 120.54(1)(b) was 


inistrative 
law 


amended to require that proposed 
rules must now be made available 
for inspection and copying at the 
time of publication of the notice. 

Section 120.54(2) contains much 
more significant changes. The 
content of the statement of 
economic impact was substantially 
revised. The requirement that 
professionally accepted metho- 
dology be used in preparation of 
the economic impact statement was 
deleted, but a detailed statement of 
the data and methods used is 
required. Present provisions 
relating to least-cost methods and 
cost-benefit comparisons were 
eliminated as were references to 
determinations of the most efficient 
allocation of resources. The cost to 
the agency of implementing the 
rule, including estimated cost of 
paperwork, must now be estimated 
and included in the statement. The 
most significant change was to 
provide a one-year statute of 
limitations for rule challenges based 
upon failure to provide an adequate 
economic impact statement. This 
provision does not take effect until 
October 1, 1978. 

Thus, the former open season on 
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rule challenges based on 
deficiencies in the economic impact 
statements has now been capped by 
a time limit. However, it appears 
that new weapons for pursuing the 
quarry may have been supplied by 
the requirements that the agency 
include a detailed statement of the 
data and methods used, and that 
agency implementing costs must be 
estimated. Either or both could be 
challenged. 


Section 120.54(3) was amended 
to clarify that the “opportunity to 
present evidence and argument” in 
rulemaking proceedings means a 
public hearing. The agency is 
required to consider and make a 
part of the record of the rulemaking 
proceeding any material submitted 
to it within the first 14 days after the 
notice of the proceeding. Section 
120.54(12)(b) was amended to 
permit the agency to make changes 
in rules based upon the submitted 
material if the changes are made 
prior to adoption and_ the 
committee is notified of the change. 


Section 120.54(7) was amended 
to make it clear that the term “law 
implemented” means a_ Florida 
statute or a law of Florida as 
opposed to a federal law or a 
federal or state rule. 

Section 120.54(11)(b) was 
amended to clarify that the time 
period during which a rule must be 
adopted when there has been a 
hearing is the same as that for rules 
upon which there is no hearing, if no 
transcript was prepared and no 
material was authorized to be 
submitted at the hearing. 

Section 120.55(1)(b) was 
amended to provide that university 
rules relating to internal personnel 
or business and finance need not be 
published in the Florida 
Administrative Code, but the 


Department of State is required to 
publish in the Code a summary or 
listing of these and all other rules 
filed with the department and not 
published, and to state where these 
rules may be examined. 


Section 120.55(3)(a) was 
amended to add the Division of 
Administrative Hearings to the list 
of those who receive three free 
copies of the Florida Adminis- 
trative Code and the Florida 
Administrative Weekly and the free 
distribution of both publications to 
the Supreme Court and the district 
courts of appeal is increased from 
three to four. 

Section 120.56(4) was amended 
to grant the Division of 
Administrative Hearings implied 
jurisdiction to determine the 
validity of emergency rules and to 
provide a timetable for these 
determinations. 

Section 120.565 was amended to 
narrow the description of 
declaratory statements to specify 
that these statements must set out 
the agency’s opinion as to the 
applicability of specific provisions 
of law, rule or order as it applies to 
the petitioner in his particular set of 
circumstances. This amendment is 
designed to prevent rulemaking by 
declaratory statement. 

Section 120.57(1)(b) was 
amended to set the notice period 
for preliminary hearings for the 
revocation of parole at not less than 
seven days and for revocation 
hearings at not less than five days. 

Section 120.57(1)(b)8 and 12 
were amended to require a hearing 
officer from the Division of 
Administrative Hearings to submit 
a written report rather than a 
recommended order in hearings 
relating to the granting of licenses 
or mergers for financial institutions 
conducted for the Department of 
Banking and Finance, thus not 
binding the Comptroller to the 
hearing officer’s findings of fact. 

Section 120.58(1)(e) was 


TRAFFIC ACCIDENT ANALYST 


Traffic accident analysis and reconstruction—Expert testimony—Consultation 
Formerly Automotive Engineer with National Bureau of Standards 


1317 Poinciana Ave. CLARENCE S. BRUCE (813) 334-0810 


FORT MYERS, FLA. 33901 


If no ans. call (813)334-1338 


amended to provide that proposed 
orders need not be served upon the 
parties whether or not a majority of 
those who are to make the final 
decision have heard the case or read 
the record in hearings for the 
granting of parole and in 
preliminary hearings for parole 
revocations. 

Section 120.58(3) was amended 
to delete language relating to 
“contempt of the agency” and to 
remove the penalty for that offense. 
The amendment requires agencies 
to seek enforcement of subpoenas 
and orders directing discovery in 
the circuit courts and imposes 
contempt of the court as the penalty 
for failure to comply with an order 
of the court. 

Section 120.60 was amended by 
Chapter 78-95, Laws of Florida, to 
resolve any conflict between its 
time periods and those provided 
elsewhere for issuance of a license 
in favor of the shorter time period. 

Section 120.60(3) was amended 
to provide new exceptions for the 
Department of Banking and 
Finance from the _ licensing 
provisions of the Act to replace 
those which expire July 1, 1978. In 
proceedings for action on 
applications for licenses and for 
mergers of financial institutions, the 
department is required to give 
notice in the Florida Administrative 
Weekly within 21 days of receipt of 
an application. Within 21 days of 
the notice, any person may request 
a hearing and the department must 
provide by rule for participation by 
the general public. Failure to 
request a hearing within the 
specified 21 days waives the right to 
a hearing. This waiver provision 
applies to the applicant for the 
license as well as to all other 
persons. The applicant or the 
licensee is required to publish a 
notice of the hearing at his own cost 
in a format prescribed by 
department rule in a newspaper of 
general circulation in the area 
affected by the application. When 
there is both a licensee and an 
applicant involved in a hearing, the 
amendment does not specify which 
must bear the cost of the ad. The 
amendment makes permanent the 
temporary extension of the 90-day 
period during which licenses must 
be granted or denied to the 180 days 
presently in effect for this type 
licensing procedure. 


Section 120.60(5) was amended 
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to provide that agencies unable to 
obtain service of process in license 
suspension or revocation cases by 
actual service or by certified mail 
may use constructive service in the 
same manner as is provided in 
Chapter 49. 

Section 120.65(2) was amended 
to increase from three to five years 
the Bar membership requirement 
for hearing officers of the Division 
of Administrative Hearings. 

Section 120.66(1) was amended 
to broaden the exception for 
advisory staff members in order to 
combat a problem which had arisen 
in some type of hearings. Under the 
previous language, a party before 
an agency who was so minded 
could attempt to dictate which 
advisory staff members were 
available to advise the agency head 
by calling advisory staff members 
as his witnesses in a hearing, thus 
barring them from use in an 
advisory capacity in the matter. By 
continuing this process until only 
one advisory staff member was left, 
the party thus controlled who was 
available to give advice. The 
amendment makes clear that only 
those advisory staff members 
called as the agency’s witness now 
lose their ability to communicate 
with the agency head as advisory 
staff members so that the tactic 
described above can no longer be 
employed. 


Section 120.68(1) was amended 
to give standing to district school 
boards whose decisions are 
modified by the State Board of 
Education to seek judicial review of 
the State Board’s order. 


Section 120.68(3) was amended 
to provide that a petition to the 
agency for a _ stay is not a 
prerequisite to a petition to the 
court for supersedeas in licensing 
and in all other appeals of an 
agency’s final order. 


Section 120.71(1) was amended 
to remove a conflict with Section 
112.3143, Florida Statutes. Section 
112.3143 requires a member of an 
agency head sitting in an 
administrative proceeding to 
participate in the decision and then 
to reveal his conflict. Section 120.71 
permits him to be disqualified for 
the same reasons that a judge may 
be recused. The conflict was 
resolved in favor of disquali- 
fication. 


Section 120.72 was amended by 
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Chapter 78-95, Laws of Florida, to 
make clear that chapter 120 prevails 
over any conflicting provisions of 
law relating to administrative 
procedures and review thereof 
unless expressly provided 
otherwise and to make ambulatory 
references to Chapter 120 found in 
other sections of the statutes. 


Senate Bill 860 takes effect on 
becoming a law, which will 
presumably be June 27, 1978. A 
grandfather clause is provided for 
bank, savings and loan and credit 
union hearings which began prior to 
June 30, 1978. 

As extensive as the amendments 
described above are, they are not 
the most significant change in 
administrative law which resulted 
from the 1978 Legislative Session. 
That honor belongs to Senate Bill 
261, Chapter 78-85, Laws of 
Florida, popularly known as the 
property rights bill. Whatever else 
that bill accomplishes, it is a 
landmark in at least one sense. For 
many years, the trend has been that 
reviewing courts treat adminis- 


trative agencies like lower courts in 
that they do not substitute their 
judgment for that of the agency ona 
matter of discretion. Chapter 78-85 
appears to be a _ significant 
exception to that rule, in that the 
courts appear to be empowered, if 
not commanded, to pass judgment 
on the case independently of the 
agency whose decision is being 
questioned under at least some 
circumstances. The extent to which 
this potential will be realized 
depends on the courts and remains 
to be seen. Whether it is an isolated 
exception or the beginning of a 
trend is unknowable at this point, 
but it will be interesting to watch 
developments. 

The attention of the Bar is also 
directed to Chapter 78-95, Laws of 
Florida, which passed as House Bill 
1075. This 517 page measure 
amended sections throughout the 
statutes to conform them to the 
provisions of Chapter 120. 
Accordingly, members of the Bar 
should be alert for detailed changes 
in areas of interest to them. o 
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Body Bugs 


By Barry Krischer 


While the title of this article might 
call to mind a different topic, what 
will be discussed here is the 
placement of a miniature 
transmitter on the body of 
confidential informants (C.I.) that 
broadcasts and transmits 
conversations. The signal that the 
“bug” broadcasts can be monitored 
by radio receivers a short distance 
away. Since this has become more 
and more a_ practice of law 
enforcement, it becomes necessary 
to review the applicable law in this 
area. 

At the outset it is important to 
keep in mind that the electronic 
eavesdropping discussed here 
contemplates the consent of at least 
one of the parties to the 
conversation, i.e., the C.I. Although 
the United States Supreme Court 
initially determined that electronic 
eavesdropping failed to constitute a 
search or seizure within the 
meaning of the fourth amendment, 
the Court gradually abandoned this 
rule and concluded that the use of 
electronic devices to “seize” 
conversations does amount to a 
search. As the court noted in Katz v. 
United States, 389 U. S. 347 (1967), 
“the fourth amendment governs not 
only the seizure of tangible items, 
but extends as well to the recording 
of oral statements.” 

At this point the law in the federal 
sphere developed along lines 
diametrically opposed to the 
Florida law in the area. While the 
United States Supreme Court was 
creating constitutional limitations 
upon electronic eavesdropping, it 
also was carving an exception to 
those limitations in the area of 
consensual eavesdropping. In On 
Lee v. United States, 343 U.S. 747 
(1952), the Court held that the 
fourth amendment would not bar 
testimony by a government agent 
regarding a defendant’s statements 
transmitted by a device hidden on 
the person of an undercover agent - 
even though the undercover agent 
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himself failed to testify. Subsequent 
decisions refined this approach by 
emphasizing that the defendant 
must assume the risk both that an 
individual with whom he converses 
might allow a third party to 
overhear the conversation, and that 
the conversation might “be 
accurately reproduced in court, 
whether by faultless memory or 
mechanical recording.” Lopez v. 
United States, 373 U.S. 427, 439 
(1963). Only a year prior to the 
Court’s assertion in Katz that the 
fourth amendment “protects 
people - and not simply ‘areas’ - 
against unreasonable searches and 
seizures,” the Court continued to 
emphasize the risk factor by 
declaring in Hoffa v. United 
States, 385 U.S. 293 (1966), that the 
fourth amendment does not protect 
“a wrongdoer’s misplaced belief 
that a person to whom _ he 
voluntarily confides his wrong- 
doing will not reveal it.” 

Then in 1971, the United States 
Supreme Court wrote its opinion in 
United States v. White, 401 U.S. 745 
(1971), wherein the Court stated: 

For constitutional purposes, no different 
result is required if the agent instead of 
immediately reporting and transcribing his 
conversations with defendant, either 1) 
simultaneously records them with electronic 
equipment which he is carrying on his 
person; or 2) carries radio equipment which 
simultaneously transmits the conversations 
either to recording equipment located 
elsewhere or to other agents monitoring the 
transmitting frequency. If the conduct and 
revelations of an agent operating without 
electronic equipment do not invade the 
defendant’s constitutionally justifiable 
expectations of privacy, neither does a 
simultaneous recording of the same 
conversations made by the agent or by 
others from transmissions received from the 
agent to whom the defendant is talking and 
whose trustworthiness the defendant 
necessarily risks. 

It is thus untenable to consider the 
activities and reports of the police agent 
himself,through acting without a warrant, to 
be a “reasonable” investigative effort and 
lawful under the fourth amendment but to 
view the same agent with a recorder or 
transmitter as conducting an “unreasonable” 
and unconstitutional search and seizure. 


criminal low 


No different result should obtain where 
the informer disappears and is unavailable at 
trial; for the issue of whether specified 
events on a certain day violate the fourth 
amendment should not be determined by 
what later happens to the informer. His 
unavailability at trial and proffering the 
testimony of other agents may raise 
evidentiary problems or pose issues of 
prosecutorial misconduct with respect to the 
intormer’s disappearance, but they do not 
appear critical to deciding whether prior 
events invaded the defendant's fourth 
amendment rights. 


By contrast, the law as it evolved 
in Florida was more conservative 
than the holdings of the United 
States Supreme Court, and while 
they are contradictory, being more 
restrictive, the Florida case law is 
controlling. 

The first Florida case apparently 
on point was decided in 1965, 
Gomien v. State, 172 So.2d 511, in 
which the Third District Court of 
Appeal held: 

The constitutional question of the tape 
recording constituting an illegal search and 
seizure or a sort of entrapment has already 
been answered adverse to the appellant. A 


strict judicial adherence to the requirements 
necessary for authentication; in addition to a 
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judicial preview of the recording for the 
elimination of prejudicial and irrelevant 
matter, will afford the defendant the 
protection our Constitution guarantees him 
while at the same time making available a 
highly useful and reliable scientific means of 
presenting evidence. 


Then in 1966, the Third District 
Court of Appeal, when faced with 
the same issue in Hajdu v. State, 189 
So.2d 230, stated: 


The Gomien opinion and authorities cited 
therein were primarily concerned with the 
authenticity of a transcript of a conversation. 
These authorities were not applicable in the 
instant case, because the alleged 
conversations were never transcribed. In 
Gomien, the witness testifying was the 
person who caused the conversation to be 
recorded after having been invited into the 
defendant’s premises. In the instant case, the 
objectionable testimony was given by a 
person not within the defendant’s premises 
and by one to whom an invitation had not 
been extended. The person in the instant 
case who is analogous to the witness White, 
and she was permitted to testify as to what 
transpired in the appellant’s premises. And, 
if she had recorded the conversation, then 
upon proper authentication (if otherwise 
admissible) any such transcription would 
have been admissible under Gomien v. State. 


Again, the Third District Court of 
Appeal was involved in Koran v. 
State, 213 So.2d 735 with tape 
recorded surveillance: 


In Florida, generally, sound recorded 
evidence of oral conversation is admissible 
into evidence provided that a satisfactory 
degree of authenticity has been achieved; 
and where, as here, the person causing the 
recording to be made is the one whose actual 
testimony is sought to be corroborated by 
the recording. 

The recording of the oral conversation 
between the agent Rivers and the defendant 
was taken with the consent of one of the 
parties, Rivers. It was admissible under state 
law. 


In 1969 the Third District Court 
of Appeal in Parnell v. State, 218 
So.2d 535 stated: 


In Florida, where the conversation has 
been recorded and the recording made with 
the consent of one of the parties to the 
conversation, even through the consenting 
party is an undercover police officer, such 
conversation is admissible. This is 
particularly true when the recording is used 
to corroborate the testimony of a consenting 
party to the recording. 


However, in 1968 the Florida 

Constitution was amended and the 
provisions of Article I, §12 were 
altered as evidenced by _ the 
language italicized below: 
§12 - Searches and Seizures - The right of the 
people to be secure in their persons, houses, 
papers and effects against unreasonable 
searches and seizures, and against the 
unreasonable interception of private 
communications by any means, shall not be 
violated. No warrant shall be issued except 
upon probable cause, supported by 
affidavit, particularly describing the place or 
places to be searched, the person or persons, 
thing or things to be seized, the 
communication to be intercepted, and the 
nature of evidence to be obtained. Articles or 
information obtained in violation of this 
right shall not be admissible in evidence. 
[Emphasis added]. 

“Thus, in 1973 when the Florida 
Supreme Court decided the case of 
Tollet v. State, 272 So.2d 490, the 
court stated: “In Florida, at least, 
the protection of privacy in the 
areas of communications is 
constitutionally mandated in 
express language.” Thus the court 
decided that federal case law, 
including White, would not be 
controlling authority of the State of 
Florida. 

The court reasoned that under 
the newly amended constitutional 
provisions any interception would 
be unreasonable if the law 
enforcement officer did not initially 
“obtain an interception warrant, or 


had secured consent from one of 
theParties to thecommunication. . ” 


[A] participant in a communication must 
himself take the witness stand and testify 
that he gave his consent to the interception as 
a predicate to the introduction of the 
electronic reproduction of the 
communication. Its introduction under those 
circumstances is not violative of the new 
language in Section 12, Article 1; rather, it is 
in keeping with the intent of the new 
verbiage. This is so because it is an 
elementary rule of evidence that a party toa 
discussion or communication with a 
defendant may take the witness stand and 
testify, subject to cross-examination, as to 
the contents of his communication or 
discussion with a defendant and this can 
include as a logical concomitant to his 
testimony any tape or electronic recordings 
of such communications or discussions 
which he himself made or which he authorized 
(consented for) police officers to make. Such 
direct testimony easily falls in the class of 
those exceptions where establishment of 
probable cause and securance of a warrant 
or order are not required. 

However, where there is no warrant or no 
testimony of a participant to the 
communication that he consented to its 
interception, the hearsay testimony of the 
police officer only making the wiretap that 
he was given consent to make it by an alleged 
participant to the communication does not 
obviate the requirements of Section 12, 
Article 1. 

We also conclude that where wiretaps are 
made without the advance securance of 
permission of a magistrate, authentication of 
the giving of consent to the police to make 
the wiretap must be established by 
competent and relevant testimony of a party 
to the communication, subject to cross- 
examination by defendant, as a condition 
precedent to the introduction of the wiretap 
recording of the communication in evidence 
against the defendant. We believe that the 
new language in Section 12 of Article 1 of the 
State Constitution to be meaningful requires 
the safeguards set forth in this opinion. 


It would appear that despite 
Judge Freeman’s admonition to the 
contrary, “Simply invoking the 
term ‘electronic’ would not seem 
adequate to bring into play all of the 


constitutional protections which 
defendants assert.” United States v. 
Carpenter, 403 F. Supp. 361, 364, 
the Florida Supreme Court has 
gone too far in its efforts to protect 
society from the evils of electronic 
surveillance in its Tollet decision. In 
its interpretation of Article I, §12 of 
the Florida Constitution with 
respect to oral communications, the 
Supreme Court has totally 
overlooked its own decisions with 
reference to unreasonable searches 
and seizures covered by the same 
section of the constitution. The 
Tollet decision ignores the third 
party consent-to-search cases 
which have long been in existence 
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in the State of Florida. See Carlton 
v. State, 149 So. 767 (Fla. 1933); 
Tomlinson v. State, 176 So. 543 (Fla. 
1937); Rivers v. State, 226 So.2d 337 
(Fla 1969); Spinkellink v. State, 313 
So.2d 666 (Fla. 1975), all decided by 
the Florida Supreme Court. 


It will be noted that there is no 
requirement in the above case law 
that the third party granting the 
police the consent to search the 
suspect’s property be produced at 
trial to establish that consent. The 
state would have to establish that 
consent by some admissible 
evidence at trial. But there is no 
exclusion of that evidence without 
the testimony of the third party 
granting his consent. In that regard 
the decision of the United States 
Supreme Court in McCray v. 
Illinois, 386 U.S. 300 (1967), is 
notable. An arrest and search 
without a warrant were involved. 
At the initial suppression hearing, 
the police proved probable cause 
for the arrest by testifying to the 
out-of-court statements of an 
unidentified informer. The 
government would been 
obligated to produce the informer 
and put him on the stand had it 
wanted to use his testimony at 
defendant’s trial, but we sustained 
the use of his out-of-court 
statements at the suppression 
hearing, as well as the government’s 
refusal to identify him. In the course 
of the opinion, we specifically 
rejected the claim that defendant's 
right to confrontation under the 
sixth amendment and due process 
clause of the fourteenth 
amendment had in any way been 
violated. We also made clear that 
there was no contrary rule 
governing proceedings in the 
federal courts. See also United 
States v. Matlock, 94 S. Ct. 988 
(1974). 

There is no logical reason to 
ignore the present state of the law 
and create a new and different set 
of rules when what is _ being 
protected are oral communications 
as opposed to property rights. The 
same constitutional provision 
underlies the protection of both, 
hence the same exclusionary rules 
should apply to both. It is for the 
above reasons that the Tollet case 
is felt to have expanded fourth 
amendment rights without 
precedent. This unfortunate 
decision may be the result of the 


court’s failure to recognize the 
above analogy. 

In view of the language of the 
Tollet case, the common practice 
of putting a “bug” on a CI. and 
sending him in to engage an 
accused in conversation, or to make 
a “buy” is no longer a simple matter. 
Should the C.I. be unavailable for 
trial, the tape recorded statements, 
as well as the testimony of the 
officer monitoring the activity, will 
be inadmissible. It would appear 


that the Florida Supreme Court is 
interpreting the amended Florida 
Constitution to mandate that the 
interception be by warrant or 
consent, and if by consent, that 
party must be available to testify 
and be cross-examined by the 
defendant. In light of this position, 
it is recommended that the various 
law enforcement agencies re- 
examine and_ re-evaluate their 
monitoring policies and pro- 
cedures. Oo 
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Abstracts of Articles 


“The Rule of Liability for Loss of 
Use When Property Is Totally 
Destroyed: Some Economic 
Considerations” by Louis De Alessi. 


In this article Professor De Alessi 

applies economic analysis to a 
California case which held that a 
tortfeasor who negligently destroys 
property which he rented is liable to 
the lessor for loss of use during the 
time in which a replacement is 
being procured. In arriving at the 
conclusion that the court may have 
made the correct decision despite 
the lack of economic considera- 
tions, a framework for economic 
analysis is suggested which may 
well be extendable to other factual 
situations. 
“The Demise of Section 303 Under 
the Tax Reform Act of 1976: A 
Policy Analysis” by Stanley 
Hagendorf. 

The Tax Reform Act of 1976 
limited the use of Section 303 by 
estates of shareholders of closely 
held corporations. The author 
examines the redemption 
provisions of Section 303 and the 
changes made by the new Act in 
light of the policy considerations 
supporting redemptions. He 
concludes that further relief is 
needed for estates which include a 
closely held business. 


Dan P. Danilov 
of the Washington State 
Bar announces his 
availability to lawyers 
for consultations and 
referrals in U.S. 
Immigration and 
Nationality matters. 
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GUrrent Florida Legal Literature moo 


“State Antiquity Laws and 
Admiralty Salvage: Protecting Our 
Cultural Resources” by Adam 
Lawrence. 


In this article the author analyzes 
the constitutional power of the 
states to vest title to sunken artifacts 
in themselves. The legal nature of 
sunken property and the conflicting 
state and federal claims to which it 
is subject are examined through an 
historical presentation of the 
statutory and common law 
pertaining to sunken property. The 
author suggests how the possible 
conflicts between federal maritime 
and state jurisdiction can be 
resolved, both within the 
framework of the present law, and 
by enacting new legislation on the 
state and federal levels. 


Comments 


“Paternity Statutes: Thwarting 
Equal Protection for Illegitimates” 
by Susan E. Wills. 


When measured against United 
States Supreme Court decisions 
since 1968 and the newly evolved 
standards they embody in equal 
protection for illegitimate children, 
the Florida statute for the 
determination of paternity _ is 
constitutionally infirm in three 
areas: restrictions on standing, 
statute of limitations, and its fixed 
schedule of support obligation. A 
review of current statutory and case 
law throughout the United States 
will demonstrate the urgent need 
for the adoption in Florida and 
elsewhere of the Uniform 
Parentage Act. 


“Discretionary Accounts” by 
Cristina Moreno. 


The author examines the recent 
cases and rulings defining the 
circumstances under which 
discretionary commodity accounts 
will be considered a security. After 
describing the three major types of 
discretionary accounts the author 
concludes that only those accounts 
in which the broker and the investor 
have a common economic interest 
or dependence should be treated as 
securities. The author argues that in 
light of both the essential role in the 
commodities market played by 


discretionary accounts and_ the 
added investor protection provided 
by new commodities legislation, 
the courts should be slow to impose 
securities treatment upon 
discretionary accounts. 


“The Scope of Federal Habeas 
Corpus Relief for State Prisoners” 
by Ronald D. Poltorack. 


After reviewing the historical 
expansion of the writ of habeas 
corpus to allow broader federal 
relief for state prisoners, the author 
examines the more recent trend of 
limiting the bounds of habeas 
corpus, especially as a result of the 
Stone v. Powell decision. Based on 
an examination of the evolution of 
the modern-day writ, the author 
predicts future developments. 


“Conflict Certiorari: Is the Supreme 
Court of Florida Following Its 
Constitutional Mandate?” by Ellen 
Catsman Friedin. 


This article considers potential 
changes in the Supreme Court of 
Florida’s conflict certiorari 
jurisdiction. After examining the 
inconsistent manner in which the 
court has interpreted its own 
jurisdiction, the author discusses 
ameliorative alternatives. 


Tax Notes 

“Fairfax Auto Parts, Inc. v. 
Commissioner: Definitional 
Requirements of the Multiple 


Corporation for Purposes of 
Exclusion from Surtax Exemp- 
tions” by Jay Nathanson. 


The United States Court of 
Appeals for the Fourth Circuit 
recently has upheld the Treasury 
Regulations’ expansive definition of 
a brother-sister controlled group. 
The author views this decision in 
light of the history and purpose of 
the sections of the Code and 
regulations which it construes. He 
concludes that the court of appeals’ 
construction is much broader than 
that intended by Congress, and that 
legislative clarification is necessary. 
“Funding of Marital Deduction 
Trusts Through Equalization 
Clauses: Confusing Concepts of 
Terminable Value and Terminable 
Interest” by David R. Rogol. 


In a recent decision, the Tax 


THE FLORIDA BAR JOURNAL 


4 
a 
556 
‘ 


Prodata International’s computerized 
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Court concluded that an interest 
passing to a surviving spouse under 
a trust instrument qualified for a 
marital deduction where the 
interest was vested indefeasibly on 
the date of death but might have no 
value. The author suggests that the 


Internal Revenue Service attack 
upon this estate plan was based 
upon mistakenly equating 
terminable interest with terminable 
value—a confusion which has 
existed at least since the issuance of 
Revenue Procedure 64-19 in 1964. 


“Scope of Tax Benefit Rule 
Limited” by Steven M. Harris & 
Ronald B. Ravikoff. 


In Putoma Corp. the Tax Court 


decided that forgiveness of 
interest indebtedness owed by a 
corporation (which had deducted 
for the accrued but unpaid interest) 
to a shareholder did not result in 
taxable income to the corporation 
because the interest foregiveness 
was a contribution to capital. The 
authors dispute the court’s analysis 
and suggest a framework for future 
decisions concerning this problem. 


BRATTEN’S SELECTED CasE NOTES 
FROM A CRIMINAL LAWYER'S 
NOTEBOOK 


By Thomas A. Bratten of West Palm 
Beach, published by The Harrison 
Company, 3110 Crossing Park, 
Norcross, Georgia 30071; 192 pages, 
$20.12 


Tom Bratten has organized his 
case notes under headings which 
will be immediately familiar to a 
trial practitioner in the criminal 
field. This compact one-volume 
work does not purport to be an 
exhaustive treatise on any area of 
procedural or substantive law. The 
author in his foreword acknowl- 
edges that most situations arising 
during trial can be anticipated and 
thus researched in advance. He 
continues: “The notes collected 
here are useful in unanticipated 
situations where a favorable ruling 
is required on the spot and where 
the harmless error rule may prevent 
correction on appeal.” 

The book does not have a table of 
contents or index but they are 
unnecessary. Once the reader 
familiarizes himself with the 
contents and the alphabetically 
arranged headings: “...the needed 
note usually can be located while 
rising to address the court.” There 
are blank pages provided 
throughout the book which can be 
used for the practitioner's own 
practical notes or later citations. 

The headings include: “Accident 
Reports-Confidentiality; Argument 
of Counsel-Order; Attorney-Right 
to Withdraw; Blood Alcohol Test 
Results; Business Records- 
Admissibility; Continuances; 
Insanity-Evidence; Entrapment; 
Examination of Witnesses-Form of 


Questions; Eyewitness Identifica- 
tion-Impeachment Points; 
Informants-Disclosure of Identity; 
Intoxication; Jeopardy; Judge- 
Conduct During Trial; Objection 
Checklist-Testimony; | Objection 
Checklist-Documentary Evidence; 
Prior Crimes or Acts; Recordings; 
Reputation Evidence.” 


An example of a useful note 
under the heading “Judgment of 
Acquittal” is: “The trial judge must 
determine, in ruling on a motion for 
judgment of acquittal made at the 
close of the state’s case, whether or 
not the jury, as reasonable men, 
could find defendant guilty beyond 
and to the exclusion of a reasonable 
doubt.” The note is followed by a 
case citation. 


I took my copy of the book toa 
recent misdemeanor trial to test its 
usefulness. The prosecution put on 
a strong case and my client was 
worried about being sentenced late 
at night to a jail sentence should a 
guilty verdict be returned. As soon 
as the jury went out I took the 
prosecuting attorney to the judge 
and asked if the judge in the event 
of conviction would allow me one 
week to prepare for sentencing 
should the judge be contemplating 
jail time as a sentence. I used to 
bolster my argument a case note 
under “Sentencing” which reads: 
“Counsel is entitled as of right to a 
reasonable opportunity to make a 
submission, by testimony or 
otherwise, on any matter relevant to 
the sentence.” And I cited the case 
given. The judge was persuaded 
and said he was considering jail 


‘ime. Fortunately, the verdict made 


the delay unnecessary but the ruling 
eased the defendant’s mind while 


waiting for the jury. 

Under “Objection Checklist- 
Testimony” the author lists 19 
possible objections including: 
“irrelevant (has nothing to do with 
the issues); immaterial (proves 
nothing); incompetent (not 
receivable for some _ reason); 
argumentative; opinion or 
conclusion of the witness; no proper 
foundation shown; compound 
questions; the questions assume 
facts not in evidence.” 

All of the points in this book can 
be found in the rules, in the cases or 
in the texts, but this work is a good 
nucleus for a well organized trial 
notebook that puts the points most 
frequently encountered with 
citations together in one book at 
trial. This volume can be 
personalized by annotating it with 
your own unique approach, 
citations or practical notes and 
should then become a very useful 
aid at trial. 


Reviewed by Meredith J. Cohen 
Orlando 
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THE FLORIDA BAR’S 
DESIGNATION COORDINATING COMMITTEE 


HAS APPROVED PUBLICATION OF ATTORNEY LISTINGS 
AND DESIGNATED AREAS OF PRACTICE IN THE 
FLORIDA LAWYERS DIARY & MANUAL 


We respectfully call your attention to the fact that The Florida Bar’s Designation 
Coordinating Committee has approved publication of listings of attorneys under their 
designated areas of practice in the Florida Lawyers Diary and Manual. 


The Florida Lawyers Diary and Manual is a reference tool found on thousands of 
Florida lawyers’ desks. A special section, to be printed on yellow paper, for easy 
recognition, is again planned for inclusion in the 1979 edition. 


This yellow paper section will include dignified listings of attorneys under the 
particular branch(es) of law that they have designated. 


These listings will be bold, yet dignified and will include only name, address and 
telephone number under the heading of the particular designated area of practice. 


Only those attorneys who are properly designated under The Florida Bar Designation 
Plan will be permitted to participate in this new yellow section. 


These listings are becoming a most readily available source for Florida lawyers to use 


when they or their clients require the particular services of another lawyer either 
across town or across the state. 


We are confident that you will want to have your dignified listing appear in this 
section. To insert it, kindly complete the short form below. 


We will send you a proof of your listing, prior to publication, for your approval. 
The cost of the listing in this new section to appear in the 1979 Florida Lawyers 


Diary and Manual is a modest $25 for each listing under each designated 
branch of the law. 


FLORIDA LAWYERS DIARY & MANUAL 
P.O. BOX 50 
NEWARK, N.J. 07101 


Please insert the following listing in the special section to be published in the 


1979 Florida Lawyers Diary and Manual and bill me $25.00 for each listing under 
each field of law. 


NAME 

ADDRESS 
CITY ZIP 
TELEPHONE AREA CODE_______ TELEPHONE NUMBER 


This Listing Should Appear Under the Following Designated Branch or 
Branches of the Law: 
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By Stephen Marc Slepin 


“Great job!” 
Reubin Askew, congratulating 
legislators on special session legislation. 


“Credo quia absurdum.” 
Tertullian (155-222 A.D.), commenting 
on Reubin Askew’s congratulatory 
comment. 


The 1978 Legislative Session and 
Special Session are over, and the 
Workmen’s Compensation Section 
editor is now entitled by custom to 
the articulation of certain post- 
bellum impressions. 


I. 


By Administrative order of July 
11, 1975, the Treasurer-Insurance 
Commissioner of Florida, 
Honorable Phillip Ashler (now 
Secretary of the Department of 
Commerce) ruled against the 
Florida Workmen’s Compensation 
Rating Bureau and struck one of the 
Bureau’s myriad codes (Code 9014) 
which had the effect of lumping 
together disparate employments 
for workmen’s compensation 
premium purposes. That case, 
brought by certain janitorial 
employers re those person's who 
dust desks in offices after work, 
inter alia, resulted in a ruling in Case 
74-Rate-094 regarding the 
following Code: 


Buildings-operation by contractor ....9014 


Window cleaning, painting, maintenance, or 
repair at any location where such contractor 
does not also perform janitorial services to 
be separately rated. (emphasis supplied) 


Notwithstanding the clear language 
of Code 9014, the Florida 
Workmen’s Compensation Rating 
Bureau did include “window 
cleaning, painting, maintenance, or 
repair’ where the contractor did 
perform janitorial services only. 
Commissioner Ashler ruled: 


That . . . code classification [9014] .. . 
contemplates or might include numerous 
and diverse occupations of varying hazard, 
such as elevator operators, furnace tenders, 
doormen, security forces, grounds keepers 


Editorial Ruminations Post-Bellum 
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and others. Specifically, such occupations as 
painting and window cleaning are included 
without regard to the size of the building and 
without limitation to the interior of the 
building, . . . All such employees, be they 
engaged in carpentry, roof repair, electrical 
maintenance or dusting and cleaning, would 
fit within Code 9014. (emphasis supplied) 


... Inaddition to those occupations referred 
to... there is also included within Code 9014 
those persons engaged in the business of pest 
extermination, . . . The Code contemplates 
or might include employees who erect tents 
over buildings, drive from place to place to 
inspect crawl spaces and attics, and those 
who handle poisonous liquids or compounds 
of a non-gaseous nature. 


That Code 9014 is excessively broad in 
scope, susceptible to varying interpretation, 
may include occupations of substantially 
different hazard and fails to recognize the 
distinct nature of the Petitioner’s business 
occupation and those contract janitorial 
services similarly situated. 


The Insurance Commissioner 
therefore found that the Florida 
Compensation Rating Bureau was 
required to promulgate a new code 
applicable to the employment upon 
which Code 9014 had _ been 
imposed, and to give rise therefore 
to rate classification relief. He held: 
“The Florida Compensation Rating 
Bureau’s denial of Petitioner’s 
request for rate classification 
relief. .. be and the same is hereby 
reversed.” The Bureau did nothing. 

The malaise addressed by 
Insurance Commissioner Ashler in 
1975 is, of course, foundational to 
Florida’s so-called Workmen’s 
Compensation crisis. 

The press ignored the issue. The 
1978 Legislature ignored the issue. 
The Governor, in his expanded 
Special Session call including 
workmen’s compensation, ignored 
the issue. Employers throughout 
the state, however, cannot. 


II. 
Florida Statute §440.34(1) 


authorizes the payment of 
attorneys’ fees to lawyers 
successfully representing 


employees—which fees are 
otherwise prohibited by law— 
where, but only where, the 
employers/carriers who are 
obligated to “self-execute” the Act 
default on their duty beyond 21 
days from . . . Lord knows what, 
and where the injured employees’ 
attorneys prove reasonable 
attorneys’ fees. 

Are carriers self-insured 
employers, or is the state of Florida 
as an employer, efficiently self- 
executing the Act? 

Are attorneys’ fees under 
Chapter 440 promiscuously 
awarded irrespective of employer/ 
carrier diligence, or do the 
inefficient executors suffer an 
appropriate proportion of the 
penalty fees? 

Is the manual laborer with a wife 
and four children, off work for 
three months, uncompensated, able 
to induce self-execution of the Act? 
How? 

The press ignored the issue. The 
1978 Legislature ignored the issue 
(except that it agreed that injured 
employees should pay 25 percent of 
the fee for employer/carrier 
default). The Governor, in his 


Stephen Marc Slepin practices law with 
Slepin & Slepin, Taliahassee, and is editor of 
the Workmen’s Compensation column. This 
article is written on behalf of the Workmen's 
Compensation Section, Albert M. Frierson, 
chairman. 
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expanded Special Session call 
including workmen’s compen- 
sation, ignored the issue. 
Employees throughout Florida, 
however, cannot. Last year, we had 
approximately 412,000 reported 
industrial accidents. 


III. 


The 1978 Legislature, in Special 
Session called by the Governor to 
include workmen’s compensation 
legislation, failed or refused to 
address the above mentioned 
threshold issues, as well as other 
obvious issues, and effectuated the 
following changes among others in 
Chapter 440—after the initial 
frenzy of nescient legislative 
proposals abated. 

1. joint committee was 
established, with a $150,000 
appropriation to study the issue. 

2. F.S. §440.02(1)(b), (2) was 
amended to deprive compensation 
to employments in which less than 
three persons are employed by the 
same employer. 

3. The number of weeks of 
benefits to be received was cut for 
those with smaller permanent 
partial disabilities, and expanded 
for those with greater permanent 
partial disabilities. (Paradox - 
scheduled injuries pay more than 
do body-as-a-whole injuries in 
some cases.) 

4. F.S. §440.34(1) was amended 
to require injured employees to pay 
25 percent of the reasonable fee 
found and awarded by a Judge of 
Industrial Claims where the 
employer/carrier was found to 
have defaulted upon its affirmative 
obligation to self-execute the Act. 

5. Certain volunteers are 
excluded from the definition of 
employee. 

6. F.S. §440.11, exclusiveness of 
liability, is reworked. 

7. F.S. §440.12 is amended to 
provide that compensation 
benefits, except for the first week’s 
payments, shall be made by check. 
(Paradox, since the first week is 
paid only retroactively.) 

8. F.S. §440.13 is amended to 
require medical practitioners to file 
with their reports sworn statements 
that the treatment or services were 
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reasonable and necessary, and a 
form is prescribed by the statute. 

9. Anadvisory committee to the 
Department of Commerce is 
created to treat of hospital 
expenses. 


10. The Division of Labor is 
empowered to investigate hospitals 
and medical practitioners, and to 
abort payment upon finding of 
excessiveness of charges, and to 
require repayment of excess 
charges already collected. 

11. Permanent partial disability 
weeks are altered: one is disabled 10 
percent or less is calculated against 
175 weeks, and one who is disabled 
between 10 percent and 50 percent 
is calculated as against 350 weeks, 
and one who is disabled more than 
50 percent is calculated as against 
525 weeks, amending F-.S. 
§440.15(3)(u), See #3, supra. 

12. F.S. §440.15(11) is amended 
to reduce permanent total 
disability, as well as temporary total 


disability, by unemployment 
compensation received. 
13. F.S. §440.185 requires 


employer reporting within seven 
days of actual knowledge of injury 
or death, rather than 10 days. 

14. F.S. $440.20 is amended in 
respect of penalties and interests, 
and should be closely examined. 
(No interest on late medical or 
during appeal.) 


15. F.S. §440.20(10) contains a 
new caveat warning that the JIC is 
not “required” to approve lump- 
sum washouts where it is 
determined that the amount of the 
washout would be in excess of the 
value of benefits “the claimant 
would be entitled to under this 
Chapter.”—which should give rise 
to a lot more litigation that would 
otherwise be settled. 


16. F.S. §440.20(10) is also 
amended to require entry of a 
washout order within seven days of 
the filing of the joint petition and 
stipulation without a hearing unless 
the judge determines otherwise, 
where all parties are represented by 
counsel. 


17. F.S. §440.25(3)(a) is 
amended to prohibit the maturation 
of claims for wage-earning capacity 
loss “until 90 days after the 
employee has reached maximum 
medical improvement.” The 
results: the employer/carrier— 
already not required to go forward; 


Central Heating & Air Condi- 
tioning v. Harrison, IRC 2-3242 
(1977) cert. den.,—now will have 
111 days from notice of MMI in 
which to act free of fee; and 
persisting claims are not valid or 
cognizable or viable until 90 days 
after either MMI or (more likely) 
notice to the carrier of MMI. 

And this was the less obnoxious of 
the pending bills. 


IV. 
What follows is unabashed 
editorial opinion, tongue only 


barely cheeked. 


It is one of those iridescent ironies 
of political life that in the face of a 
virtual legislative decision to 
forebear from tampering with 
Chapter 440 this year, it was in the 
last analysis Governor Askew who 
transmuted the Associated 
Industries’ passion into a legislative 
enactment.* Which certainly 
reverses the Disraelian theme of 
Tory politicians making liberal 
policy. 

Indeed, one political ophthal- 
mologist well disposed to the 
administration observed that the 
only product of this gubernatorial- 
legislative alliance was strabismus. 
Yet, as United States Repre- 
sentative Ron Dellums said of his 
Carter-favored bill to double the 
Carter-trimmed White House staff: 
“Why should we allow a mere 
campaign promise to stand in the 
way of what is now wanted?” 


*In return for which the legislature 
passed the administration’s 
proposal to rescind the electorate’s 
entitlement to select its Public 
Service Commission. If the PSC 
and the members of the cabinet 
become appointive by the 
Governor (per the subject 
legislation and the Constitutional 
Revision Commission proposal, 
respectively) we can _ achieve, 
perhaps, the manifest efficiencies 
and openness of the _ federal 
government upon which those 
proposals are modeled— viz. a chief 
executive whose appointive power 
is tempered only by the Senate with 
which manageable relations are 
achievable. Was it not Dr. 
Frobisher Scriinshaw who once 
opined that the espousal of strong 
principles is sometimes expedient? 

oO 
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reorganized into a streamlined Malpractice, Environmental Rights 


and Remedies, Administrative Law, 
and Civil Rights receive special 
emphasis in response to legislative 


activity. LCp 
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Thanking Contributors 

This is in response to an inquiry to 
the Committee on Standards of 
Conduct Governing Judges if it 
would be a violation of Canon 7 to 
personally thank individuals who 
contributed to a judge’s upcoming 
campaign. 

Canon 7B.(2) provides that a 
candidate “should not himself 
solicit campaign funds, or solicit 
attorneys for publicly stated 
support, but he may establish 
committees of responsible persons 
to secure and manage the 
expediture of funds for his 
campaign and to obtain public 
statements of support for his 
candidacy.” 

Inasmuch as the law requires all 
campaign funds be reported and 
inasmuch as the canon refers to 
“public statements of support” it 
is obvious that it is not intended that 
contributors of support be kept a 
secret from the candidate. 
Therefore, it is the view of seven 
members of the committee that the 
canons do not prohibit a judge or 
candidate for judge from exercising 


the ordinary courtesies and 
manners of society which would 
anticipate thanks for support. 
Obviously, any note or statement of 
thanks should be in good taste. 
(Opinion 77-22) 

Serving as Director 


An opinion of the committee as to 
whether a judge may serve, or 
continue to serve, as a director of a 
federal savings and loan association 
was requested. The judge drew a 
distinction between a_ federal 
savings and loan association and a 
bank in that a savings and loan 
association is a “mutual” and a bank 
has “stock,” resulting in the 
directors of the federal savings and 
loan association having no 
proprietary interest in the 
association. 

Canon 5C.(2) provides that a 
judge “should not serve as an 
officer, director, manager, advisor, 
or employee of any business.” The 
members of the committee are 
unanimously of the view that the 
canon prohibits a judge from 
serving as a director of a federal 
savings and loan association. For 
similar opinions, published in The 
Florida Bar Journal, see opinions 
73-1, 73-4, 73-6, 73-12, 73-13, 74-12, 
74-14, 74-16, 74-17, 75-23, 75-31, 76- 
18, 76-21, 77-3 and 77-6. 

(Opinion 78-8) 


Campaigns For Reelection 


The Committee on Standards of 
Conduct Governing Judges received 
an inquiry posing several questions 
as to the propriety of anticipated 
conduct relating to a campaign for 
reelection by an incumbent judge. 

The first question inquires 


A Diary is a must!! 
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whether either of the following 
statements may be made in a 
campaign speech or in a 
publication: 

a. “I will make every effort to see that there 
is effective discipline of children who 
become subject to the juvenile powers of the 
circuit court.” 


b. “It would be very difficult for my 
opponent to improve on the job which I am 
presently doing.” 
c. “I can greatly improve on the job which 
is presently being done by my opponent.” 
Canon 7B(1)(c) provides that a 
candidate, including an incumbent 
judge, “should not make pledges or 
promises of conduct in office other 
than the faithful and impartial 
performance of the duties of the 
of fice The participating 
members of the committee are 
divided as to whether that canon 
proscribes the above quoted 
anticipated statements. Some of the 
members believe the canon is 
unrealistic, prevents the voters 
from knowing the views of the 
candidate and should be revisited 
by the Supreme Court. Other 
members construe the canon as not 
prohibiting the anticipated 
statements quoted. However, a 
majority of the participating 
members of the committee are of 
the view that (a.) and (b.) are 
permissible but (c.) is proscribed. 
A second question inquires if a 
judge is permitted to comment in 
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any way on disputed legal issues 
that are not presently before him. 
The committee notes an apparent 
conflict between Canon 4 and 
Canon 7B(1)(c). Canon 4 provides 
that a judge “may speak, write, 
lecture, teach and participate in 
other activities concerning the law, 
the legal system, and the 
administration of justice.” He is also 
permitted by that canon to appear 
at a public hearing before an 
executive or legislative body or 
official on matters concerning the 
law, the legal system, and the 
administration of justice. Ina recent 
opinion (opinion 78-3) the 
committee opined that a member 
of the judiciary could properly 
speak out on proposed consti- 
tutional amendments and publicly 
support or oppose proposals of the 
Constitutional Revision Com- 
mission. On the other hand, the 
proscription appearing in Canon 
7B(1)(c) appears clear. It has been 
suggested by one member of the 
committee that Canon 4 is 
applicable to judicial conduct 
generally whereas Canon 7 is 
concerned with political activity, 
including campaigns for election or 
reelection. Nevertheless, while 
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noting the apparent inconsistency 
in the canons, a majority (by one) of 
the participating members of the 
committee believe the anticipated 
conduct is not proscribed; viz: The 
judge may so comment. 

A third question asks: 

If my opponent challenges me on the 
manner of handling a case or the result in a 
case that is still pending in front of me, can I 
reply on those charges without violating 
Canon 3A(6). 

Although some members of the 
committee again recognize the 
failure of the canons to take into 
account the realities of life and 
particularly the realities of 
attempting to remain in office when 
being challenged by an opponent, 
nevertheless a clear majority of the 
participating members are of the 
view that the query must be 
answered in the negative. 

A fourth query asks if it is 
permissible to be aware of 
attorneys who have contributed 
time or money to a campaign 
through a finance committee 
without being in violation of Canon 
7B(2). We have heretofore 
answered that question by our 
opinion 77-22. The answer, 
however, is in the affirmation, viz: 


[ 
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It is permissible to be aware of 
those contributing money or time to 
a campaign. Indeed, it is difficult to 
conceive how a judge may comply 
with the election laws or be held 
accountable for the conduct of the 
campaign without being so aware. 

A fifth question asks: 

Must I recuse myself from any cases where 
an attorney has contributed time and money 
to my campaign where I believe that I can sit 
without being affected by their support and 
where I am not asked to disqualify myself or 
recuse myself by the other parties in the case. 

The participating members of 
the committee unanimously believe 
that query is answered in the 
negative, viz: It isnot necessary that 
a judge recuse himself in any case in 
which a participating attorney has 
contributed time or money to the 
judge’s campaign. 

The committee also unanimously 
believe that a judge has no 
responsibility to disclose to the 
attorneys or parties in any case 
before him any contribuions of time 
or money by an attorney. 
(Opinion 78-7) 

Tyrie A. Boyer 

Chairman, Committee on 
Standards of Conduct Governing 
Judges 
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trails, attractions, festivals, wildlife, planting 
guides, tide charts, taxes...Regulations on 
hunting, boating, parks, camping, driver's 
1 licenses, voting, fresh and salt water fishing, 
tuitions, car tags...Statistics on elections, 
crimes, hospitals, tourism, population, sports, 
cities, counties, births, deaths, diseases, rivers, 
springs...and much more! 
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VIEWPOINT 


Some Thoughts on Keeping Clients Happy 


Lawyers are sued for malpractice 
if they do not keep their clients 
happy. If you will think of things 
that make you unhappy and refrain 
from doing them to your clients, 
you will keep your clients 
reasonably happy. That is to say, 
good relations with clients depend 
on good manners, which are but an 
application of the Golden Rule. 

I believe The Florida Bar should 
conduct a poll of clients to find out 
what makes them unhappy with 
their lawyers, particularly clients of 
lawyers who have been sued for 
malpractice. 

Some of the things which have 
annoyed clients of other lawyers 
enough so that they have come to 
me either asking me to take over 
their cases or asking my advice on 
how to deal with their lawyers, are 
as follows: 

1. After the initial interview, the 
lawyer becomes unavailable. 
Typical statement by client: “I have 
called and asked for an 
appointment and been told by the 
secretary that his schedule is so busy 
she will have to consult with him 
and will call me back. Then she 
doesn’t ever call me.” 

This is a humiliating situation 
for the client and a dangerous 


situation for the lawyer. 

2. The lawyer fails to return 
phone calls. Typical statement by 
client: “I needed some advice right 
away so I called his office. The 
receptionist said he was on another 
line but she would have him call me 
back as soon as he got off the phone. 
He didn’t call me back, and when I 
called his office, the receptionist 
said he had left the office.” 

These sorts of nonexhanges can 
antagonize the client to the point of 
going to a grievance committee or 
taking other action which may be 
extremely time consuming for the 
lawyer. 

3. At the initial interview the 
lawyer tells the client that the client 
definitely has a case and that as soon 
as the lawyer can secure some 
necessary papers, such as police 
accident reports, verification of 
doctor’s bills, reports from doctors 
etc., he will make a settlement offer 
or he will file suit. The lawyer 
informs the client that suit will 
definitely be filed or a settlement 
offer made within x number of 
weeks. About six months later the 
client calls to find out if a settlement 
has been reached or suit filed. The 
secretary says she will get the file 
out and put it on the lawyer’s desk 


and have him call back within a day 
or two. The client becomes upset. 
Why was the file put away? Had the 
lawyer forgotten all about the 
client’s case? 

An old saying is that a 
squeaky wheel gets greased. I often 
tell a client to wait until such and 
such a date, and if he has not heard 
from me by that date to call me. I 
know that even with a tickler 
system and a secretary to remind 
me, cases do get “lost” in the day-to- 
day bustle, so I put some of the 
responsibility for keeping things 
moving on the client. 

This is a most unscientific 
evaluation of some of the problems 
clients have with lawyers. As 
stated at the beginning of this 
article, The Florida Bar should have 
a poll conducted of clients to let us 
know what an independent polling 
organization finds out about us. But 
until that is done maybe this article 
will help to start some of our less 
thoughtful brothers at the Bar 
thinking of ways to improve the 
public’s opinion of lawyers. 


Davin B. HiccInBoTTOM 
Frostproof 


And Shall We Tell The People? .. . 


Are there others “out there” who 
feel a struggle such as I? A struggle 
betweel self and society? A struggle 
which manifests itself when a 
decision must be reached as to 
where my efforts should best be 
spent or directed? Using perfection 
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as a goal, be it perfect tranquility, 
perfect knowledge, perfect liberty 
or perfect whatever label one 
chooses, is it the self that must arrive 
at this goal, or is it that all our selves 
must reach it together? Are we all 
such a part of one and so integrally 
connected that it makes no sense 
and is a waste of energy to propel 
one’s self independently anywhere 
without bringing other selves 
(society) along? Can we bring 
others along even if we choose to 
try? 

It seems questions such as these 
are especially apropos for those of 
us in the legal profession. Few 
members of our society are better 
trained, better able or more 


inclined to move society or to 
“make a difference” if we choose to 
do so. It also seems that a relatively 
high percentage of those in our 
profession are given to contem- 
plating self. We tend not to throw 
up our hands at the questions of, 
“What's it all about” and “Where are 
we going, if anywhere.” Instead, 
many of us tend to believe that 
perhaps we can discover the 
answers to these questions if we just 
think a little more. (When we have 
more time!) 

So here we are, with the 
inclination and the ability to “make 
a difference’—how do we 
determine upon what to make that 
difference? 
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This problem has been 
eloquently expressed by and, in 
fact, marked the point of difference 
between philosophers John Paul 
Sartre and Albert Camus. Sartre 
stated that, since we are involved in 
history, “. . . we should try to give 
history the direction we believe 
salutory. . . .”! From this belief 
followed Sartre’s active politicalism 
and his belief that, if one’s goal is 
just, practically any means that will 
enable society to reach that goal is 
justifiable—the fact that a bit of 
liberty is lost or trampled upon 
today is acceptable if it brings 
society nearer the goal of perfect 
liberty by tomorrow. Commenting 
upon Sartre’s beliefs, Camus 
pointed out that this position 
necessarily demands that one be 
able to show “... that history has a 
necessary direction and end... .”2 

A contemporary example of this 
conflict is the policy of reverse 
discrimination. A society that now 
finds the discrimination practiced 
on certain individuals in the past to 
be an abhorrence is attempting to 
atone by visiting this same 
abhorrence on _ others, today. 
Support of this policy necessitates a 
belief that the past trampling upon 
certain individuals’ opportunities 
for equality calls for a bit of present 
trampling, which will somehow 
result in a future wherein there will 
be no such trampling. 

Being unable to accept Sartre’s 
position, Camus instead believed 
that no ends can justify unjust 
means and wondered whether 
history can have any direction at 
all.3 

Sartre responded that whether 
history has direction is not a 
legitimate question—“The problem 
is not to know its end, but to give it 
one.”4 


And there we remain, at the point 
to which those two fine minds have 
brought us: Are we one, 
collectively, or ones, individually? 
Is there that small inner part of each 
of us that is truly an island? Or are 
we private, separate indivi@uals 
only to a limit; perhaps only to the 
point of that small, inner part? 

Reflection proves the former 
view to be the more logical. If we 
are in reality but one; if history does 
have direction, it seems, given our 
passion for looking back, that that 
fact should be rather readily 
apparent. At first glance, some 
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might say history does appear to 
have some direction—we appear to 
look back to determine where we 
have been and where/how to move 
forward. But, further thought shows 
this first glance to be deceptive. 
Again borrowing Sartre’s musings: 
When we look back and judge, we 
are using different rules. 

Probably never again will the 
state of our world be exactly as it is 
now. As time and civilization march 
on, everything changes. When those 
in the future look back to learn, they 
will judge, for in attempting to learn 
they must judge. But the rules will 
have changed. They will be looking 
back with their perspective. Even 
their recognition of the changes in 
the rules will not enable them to 
view our times with our 
perspective, for by definition, that 
perspective is ours alone. 

Does it not follow that they will 
not really “learn” anything from 
their backward glances? They will 
be what they are and will handle life 
with the abilities which they find 
they possess. Not with anything 
they discern from without, but with 
what they are within. And, perhaps, 
therein lies the answer. If future 
societies will handle life with what 
abilities they possess at that time, 
the only real guidance those 
societies will receive from, and the 
only real connection they will have 
with, those of use living today will 
be whatever abilities we genetically 
pass on to them. And what we 
genetically pass on depends upon 
what we are individually. 

Even Sartre seemed to have 
finally resolved the question in 
favor of the individual. After 
expressing the view in his early 
years that a book could, by itself, 
change its reader, the Sartre of later 


years believed no one should think 
on behalf of anyone else and, by 
implication, that no has 
anything to tell anyone else. 

What result? It must be that there 
is no societal end that may be 
viewed as justifying all means. If 
we, as yet, do not really have 
anything to tell anyone else, that 
goal of perfection mentioned in the 
first paragraph of this article should 
be sought on behalf of self, not 
ourselves as a society. This is not to 
say justice and equality are not to be 
honored—but rather that they are 
to be honored as perfectly as 
possible now—not slanted a bit to 
balance something in the past, or to 
bring about a certain effect in the 
future. As there is no end that will 
justify all means, it is the means that 
must be justified, now. After 
working together to ensure that the 
now is cared for, we will then be 
free to direct the balance of our 
energies toward perfecting that 
elusive self. If one of us achieves 
that perfection—if one of us 
discovers the answer to the question 
of, “What’s it all about”. . . . then we 
shall have something to tell 
everyone else! 


Caro R. NiIcHOLS 
Leesburg 


!“Response a Albert Camus”, in Les 
Temps modernes, reprinted in volume in 
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Gallimard, 1951, The Rebel, New York: 
Random House, 1960. 

3Lettre au directeur des Temps 
modernes, in Les Temps modernes, No. 82, 
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4“Response a Albert Camus,” in Les 
Temps modernes, reprinted in volume in 
Situations IV, Paris: Gallimard, 1964. 
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Multistate Corporations and Separate 
Accounting Under the Florida Corporate 


Income Tax 


By Joel D. Bronstein and Robert S. Hightower 


Since the enactment of the 
Florida corporate income tax, a 
number of cases have arisen 
regarding the right of a multistate 
corporation to use separate 
accounting in determining _ its 
income allocable to Florida. This 
column discusses these cases and 
briefly explains the concepts of 
separate accounting, formulary 
apportionment and unitary 
business. The authors emphasize, 
however, that Florida’s law on 
separate accounting is still in a state 
of flux, and that many issues remain 
to be resolved. 


Problem of the 
Corporation 


In December 1971, the Florida 
Legislature enacted as F.S.Chapter 
220 a Florida corporate income tax, 
the effective date of which was 
January 1, 1972. The corporate tax 
rate is five percent of a 
corporation’s “net income,” which 
is basically “taxable income” under 
I.R.C. §63 subject to a number of 
adjustments and less a_ $5,000 
exemption.! When a_ corporate 
taxpayer conducts al! of its business 
in one state, the state income taxing 
process is relatively simple. Since 
all incidents related to the 
production of revenue and expense 
are locally based, the state may 
properly place a tax on the 
corporation’s total net income. 
Thus, for corporations doing 
business entirely within the State of 
Florida, net income will equal 
adjusted federal income less the 
$5,000 exemption. 

When a corporation is engaged in 
multistate business, however, it is 
frequently difficult to ascertain 
which portion of the corporation’s 
total taxable income is attributable 
to that corporation’s business 
activity within a particular state. 
For example, in the case of a 
business which manufactures a 
product in one state, assembles it in 
a second and sells it in a third, it is 


Multistate 
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hard to determine the proper 
percentages of the corporation’s net 
income attributable to the 
respective three states. In_ this 
situation, the net income from 
interstate operations may be 
subject to taxation within each 
state, provided the levy is not 
discriminatory and is _ properly 
apportioned to local activities 
within each taxing state.? 

In an effort to overcome this 
difficulty in taxing multistate 
businesses, Florida and most other 
states have developed apportion- 
ment tax formulas (formulary 
apportionment) which are 
designed to approximately 
calculate the percentage of a 
multistate business’s total income 
attributable to its activities within a 
taxing state. These apportionment 
formulas usually determine the 
applicable percentage by 
comparing the amount of property, 
payroll and sales of a multistate 
business located in the taxing state 
with the business’s total property, 
payroll and sales in all states. 


Formulary Apportionment 


Florida apportions the income of 
a multistate corporation by a three- 
part fraction, based upon a 
company’s sales, payroll and 
property instate compared with 
sales, payroll and property in all 
states. The denominator of the 
fraction is usually three.4 The 
numerator of the fraction is 
determined by calculating a three- 
part ratio: sales in Florida to total 
sales; Florida payroll to total 
payroll; and the value of Florida 
real and tangible personal property 
to the value of all such property. 
These three ratios are then 
converted to percentages and 
added to obtain the numerator of 
the fraction. In adding the 
percentages, however, the sales 
factor is given twice the weight of 
the property and payroll factors. 
As an example, assume the 


tax law notes 


following: in Florida, $200,000 in 
property, $25,000 in payroll and 
$500,000 in sales; in all states, 
$800,000 in property, $75,000 total 
payroll and $2,000,000 of total sales. 
In this situation the apportionment 
factor would be calculated as 
follows: 
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on the nature of the business. Where 
the Florida activities are a part of a 
“unitary business” carried on within 
and without Florida, the portion of 


(a) Within (b) Total 
Fla. 
$200,000 
25,000 
500,000 


Property 
Payroll 
Sales 


$800,000 
75,000 
2,000,000 


(c) Initial (d) Weighted (e) Fla. 
% Factor 
25 X 25% 06250 
33 X 25% 08333 
25 X 50%  —-.12500 

27083 


Apportionment Factor 


Separate Accounting 


In some situations formulary 
apportionment does not produce a 
fair and equitable result based upon 
the taxpayer's business activity 
within the state. To provide for this 
eventuality, Florida and many 
other states have authorized the use 
of “separate accounting” to 
determine the taxable income 
allocable to the particular state. 
The use of separate accounting is based on 
the assumption that, although the total 
income of a corporation may be derived 
from sources in many states, it is possible to 
isolate portions of the business, each of 
which is entirely within a single state. The 
corporation’s activities within the taxing 
state are regarded as though they were 
carried on by a separate and distinct in-state 
entity. Income is computed for _ this 
hypothetical entity without reference to the 
receipts or operating expenses of the 
remainder of the corporation.7 


Under the Department of 
Revenue’s regulations, separate 
accounting may be employed when 
the activities of a multistate 
business carried on within Florida 
are separate from the activities 
carried on outside the state.’ The 
determination of whether or not a 
corporation will be allowed to use 
separate accounting as opposed to 
formulary apportionment is based 


Let us Help You With 
Your Bonding Needs 


Fast Courteous Service 


Florida 
Verification 
Bureau, Inc. 

P.O. Drawer 17308 
Pensacola, Florida 32522 
(904) 438-1493 


the taxpayer’s income subject to 
Florida tax will usually be 
determined by the three-factor 
formulary apportionment based on 
property, payroll and sales. 


Unitary Business 


A number of factors considered 
by the Department of Revenue in 
determining whether a corporation 
is a “unitary business” are set forth 
in the regulations. They indicate 
that the activities of the taxpayer 
will generally be considered a 
unitary business 


if the segments under consideration are 
integrated with, dependent upon, or 
contribute to each other and the operations 
of the taxpayer as a whole.® 


In determining whether a business 
is unitary, the Florida regulations 
rely heavily upon (1) the general 
description of the taxpayer's 
business and (2) upon the 
centralization of certain activities. 
The regulations provide in 
pertinent part that: 


A strong presumption of unitary business 
is created by the presence of any of the 
following factors: 


1. Same type of business. A taxpayer is 
generally engaged ina unitary business when 
all of its activities are in the same general line 


2. Steps in a vertical process. A taxpayer is 
almost always engaged in a unitary business 
when its various divisions or segments are 
engaged in different steps in a large, 
vertically structured enterprise .. . . 


3. Strong centralized management. A 
taxpayer which might otherwise be 
considered as engaged in more than one 
trade or business is properly considered as 
engaged in a unitary business when there is 
a strong central management, coupled the 
existence of centralized departments of such 
functions as financing, advertising, research 
or purchasing. . . .!° 


In addition to the foregoing, the 
regulations indicate that separate 
accounting under F.S. §214.73 may 
be invoked only “where unusual 
fact situations (which ordinarily 


will be unique and nonrecurring) 
produce incongruous results” under 
formulary apportionment.!! 
Obviously, the Florida corporate 
income tax regulations are not the 
only authority in determining what 
constitutes a unitary or nonunitary 
business. As described by the 
United States Supreme Court, a 
unitary business is 
a business, the component parts of which are 
too closely connected and necessary to each 
other to justify the division or separate 
consideration of them as independent units. 
By contrast, a dual or multiform business 
must show units of substantial separateness 
and completeness, such as might be 
maintained as an independent business . . . 
and capable of producing profit in and of 
themselves.!” 
In determining whether the 
component parts of a business are 
sufficiently separate and 
independent to show a nonunitary 
business, noted tax authorities have 
taken the position that the principal 
focus should be on those corporate 
characteristics of an “operational” 
nature, such as_ purchasing, 
producing and selling, and that 
those characteristics of a 
nonoperational nature, such as 
accounting, financing and 
advertising, should be ignored. 
For example, it is Jerome R. 
Hellerstein’s position that “the 
underlying reason for the 
development of formulary 
apportionment is that there is no 
viable way of separately 
accounting for the profits of a 
business where interdependent 
operating functions that produce 
the profit of the enterprise are 
carried on in more than one state.” 
As to nonoperating activities, 
such as accounting, Hellerstein 
takes the position that even if these 
activities are centralized, they 
ought not require formulary 
apportionment. As such, in 
determining what constitutes a 
unitary business, prime importance 
should be placed upon the 
operational functions which 
directly and_ significantly 
contribute to the production of 
revenue and the incidence of 
expense of the particular type of 
business, such as_ purchasing, 
producing and sales. This emphasis 
is required by the nature of the 
Florida corporate income tax, it 
being a derivative of income, which 
is a derivative of revenue and 
expense. The prime focus should 
not be upon the general description 
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of the business or upon the 
centralization of nonoperating 
functions, both of which have been 
deemed indicia of a _ unitary 
business by the Department of 
Revenue’s regulations. 


Developing Florida Case Law on 
Separate Accounting 


The authors are aware of a 
number of separate accounting 
cases that have been decided in 
Florida. Several other cases are 
pending. 

Caruth Corporation v. 
Department of Revenue, Case No. 
74-1394, (Fla. 2d Cir. Ct. 1976), aff'd 
per curium, 341 So.2d 1088 (Fla. Ist 
D.C.A. 1977), involved a Texas 
corporation which operated a 
wholesale building supply 
company, a shopping center, a 
ranch and cattle business, and a real 
estate development business. 
Caruth’s sole business in Florida 
was the operation of a motel and 
restaurant. The court found that the 
Florida operation was entirely self- 
sustaining, conducting its own 
management, purchasing, 
personnel, setting rates, accounting, 
and advertising. Based on these 
factors, the court found the Florida 
business separate and distinct, and 
directed that it was entitled to use 
separate accounting as set forth in 
F.S. §214.73(1). 

In so holding, the court discussed 
the purpose of separate accounting: 

In providing for separate accounting, it is 
the opinion of this Court that it was the 
intention of the Legislature to subject to the 
Florida corporate income tax only that 
portion of the income attributable to the 
Florida business of the taxpayer, particularly 
where the Florida business is separate from 
the business of the taxpayer in other states. It 
is the opinion of this Court that if the tax base 
of a Florida taxpayer can fairly 
determined by a separate accounting, then in 
such event this method should be employed 
but that when such method does not fairly 
represent the tax base of the taxpayer 
because of the nature of its business 
operations, that a method of apportionment 
may be applied.'* (Emphasis added) 


The Caruth decision appears to 
favor separate accounting so long as 
a Florida taxpayer’s tax base can be 
fairly determined on that basis. 
Great Trails Broadcasting 
Corporation v. Department of 
Revenue, Case No. 74-2755 CA 
(Fla. 15th Cir. Ct. 1976), involved 
an Ohio corporation which was 
primarily involved in radio 
broadcasting through ownership of 
several radio stations. The sole 
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Florida activity was a rental real 
estate business. The court found 
that strong central management did 
not exist, and that the following 
management functions were 
performed locally: personnel, 
banking, interior decorating, 
insurance, legal matters and 
purchasing. Based on these factors, 
the court found that the Florida 
operation constituted a separate 
business and that the taxpayer was 
entitled to use separate accounting 
for its Florida operations. What is 
interesting to note is that the court 
found a separate business even 
though the following “unitary” 
factors (as defined by the 
regulations) were in evidence: (1) 
sending of surplus Florida funds to 
the home office; (2) the corporate 
president’s visiting the Florida 
operation, although infrequent and 
irregular; and (3) the coverage by 
the Florida employees under the 
corporate retirement program. The 
court also noted the common 
ownership of the business, but 
rejected this as a basis for finding a 
“unitary business.” 


The only tie between the Florida business 
activities and the other business activities of 


Great Trails is common ownership. This 
must be true of any situation in which there 
are separate businesses operated under one 
corporate group. To hold otherwise would 
be tantamount to holding that there is no 
such thing as the permissible use of separate 
accounting.'> 


J. L. Malone and Associates, Inc. 
v. Department of Revenue, Case 
No. 76-648 (Fla. Dept. of Rev. 
1976), an administrative 
proceeding, involved a Georgia 
corporation doing business as a 
heavy electrical contractor in 
Georgia and eight other states, 
including Florida. The taxpayer in 
the years at issue sought to 
determine its tax base allocable to 
Florida based on formulary 
apportionment; the Department of 
Revenue (which originally had 
required that the taxpayer file 
under apportionment), sought to 
use separate accounting. The 
hearing officer found that the 
taxpayer's business was unitary and 
that the corporation was entitled to 
employ formulary apportionment 
in computing its income allocable 
to Florida. (The hearing officer's 
order was affirmed by the 
Department.) In the recommended 
order, the hearing officer 
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concluded that the Department of 
Revenue’s decision to seek separate 
accounting was an effort to 
maximize tax revenue by requiring 
whatever method would produce 
that result. 

In addition to the foregoing, the 
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the trial 


authors are aware of a number of 
other separate accounting cases 
now being litigated in the Florida 
courts. 

Associated Dry Goods Corpora- 
tion v. Department of Revenue, 
Case No. 77-3290-19 (Fla. 6th Cir. 
Ct.) involved a Virginia 
corporation consisting of 16 
divisions, all of which are 
autonomous’ independent  mer- 
chandising units. Associated 
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computed its income for its Florida 
division, Robinson’s of Florida, 
under separate accounting; the 
Department of Revenue sought to 
require formulary apportionment. 
The deficiencies resulting from the 
change from separate accounting to 
formulary apportionment changed 
large losses in both fiscal years at 
issue to substantial taxable income. 
In support of its position, 
Associated argued that the relevant 
incidents of taxing transactions—that 
is, the operational functions which 
directly and significantly relate to 
the production of revenue and the 
incidence of expense—were, in the 
case of Robinson’s of Florida, 
locally based and definable in the 
State of Florida. Associated pointed 
to the fact that the Florida portion 
of its business is an autonomous 
merchandising entity, and that its 
divisions are an amalgamation of 
independent stores, each with a 
separate history of its own, 
indigenous to its own territory. 


During the presentation of the 
case, a representative of the 
Department of Revenue testified 
that in determining whether to taxa 
corporation on a formulary 
apportionment basis or a separate 
accounting basis, the amount of tax 
revenue to the state was considered. 
Associated argued that this, along 
with other factors, created an 
arbitrary unconstitutional method 
of application of our taxing statutes. 


Noting substantial, unique, 
nonrecurring “start-up” expenses 
incurred by Associated in starting 
its Florida business, the court ruled 
that the result of the application of 
the apportionment formula did not 
fairly reflect Associated’s net 
income attributable to its activities 
in this state. The court remanded 
the matter to the Department of 
Revenue for further computations. 


Brunner Enterprises, Inc. v. 
Department of Revenue, Case No. 
76-2434 (Fla. 2d Cir. Ct. 1976), 
involves a Delaware corporation 
doing business principally in Illinois 
and Florida. During the period at 
issue, Brunner’s only contact with 
Florida was the operation of four 
orange groves. Brunner’s Illinois 
operations consisted of providing 
accounting services to related 
corporations and of managing 
assets acquired from the disposition 
of a manufacturing business and a 


THE FLORIDA BAR JOURNAL 


! 
| 
| 
| | 
Addeess 
| 
State 


bank. Based on the fact that the 
Florida orange groves were 
managed and_ operated totally 
separate from the Illinois business, 
Brunner filed its Florida income 
taxes on the basis of separate 
accounting. The Department of 
Revenue sought to employ 
formulary apportionment, and it 
asserted a deficiency. One of the 
most interesting aspects of the 
Brunner case is that by employing 
formulary apportionment for one 
year at issue, the Department 
attempts to subject to the three- 
factor formula a long-term capital 
gain of $2,783,716.00 resulting from 
the sale of Illinois bank stock. 


Last is the case of Chicago Bridge 
& Iron Company v. Department of 
Revenue, Case No. 75-18927 (Fla. 
11th Cir. Ct.). Chicago Bridge and 
Iron is an Illinois company in the 
business of designing, fabricating 
and erecting large metal plate 
structures under lump sum 
construction contracts. The 
company sought separate 
accounting treatment for its Florida 
operations inasmuch as most of the 
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activities associated with its 
business occurred out of Florida. 
The following operations are 
handled out of state: acquisition of 
the metal plate; engineering design 
work; and cutting, fabricating and 
subassembling the metal parts. 
Only the actual erection of a 
structure occurs in Florida. In 
Chicago Bridge, the taxpayer 
argues that use of formulary 
apportionment does not fairly 
represent its tax base attributable to 
Florida inasmuch as its accounting 
system enabled it to separately 
allocate the income and expense 
associated with each activity 
described above. As such, the 
company argues that it is entitled 
to employ separate accounting. 
Conclusion 


As a quick reading of this column 
will indicate, the law regarding 
separate accounting and formulary 
apportionment for state corporate 
income tax purposes is far from 
settled in Florida. The foregoing is 
an attempt to serve merely as an 
update of the case law that 
presently exists on this issue. oO 
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The Informer’s Privilege: Good or Bad, 
a Limitation on Your Client’s Right for Discovery 


by Paul J. Kilgore 


Your client is an employer who is 
affected by the Equal Employment 
Opportunity Act of 1972,' the 
Occupational Safety and Health 
Act of 1970,2? the Labor 
Management Relations Act of 
1947,3 or the Fair Labor Standards 
Act of 1938.4 The United States 
government has charged that your 
client has violated one of these laws. 
After the pleadings have been filed, 
pursuant to Federal Rule of Civil 
Procedure 26(b)(1)5> and the 
Freedom of Information 
(FIA), you request the 
government the names of all its 
potential witnesses and _ all 
statements that they have made. 
The government not only refuses 
your initial discovery request, but 
also refuses to divulge the names of 
any of its potential witnesses until 
shortly before the trial. Moreover, it 
refuses to divulge any statements 
given by these potential witnesses 
until after direct examination of 
each particular witness at the trial. 
The basis for this refusal: the 
informer’s privilege and 
exemptions (b)(5) and (b)(7)(A) 
and (D) of the FIA. This article 
analyzes the scope of the informer’s 
privilege, discusses its limitation’s 
and evaluates the effect of the FIA. 
Discovery Under Federal Rule of 
Civil Procedure 26(b)(1) 


Discovery under Rule 26(b) (1) of 
the Federal Rules of Civil 
Procedure would require that the 
government divulge any matter 
relevant to the pending action, 
including the identity of persons 
having knowledge of the charged 
violation.” However, Rule 26 (b)(1) 
specifically excepts from discovery 
relevant matters that are 
privileged.’ The government’s right 
to protect the identity of _ its 
informants is one of these 
privileges.® 

Initially, the defendant must 
establish that the information 
sought is relevant to the material 


VOLUME 52, NUMBER 7, JULY /AUGUST 1978 


issues of the case, regardless of the 
existence of the informer’s 
privilege.!° A request to obtain the 
names of government informants 
does not meet the test of 
relevancy.!'! In addition, during 
discovery, as contrasted from 
pretrial (e.g., 10 days before the 
trial), the government is not 
required to divulge the names of 
witnesses it proposes to introduce at 
trial; it is only required to divulge 
the names and addresses of persons 
having knowledge of relevant 
facts.'2 This disclosure requirement 
is, of course, subject to privileged 
information.'? 

If the defendant establishes that 
the information sought is relevant to 
the pending action, the government 
then has the burden to prove the 
facts of the privilege.'* It must 
prove, in an in camera inspection, 
for example, that the alleged 
informers gave information 
concerning the charged violation 
and that their statements made to it 
would identify them as informers.'® 
It is the court that then determines 
the applicability of the privilege.'® 


The Scope of the Informer’s 
Privilege 


The informer’s privilege is the 
government's privilege to withhold 
from disclosure the identity of 
persons who furnish information of 
violations of law to law 
enforcement officers or their 
agents.'? The privilege, which is a 
qualified one, requires balancing 
the public interest in protecting the 
free flow of information and 
assistance to government 
enforcement authorities and the 
informer’s right to be protected 
from possible retaliation against the 
defendant’s need to prepare for 
trial.'!* The privilege has been held 
applicable in cases where the 
government initiates an action 
against an employer for a civil 
violation of, for example, the Fair 
Labor Standards Act of 1938 or the 


lobor law 


Occupational Safety and Health 
Act of 1970.'9 

The scope of the informer’s 
privilege is limited by its underlying 
purpose.” Where the disclosure of 
the contents of a communication 
would not tend to reveal the 
identity of the informer, the 
contents are not _privileged.?! 
Conversely, where the com- 
munications would tend to 
reveal the identity of the informer, 
they are privileged.22 Once the 
identity of the informer has been 
disclosed to those who would have 
cause to resent the communica- 
tions, the privilege is no longer 
applicable. 

As will be discussed below, 
however, the courts disagree as to 
whether the government’s naming 
all of its potential witnesses, some 
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of whom are also informers, waives 
the privilege or whether those 
witnesses named must also be 
identified as informers to constitute 
a waiver. Furthermore, the courts 
are in disagreement as to a waiver 
of the privilege concerning the 
named witnesses’ communications 
made to the government. 


Limitations on the Informer’s 
Privilege 

If the sought after information is 
relevant but privileged, there are 
two ways that the defendant may 
still obtain it. First, privileged 
information is no longer protected 
if the privilege has been waived. 
And, second, privileged informa- 
tion may be obtained where the 
government's interest in protecting 
the identity of its informants and 
the informer’s right to be protected 
against possible retaliation is 


overbalanced by the defendant’s 
need for the information in order to 
prepare for trial. 


The informer’s privilege may be 


waived at any time during 
discovery proceedings or pretrial. 
Although the privilege belongs to 
the government, it can be waived 
either by the informer or the 
government. An example of a 
waiver would be when either the 
informer or the government 
divulges the informant’s statements 
to the defendant.2® However, the 
Fifth Circuit has held that if the 
government voluntarily divulges 
the names of all of its potential 
witnesses during discovery this 
does not constitute a waiver of the 


have unique 


privilege either as to the names of 
those witnesses who are also 
informers or statements that they 
have made to it.2”? The majority of 
the courts have followed _ this 
holding.”8 

If the informer’s privilege has not 
been waived, the defendant must 
establish that his need for the 
information in order to prepare for 
trial overbalances the government's 
interest in protecting the identity of 
its informants and the informers’ 
right to be protected against 
possible retaliation.®® 

During discovery, the defendant 
must show that he needs the 
privileged information more than 
for mere trial preparation.*® 
Assume, for example, that the 
government has divulged the 
names of all of its potential 
witnesses in response to an 
interrogatory, some of those 
potential witnesses are the 
defendant’s employees or former 
employees, and the dispute 
concerns facts which are as much 
within the knowledge of the 
defendant as his employees or 
former employees. The fact that the 
statements made by these potential 
witnesses might lead to other 
evidence and that the taking of 
depositions would be expensive is 
not enough to overcome the 
privilege.*! 

The Fifth Circuit has not 
determined what constitutes 
substantial need to overcome the 
privilege during discovery. The 
Eighth Circuit, on the other hand, 
has. In Mitchell v. Bass,32_ the 
Secretary of Labor had sought to 
enjoin several defendants from 
violating various sections of the Fair 
Labor Standards Act of 1938. After 
the Secretary had disclosed names 
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of 11 of the defendants’ employees 
whom he intended to call as 
witnesses, depositions of all but 
four were taken; the four 
employees refused to be deposed. 
The Eighth Circuit determined that 
this refusal constituted “good 
cause” to require the Secretary to 
divulge the statements given to him 
by those four employees.** 

During the pretrial stage of 
litigation (e.g., 10 days prior to 
trial), the government must divulge 
all of its potential witnesses; the 
defendant’s need of this 
information at this stage of the 
litigation overrides all other 
considerations.*4 It should be 
remembered that even at pretrial or 
during the trial the government is 
still not required to reveal the 
identity of its informers who are not 
listed as potential witnesses.**> The 
circuit courts, however, are divided 
on the question of whether all of the 
potential witnesses’ statements 
made to the government, including 
those statements of informers, must 
be divulged at this time. 


In the Fifth Circuit, the actual 
statements of the informers remain 
privileged during pretrial although 
a summary of each _ potential 
witness’s statement must be given 
to the defendant. 


In Wirtz v. Hooper-Holmes 
Bureau, Inc.,** the trial court had 
dismissed the Secretary of Labor’s 
complaint for his refusal to furnish 
the defendant a list of all of his 
potential witnesses 10 days prior to 
the trial. In upholding the trial 
court’s order, the Fifth Circuit also 
required the Secretary to make 
available a statement of the general 
subject matter of testimony of each 
witness listed, even though some of 
the witnesses were informers.*7 


Subsequent to Hooper - Holmes, 
the Fifth Circuit decided the case of 
Wirtz v. Robinson & Stephens, 
Inc.*8 In that case, 10 days prior to 
the trial the trial court ordered the 
Secretary of Labor to divulge 
which of his potential witnesses had 
given written statements 
concerning the alleged violative 
employment practices. Upon the 
Secretary's refusal to comply with 
the order based on the informer’s 
privilege, the complaint was 
dismissed. In reversing, the Fifth 
Circuit distinguished Hooper - 
Holmes. It concluded that the order 
therein requiring the names of all 
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make public the actions of 
government agencies, primarily by 
opening the administrative process 
to the scrutiny of the press and 
general public.4 The FIA is 
fundamentally designed to inform 
the public, not to benefit private 
litigants.> While a party litigant 
may use the FIA as a tool for 
discovery in a pending enforce- 
ment action with a government 
agency, his discovery rights are 
neither increased nor decreased by 
the FIA.** The test for government 
disclosure under the FIA is the same 
test as applied under discovery 
rules.5” 

The Federal Rules of Civil 
Procedure to not authorize a 
government agency to withhold 
any information which the FIA 
commands it to disclose. 
Conversely, the FIA does not 
exempt from public disclosure any 
records that are discoverable under 
discovery The creates 
no privileges; neither, however, 
does it diminish existing 
privileges.°® A government claim 
for exclusion under Federal Rule of 
Civil Procedure 26(b)(1) is a 
restatement of a claim for 
exemption under the FIA.® 
Therefore, whether the govern- 
ment refuses to disclose relevant 
information to a pending 
enforcement action based on the 
informer’s privilege under Rule 
26(b)(1) or under an exemption 
section of the FIA makes no 
substantive difference. 


Regarding the hypothetical 
situation in this article, the 
government has refused to produce 
certain relevant information, 
potential witnesses’ names and their 
statements, based on two of the 
exemption subsections of the FIA. 
Subsection (b)(5) exempts “inter” 
and “intra-agency” memorandums 
and letters which would not be 
available “by law” to a party other 
than an agency in litigation with an 
agency.®! “By law” refers to the 
Federal Rules of Civil Procedure.® 
This exemption, therefore, exempts 
those documents specified therein 
and normally privileged in the civil 
discovery context. 


The types of documents 
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exempted under subsection (b) (5), 
however, would likely not include 
the names and statements of the 
potential government witnesses. 
The purpose of this exemption is to 
ensure that open and _ frank 
discussions between “subordinate 
and chief” will not be inhibited.® 
The terms “inter” and “intra- 
agency” communications in 
subsection (b)(5) involves only 
those communications transmitted 
from one government employee to 
another.®¢ The names and 
statements of potential government 
witnesses who are not government 
employees do not constitute such 
communications.®> Although 
subsection (b)(5) is therefore 
inapplicable, exemption subsection 
(b)(7) does apply. 

Subsection (b)(7) exempts from 
production those investigatory 
records of an agency compiled for 
law enforcement purposes under 
certain conditions.*’ Paragraph (A) 
of that subsection exempts such 
records from production if there 
would be an interference with 
pending enforcement pro- 
ceedings.® Paragraph (D) of that 
subsection exempts production of 
such records if ‘their production 
would result in the disclosure of a 
confidential source.®® 

Most courts have held that 
potential government witnesses’ 
identity and their statements are 
exempt during discovery under 
subsection (b)(7), but in 
disagreement as to which 
paragraph should be applied. Some 
of the district courts, for example, 
have held that the exemption under 
paragraph (D) to not disclose the 
identity of confidential sources is 
plainly intended to protect the 
identity of government informers 
and information received from 
them.” On the other hand, other 
courts have applied paragraph (A) 
because to reveal such information 
would interfere with the pending 
enforcement proceedings.”! 


Summary 


The following should be 
remembered when the government 
invokes the informer’s privilege and 
the exemption section of the FIA to 
prevent disclosure of sought after 
information. 


First, all information sought by 


the defendant must be relevant to 
the material issues of the case 


pursuant to Rule 26(b)(1) of the 
Federal Rules of Civil Procedure. 
During discovery the government 
must divulge the names and 
addresses of all persons that it 
knows who have information 
relevant to the material issues of the 
case. A request to the government 
to reveal the names of its informants 
is not relevant. 

Second, if the government 
refuses to disclose certain matters 
based on the informer’s privilege, it 
must prove the facts of the 
privilege. This can be accom- 
plished by an in camera inspection 
before the trial judge. 

Third, if the information sought is 
relevant but privileged, has the 
government or the informer waived 
the privilege? If so, the defendant is 
entitled to the information at the 
time of the waiver. 

Fourth, if the defendant requests 
the names and statements of all the 
government’s potential witnesses 
during discovery, unless substantial 
need over and above his need for 
trial preparation is shown, the 
informer’s privilege protects this 
information from discovery. 


Fifth, during pretrial (e.g., 10 


days prior to the trial), the 
government must divulge the 
names of all of its potential 


witnesses. The defendant is not 
entitled, however, to know which 
of those witnesses listed are also 
informers. 


Sixth, during pretrial in the Fifth 
Circuit, the defendant is entitled 
only to asummary of the testimony 
of each potential witness of the 
government. He is not entitled to 
know which of the listed witnesses 
gave the government written 
statements concerning the charged 
violation. If and when the 
defendant is entitled to the actual 
statements is not settled in the Fifth 
Circuit. The Fourth Circuit, 
however, has held that during 
pretrial the government’s need for 
secrecy and the informant witness’s 
need of protection against possible 
retaliation is outweighed by the 
defendant’s need shortly before the 
trial of the information to prepare 
his case. The Eighth Circuit, on the 
other hand, has decided that the 
trial judge should determine when 
during the pretrial or trial that the 
defendant’s need is such to require 
disclosure of the privileged 
information. 
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witnesses and their statements of 
general subject matter would not 
necessarily reveal the identity of 
those witnesses who were 
informers, therefore shifting the 
balance on the side of orderly trial 
procedure.*® However, the trial 
courts order in Robinson & 
Stephens to divulge which of the 
witnesses had given written 
statements concerning the charged 
violation would have, in the opinion 
of the appellate court, tended to 
disclose the identity of those 
potential witnesses who were also 
informers.*® Worse, each witness 
who had given a statement would 
have been suspected of being an 
informer.‘! After applying the 
balancing test of the government’s 
interest in keeping the privileged 
information secret against the 
defendant’s need of it to prepare for 
trial, the court found that there 
would be little facilitation of the 
trial from a disclosure 10 days prior 
to trial of which potential witnesses 
had given statements.‘ 

In the Fifth Circuit there has been 
no determination of if and when the 
statements of all the government’s 
potential witnesses must be 
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view sheets, designed for lay personnel ques- 
tioning of the client, have a ‘‘To Do” section 


for the submission of the case for settlement 


divulged. However, other appellate 
courts have made this determina- 
tion. 

The Fourth Circuit has held that 
all relevant statements made to the 
government by its potential 
witnesses must be divulged during 
pretrial, notwithstanding the 
privilege, to the extent that fairness 
requires disclosure.? The Fourth 
Circuit concluded that in order to 
prepare for trial, the defendant’s 
need of the statements shortly 
before trial overrode the 
government’s need of secrecy.‘ 
The opinions of some legal 
commentators agree with this 
holding.* 

The Eighth Circuit would allow 
the discretion of the trial judge to 
resolve pretrial disclosure of the 
statements by informers who are 
listed as witnesses.** Three options 
were given. First, follow the 
procedure in criminal trials: allow 
the defendant to examine the 
privileged statements of a 
particular witness only after that 
witness had completed direct 
examination. This would be 
appropriate when the defendant’s 
only need for the statements is for 
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order 
disclosure during pretrial of a 


impeachment.*? Second, 
summary of privileged 
statements.4® Third, order 
divulgence of the privileged 
statements at some time shortly 
before trial (e.g., 24 hours).4° The 
exact time of when to issue such an 
order by the trial judge would 
depend on the tone of the 
statements, their contents, and the 
possibility of employer retaliation 
against the employee witness to 
change his testimony to be more 
favorable for the employer.*® In 
addition, the appellate court stated 
that if the trial judge chose the third 
alternative, it would be appropriate 
to delete certain matters from the 
statements (e.g., the identity of 
informers who would not be 
witnesses) 


The Effect of the Freedom of 
Information Act 


In 1966, Congress enacted the 
FIA.®2 As amended in 1974, the FIA 
provides, among other things, that 
each government agency must 
make available upon proper 
request its records to any person. 


The purpose of the FIA is to 


_ Streamline your Personal Injury Practice 


New American Leaal Tech Kit.... 


@ Deposition outlines 

@ Medical authorizati 

@ Employment contracts 

@ Physician’s and Surgeon’s Report forms 

@ Special witness statements for “in-office” 
statements 

@ Lien letters 

@ Doctor's report request 

@ Information request and authorization 

@ Accident report request 

@ Hospital record request with check for 
extent of records 

@ Lost wage report and verification 

Note summary, file notes, suit data, case data 

and biue color-coded file with time record 
keeping and expense controls. 


VOLUME 52, NUMBER 7, JULY /AUGUST 1978 


| Imprinting ($12.50) 


Signature 
| Ship to: | 
I 
Address 

__ Kits @ $ | 

| 10% Shipping $ I 

| 


| Mo. Residents add 3% sales tax $ 
| 


OCheck or money order enclosed 
O BankAmericard/Visa 


O Master Charge 


OBill the firm (orders shipped when check 


OSend FREE brochure 
Credit Card No 


| 

: \ 
is received) | 
| 

| 


Li 


Expiration | 
Date 


Mail to: American Legal Tech.Inc. P.O.Box 229 
Independence, MO 64051, (816) 836—1935 


(attach letterhead) 


TOTAL ORDER $ 


| | 

| 

| 

| 

| 

| 

P.O. Box 229, Independence, MO 64051 | 
577 


Finally, the FIA has no 
substantive effect on the Federal 
Rules of Civil Procedure and the 
discovery, or lack of it, of the names 
of potential government witnesses 
and their statements made to it. A 
party’s right to this information in 
relation to an enforcement 
proceeding is neither expanded nor 
diminished by the FIA. Oo 


142 U.S.C. §§2000e-1 - 2000e-17 (1970 & 
Supp. II 1972, Supp. IV 1974, Supp. V 1975). 

2 Pub. L. No. 91-596, 84 Stat. 1590. 

329 U.S.C. §§141-144, 151-158, 159-167, 
171-183, 185-187, 191-197, 557 (1970 & Supp. 
IV 1974, Supp. V_ 1975). 

429 U.S.C. §§201-216, 217-219, 557 (1970 
& Supp. II 1972, Supp. IV 1974, Supp. V 
1975). 

5 Fep. R. Civ. P. 26(b)(1) provides, in part: 


Parties may obtain discovery regarding any 
matter, not privileged, which is relevant to 
the subject matter involved in the pending 
action ... [and] including the existence, 
description, nature, custody, condition and 
location of any books, documents, or other 
tangible things and the identity and location 
of persons having knowledge of any 
discoverable matter.... 

U.S.C. $5592. 

7 Fep. R. Civ. P. 26(b)(1). 

® Other privileges unique to the 
government include: a privilege for military 


or state secrets; certain reports to the 
government that are made confidential by 
statute; a general privilege under the 

“housekeeping” statute; and a constitutional 
privilege to refuse to disclose whatever the 
executive chooses to keep secret. 8 Wricut & 
MILLER, FEDERAL Practice & PROCEDURE 
§2019 (1970 & Supp. 1977). 

10 See, e.g., Wirtz v. Continental Fin. & 
Loan Co. of West End, 326 F.2d 561 (5th Cir. 
1964); Stephenson Enterprizes, Inc., 
OSAHRC Docket No. 5873 (July 16, 1974), 2 
OSHC (BNA) 1080, appeal docketed, No. 
76-4163 (5th Cir. Nov. 19, 1976). 

1! 326 F.2d at 563. 

12 See, e.g., Bell v. Swift & €o., 283 F.2d 
407, 409 (5th Cir. 1960). 

'3 The Eighth Circuit has held that Fen. R. 
Civ. P. 26(b)(3), concerning the qualified 
“work product” privilege, is also applicable 
to written statements given to the 
government by informers who are listed as 
witnesses. Brennan v. Engineered Prod., 
Inc., 506 F.2d 299 (8th Cir. 1974). See also 
Hodgson v. Gen. Motors Acceptance Corp., 
54 F.R.D. 445 (S.D. Fla. 1972). 

'4 Roviaro v. United States, 353 U.S. 53 
(1957). 

158 WricHt & MILLER, supra note 9, at 
§2019. 

'7 353 U.S. at 59-60; 8 Wricht & MILLER, 
supra note 9, at §2019. 

18 353 U.S. at 62; Hodgson v. Charles 
Martin Inspectors of Petroleum, Inc., 459 
F.2d 303, 305 (5th Cir. 1972). 

19 See supra note 10. The privilege is also 
applicable to cases arising under the other 
federal labor laws listed in notes 1 and 3. See, 


e.g., Committee on Masonic Homes of R.W. 
Grand Lodge, F. & A.M. v. NLRB, 414 
F.Supp. 426 (E.D. Pa. 1976), rev’d on other 
grounds, 556 F.2d 214 (3rd Cir. 1977); Equal 
Employment Opportunity Comm'n v. Los 
Alamos Constr., Inc., 382 F.Supp 1373 (D. 
N.M. 1974). 

20 Roviaro v. United States, 353 U.S. at 60. 

21 Td.;8 Wricht & MILLER, supra note 9, at 
§2019. 

22 Td. 

3 Id. 

24 See Mitchell v. Bass, 252 F.2d 513 (8th 
Cir. 1958). 

25 See, e.g., Black V. Sheraton Corp. of 
Am., 47 F.R.D. 263 (D. D.C. 1969); Clark v. 
Pearson, 238 F.Supp. 495 (D. D.C. 1965); 8 
Waricut & MILLER, supra note 9, at §2019. 

26 United States v. Glaxo Group Ltd., 302 
F.Supp. 1, 17 (D.D.C. 1969), rev’d on other 
grounds, 410 U.S. 52 (1973); Clark v. 
Pearson, 238 F.Supp. 495 (D. D.C. 1965); 8 
Waicut & MILLER, supra note 9, at §2019. 

27 Hodgson v. Charles Martin Inspectors 
of Petroleum, Inc., 459 F.2d 303 (5th Cir. 
1972). But cf. National Labor Relations Bd. 
v. Schill Steel Products, Inc., 408 F.2d 803 
(5th Cir. 1969) (revealing government 
witnesses’ prehearing statements in a 
contempt proceeding). 

28 See, e.g., Usery v.Ritter, 547 F.2d 528 
(10th Cir. 1977); Brennan v. Engineered 
Prod., Inc., 506 F.2d 299 (8th Cir. 1974); 
Wirtz v. B.A.C. Steel Prod., Inc., 312 F.2d 14 
(4th Cir. 1962); Mitchell v. Roma, 265 F.2d 
633 (3rd Cir. 1959). But see United States v. 
Doochin Enterprizes, Inc., 370 F.Supp. 942, 
945 (M.D. Tenn., 1973). 

29 Hodgson v. Charles Martin Inspectors 
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can Start with a Heller loan. 
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for help in other business areas. When a client's business needs 
immediate cash, and his bank is not reacting fast enough, 


remind him of Heller. We can give him an on-the-spot business 
loan on his receivables, inventory, equipment or real estate, 
so he can proceed with expansion plans or generate 
additional cash. Heller has the flexibility to make fast loans 
of one hundred thousand to five million dollars, or more, 
without red tape. Give him more than legal advice. If 
money is needed, suggest a business loan from Heller. 
Its good business. 


HELLER 


Business Loans 


The Heller Building 
4500 Biscayne Boulevard, Miami, Florida (305) 576-4800 
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of Petroleum, Inc., 459 F.2d at 305. 

30 Td. 

31 Td. at 307. 

32 952 F.2d 513 (8th Cir. 1958). 

33 Td. at 518. 

34 See, e.g., Wirtz v. Hooper-Holmes 
Bureau, Inc., 327 F.2d 939 (5th Cir. 1964). 

35 See United States v. Davis, 424 F.2d 
1241, 1243-44 (5th Cir. 1970). 

36 327 F.2d 939 (5th Cir. 1964). 

37 Td. 

38 368 F.2d 114 (5th Cir. 1966). 

39 Td. at 116. 

40 Td. 

41 Td. 

42 Td. 


43 United States v. Hemphill, 369 F.2d 539, 
542 (4th Cir. 1966). 
44 Td. 


4 See, e.g., 4 Moore, FEDERAL PRACTICE 
§26.61 (1976); 8 Wricht & MILLER, supra 
note 9, at §2019. 


46 Brennan v. Engineered Prod., Inc., 506 
F.2d 299 (8th Cir. 1974). 

47 Td. at 304. 

48 Td. at 305. 

49 Td. 

50 Id. 

Td. 

52 In 1974, the Privacy Act was added to 


the FIA, codified at 5 U.S.C. §552a. This 
section, dealing with records kept on 
individuals, sets out the rights of those 
individuals to obtain access to information 
recorded about themselves by the 
government and the limitations on the 
revelation of such information without the 
consent of the individual involved. The 
Privacy Act has little or no impact on the 
discovery process in civil litigation in that 
§552a(b)(11) exempts from the Act 
disclosures under an order of the court. 4 
MoorE, supra note 45, at §26.61. 

53 5 U.S.C. §552(a)(3). 

54 See, e.g., Renegotiation Bd. v. 
Bannercraft Clothing Co., 415 U.S. 1, 17 
(1974); Deering Milliken, Inc. v. Irving, 548 
F.2d 1131, 1134 (4th Cir. 1977). 

55 See, e.g., National Labor Relations Bd. 
v. Sears, Roebuck & Co., 421 U.S. 132, 143- 
44 (1975); Environmental Protection Agency 
v. Mink, 410 U.S. 73, 90 (1973); 548 F.2d at 
1134; Marathon LeTourneau Co., Marine 
Div. v. NLRB, 414 F.Supp. 1074, 1079 (S.D. 
Miss. 1976); Electri-Flex Co. v. NLRB, 412 
F.Supp 698, 702 (N.D. Ill. 1976); Capital 
Cities Communications, Inc. v. NLRB, 409 
F.Supp 971, 977 (N.D. Cal. 1976). 

56 See, e.g. 421 U.S. at 148-49. 

57 See, e.g., Equal Employment 
Opportunity Comm’n v. Los Alamos 
Constr., Inc., 382 F.Supp. at 1379. 

58 See, e.g., Moore-McCormick Lines, Inc. 
v. L.T.O. Corp., 508 F.2d 945, 949-50 (4th Cir. 
1974). 

59 Chamber of Commerce of the United 
States v. Legal Aid Soc’y, 423 U.S. 1309, 
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1310-11 (1975) (per Mr. J. Douglas, as Cir. 
J.); Kerr v. United States District Court, 511 
F.2d 192, 197-98 (9th Cir. 1975), cert. 
granted, 421 U.S. 987 (1975). 


60 See, e.g., 508 F.2d at 950. 
615 U.S.C. §552(b) (5). 


682 See, e.g., Schwartz v. IRS, 511 F.2d 
1303, 1305 (D.C. Cir. 1975); General Serv. 
Administration v. Benson, 415 F.2d 878, 880 
(9th Cir. 1969). 


63 See, e.g., 511 F.2d at 1305. 


64 See, e.g., Temple-Eastex, Inc. v. NLRB, 
410 F.Supp. 183, 185 (E.D. Tex. 1976); Local 
30, United Slate, Tile & Composition 
Roofers, Damp & Waterproof Workers 
Ass’n, AFL-CIO v. NLRB, 408 F.Supp. 520, 
527 (E.D. Pa. 1976). 


65 410 F.Supp. at 185. 
86 5 U.S.C. §552(b)(7). 


67 Prior to the 1974 amendments, 
subsection (b)(7) exempted “investigatory 
files compiled for law enforcement purposes 
except to the extent available by law to a 
party other than an agency.” Under this 
version, the FIA left discovery, or lack of it, 
of investigatory files compiled for law 
enforcement purposes as developed under 
the Federal Rules of Civil Procedure. 4 
Moore, supra note 45, at §26.61. Under the 
amended version, despite the abandonment 
of the reference to the underlying law, 
discovery still follows the developing case 
law under the Federal Rules of Civil 
Procedure or a particular agency’s discovery 
rules. Id. See also Title Guar. Co. v. NLRB, 
534 F.2d 484 (2nd Cir. 1975), cert. denied, 
429 U.S. 834 (1976). But see Note, Freedom 
of Information Act - Labor Law - An 
Employer Charged with an Unfair Labor 
Practice is Not Entitled Under the FOIA to 
NLRB Files Compiled pursuant to 
Investigation of the Charge When the 
Enforcement Proceeding is Pending - Title 
Guar. Co. v. NLRB, 45 Geo. Wasn. L. Rev. 
114 (1976). 


68 5 U.S.C. §552(b)(7)(A). 
89 5 U.S.C. §552(b)(7)(D). 


7 See, e.g., T.V. Tower, Inc. v. Marshall, 
No. 77-1551 (D. D.C. Feb. 1, 1978); Luzaich 
v. United States, 435 F.Supp. 31, 35 (D. 
Min. 1977), aff'd mem., 564 F.2d 101 (8th 
Cir. 1977); Committee on Masonic Homes of 
R.W. Grand Lodge, F. & A.M. v. NLRB, 414 
F.Supp. at 433; Church of Scientology v. 
United States Dep't. of Justice, 410 F.Supp. 
1297, 1303 (D. Cal. 1976). But see National 
Labor Relations Bd. v. Schill Steel Prod., 
Inc., 408 F.2d 803; Marathon LeTourneau 
Co., Marine Div. v. NLRB, 414 F.Supp. at 
1084. 


71 National Labor Relations Bd. v. 
Robbins Tire & Rubber Co. No. 77-911 
(S.Ct. June 15, 1978); AMF Head Div. of 
AMF, Inc. v. NLRB, 564 F.2d 374 (10th Cir. 
1977); Abrahamson Chrysler-Plymouth, Inc. 
v. NLRB, 561 F.2d 63 (7th Cir. 1977); 
National Labor Relations Bd. v. Hardeman 
Garment Corp., 557 F.2d 559 (6th Cir. 1977); 
Harvey's Wagon Wheel, Inc. v. NLRB, 550 
F.2d 1139 (9th Cir. 1976); Cessna Aircraft 
Co. v. NLRB, 542 F.2d 834 (10th Cir. 1976); 
Climax Molybdenum Co. v. NLRB, 539 F.2d 
63 (10th Cir. 1976); Goodfriend Western 
Corp. v. Fuchs, 535 F.2d 145 (1st Cir. 1976), 
cert. denied, 429 U.S. 895 (1976); Title Guar. 
Co. v. NLRB, 534 F.2d 484. 
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